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MR. NEUSTADT: Yes. This will be Plaintiff's 

3 Exhibit 713. 

4 THE COURT: It will be received in evidence. 

5 (Plaintiff's Exhibit(s) 713 received in evidence.) 

6 MR. NEUSTADT: And one other small matter that 

7 we've reached agreement upon, Your Honor. Mr. Dunner has 

8 told me that -- has given me this morning his conclusion 

9 with respect FO a number of the documents, and in our 
I 

10 discussion last night, we agreed that if it becomes 
\ 
\ 

11 necessary for'Plaintiff to close its case, that we can 

12 leave the matter of these documents out until that is 

13 resolved. And we expect to resolve that later today. 

14 MR. DUNNER: That's correct, Your Honor. 

15 THE COURT: All right, then. 

16 MR. NEUSTADT: Thank you, Your Honor. 

17 CROSS-EXAMINATION (continued) 
j 

18 BY MR. LIPSEY: ! 

19 Q. Good morning, Dr. Goodman. 

20 A. Good morning, Mr. Lipsey. 

21 Q. When we broke yesterday, we were in the small exhibit 

22 volume, Goodman II, and we had gotten to Defendant's 

23 Exhibit 3351, if you could open to that, please. 

24 A. I have it • 

25 Q. We had read into the record the first couple of lines 



• 

• 

• 

GOODMAN-CROSS 
1230 

1 on the second page, under the heading Call to Genentech, 

2 that had read Problem that in Boyer plasmid, lay low, not 

3 approved, can t apply for patent yet. My question to you 

4 this morning is pBR322 was a plasmid developed in Herb 

5 Boyer's lab; is that correct? 

6 A. Yes, that's correct. 

7 Q. Would you turn to Exhibit 3353, please. Are these 

8 handwritten notes in your hand of a conversation with 

9 William Rutter dated March 16, 1977? 

10 A. The handw~itten notes in my handwriting, upper left, 

11 would indicat~ it was a conversation with William Rutter, 

12 Bill Rutter. 

13 Q. I'm sorry, Dr. Goodman. I'm afraid your answer got 

14 interrupted. Those are notes which according to your notes 

15 reflect a conversation with William Rutter on March 16, 

16 '77; is that right? 

17 A. It's a page written in my hand and there is a notation 
i 

18 at the upper left that said, Conversation with Bill Rutter 
J 

19 on Wednesday,\3-16-77. 
I 

20 Q. And according to your notes, among the topics discussed 

21 was the question of Lorance Greenlee; is that correct? 

22 A. It would indicate here that the name Lorrie Greenlee is 

23 written here. 

24 

25 

Q. And Lorance Greenlee is the lawyer that you retained to 

prepare your patent application on the rat insulin work; is 
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1 that correct? 

2 A. Yes, or the University of California retained, that is 

3 correct. 

4 

5 

6 

7 

MR. LIPSEY: Offer Exhibit 3353. 

DR. ~VALLEYE: No objection, Your Honor. 

THE yOURT: It will be received. 

(Defendant's Exhibit(s) 3353 received in evidence.) 

8 Q. Would you please look at Exhibit 3393C. Are those 

9 notes in your handwriting? 

10 A. Yes, they appear to be. 

11 Q. Now, at the bottom of the page under the heading Falkow 

12 said, the first item is, "Go ahead but keep a low profile." 

13 Have I correctly read your handwriting? 

14 DR. tAVALLEYE: Objection, hearsay. 
I 

15 THE bouRT: Overruled. 

16 A. Well, there is other information written on the page. 

17 Q. I know that. 

18 A. But at the bottom, it says, "Falkow said, Go ahead, but 

19 keep a low profile." 

20 Q. Now, the date on the top is March 22, 1976; is that 

21 right? 

I 
22 A. Page 2276~ Yes. 

I, 

I 

I 
23 Q. But in po~nt of fact, your discussions about pBR313 and 

24 pMB9 and the question of the guidelines and whatnot, those 

25 discussions occurred in 1977 instead of 1976; isn't that 
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1 right? 

2 A. Yes. 

3 Q. Would youi: turn to Exhibit -- oh, excuse me. 

4 MR. LIPSEY: Offer Exhibit 3393C. 

5 DR. LAVALLEYE: Objection on hearsay, Your Honor. 

6 THE COURT: It will be received. 

7 (Defendant's Exhibit(s) 3393C received in evidence.) 

8 Q. Would you turn to Exhibit 3575, please. Is that your 

9 signature on the second page of the exhibit? 
.' 

10 A. It appears to be. 
1 
) 

i 

11 Q. And you have dated it April 1, 1977; is that right? 

12 A. That appears to be correct. 

13 Q. And this exhibit represents an agreement between you 

14 and Genentech under which you are to receive annual fees 

15 for consulting, funding for your laboratory in the amount 

16 of $45,000, and an opportunity to purchase 3,000 shares of 

17 Genentech stock primarily with money lent to you by 
l 

18 Genentech; isthat correct? 

19 A. 
~ . 

I see thej fund1ng. I see that. This was the letter 

20 agreement that was -- the agreement was never consummated. 

21 Q. But the agreement as it was signed on April 1st 

22 provided for those three things I named; is that correct? 

23 A. It so states here in the letter. 

24 Q. And the agreement was contingent upon delivery to 

25 Genentech of plasmids containing the DNA encoding rat 
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• 1 insulin; is that correct? 

2 A. I think what it says is it is also contingent upon the 

3 refraining frpm distributing plasmids -- oh, I see what --

4 this agreement will be effective upon the delivery as soon 

5 as they are available to Genentech of plasmids containing 

6 the entire gene coding for rat insulin, that's correct. 

7 And it goes on. 

8 MR. LIPSEY: Offer Exhibit 3575. 

9 DR. LAVALLEYE: No objection, Your Honor. 
( 

10 THE COURT: It will be received. 
i 

11 (Defendant's Exhibit(s) 3575 received in evidence.) 

• 12 Q. Now, you were aware that similar agreements were signed 

13 ' by your co-inventors, Axel Ullrich and John Shine, in this 

14 April timeframe; is that correct? 

15 A. I don't specifically recall that, but I probably was. 

16 Q. Would you take a look at Defendant's Exhibit 3574. Do 

17 you recognize that as the agreement with Genentech signed 

l 
18 by Axel Ullrich? 

19 A. I didn't ~ecognize it. It looks similar to the one 
l 

20 that I signed: 

1 
21 Q. Do you have any reason to doubt that that is the 

22 agreement signed by Axel Ullrich? 

23 A. I have no reason to doubt it • 

• 24 Q. I beg your pardon? 

25 A. I have no reason to doubt that. 
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1 MR. LIPSEY: I offer Exhibit 3574. 

2 DR. LAVALLEYE: I believe it's already in, Mr. 

3 Lipsey, othe~ise, no objection. 

4 

5 

MR. LIPSEY: If it's in already, I apologize. 
j 
': 

THE COURT: I think it's in on the testimony from 

6 Dr. Ullrich. 

7 MR. LIPSEY: Now that you mention it, I think 

8 you're right. 

9 Q. Would you take a look at Exhibit 3576, please. Do you 
I 

10 recognize this as the agreement with Genentech signed by 

11 
. . .\ . 

John Sh1ne 1n th1s same time period? 

12 
,1 

DR. LAVALLEYE: Objection. This witness has no 

13 knowledge as to this. 

' 14 THE COURT: I'll sustain the objection. 

15 Q. Do you recognize the signature of John Shine on the 

16 second page of this exhibit? 

17 DR. LAVALLEYE: Objection, Your Honor. 

18 THE COURT: Well, he can answer the question, I 

19 guess. 

20 A. The second page I see is typed Dr. John Shine. I 
' 

21 haven't seen John's signature in a long time. I don't know 
i 

22 whether it is;or not. 
' 

23 MR. LIPSEY: Your Honor, we'll offer that exhibit 

24 as part of our case in chief through the deposition of John 

25 Shine. 
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1 THE COURT: Okay. 

2 Q. Would you turn to Exhibit 3213, please. Is that your 

3 signature on that, at the bottom of the letter? 

4 A. It is. 

5 Q. And it's ~ated April 23, 1977 in your hand; is that 
~ 

6 right? 

7 A. That's correct. 

8 Q. And that is the day that, according to the P3 logbook, 

9 the pMB9 experiments began; is that right? 

10 A. I don't remember what date that was. 

11 Q. And according to this agreement, Defendant's Exhibit 

12 

13 

' 
3213, Genentech's power to buy back some of the stock that 

you have been given -- or will terminate upon the 
I 
I 

14 successful expression of human or porcine insulin in 

15 bacteria; is that right? 

16 A. Well, non~ of that ever happened, so if you paraphrased 

17 it correctly, that would seem to be a correct paraphrase of 

18 what's said there. 

19 MR. LIPSEY: Offer Exhibit 3213. 

20 DR. LAVALLEYE: No objection, Your Honor. 

21 THE COURT: It will be received. 

22 (Defendant's Exhibit(s) 3213 received in evidence.) 
I 

23 Q. Now, you•~e mentioned several times that you didn't 

24 actually perform under these agreements. Why was that? 

25 A. We decided that a better partner for the work we wanted 
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1 to do was Eli Lilly. 

2 Q. Isn't it correct that you didn't perform under these 

3 agreements because Dr. William Rutter told you that you 

4 didn't have permission to do so? 

5 A. I've seen\that written somewhere in my deposition. 

6 That's not my! recollection. It was because of wanting to 

7 go with Eli Lilly, but it was also because I told Genentech 

8 that Dr. Rutter, who was my collaborator on this work, had 

9 to be involved in any agreement. 

10 Q. Do you have your deposition from September 30, 1991? 

11 DR. LAVALLEYE: It's not September 3? 

12 MR. LIPSEY: September 30. 

13 Q. Starting on page 80 and continuing over to page 81, did 

14 you give the following answer to the following question: 

15 "Question~ It was your understanding you were 

16 authorized to. negotiate your own consulting arrangement 

17 with Genentech: is that right? 

18 

19 

20 

"Answer: I thought so, but I was wrong. 

"Question: Who told you you were wrong? 

"Answer: !Bill Rutter, who is chairman of the 

21 department. ~e was part of this negotiation. And it 

22 turned out asia u.c. employee for that specific arrangement 
.. , 

23 you needed pekmission of the Dean andjor the Chancellor to 

24 do such things." 

25 Did you give those answers to those questions? 



• 

• 

• 

1 

GOODMAN-CROSS 

• 
A. Yes, you read that correctly. 

t 

1237 

2 Q. Is it your recollection that Dr. Rutter was involved in 

3 these negotiations with Genentech more or less from their 

4 beginning? 

5 A. No. It was my impression that he was not involved at 

6 the beginning of this. 

7 Q. Isn't it correct, with the exception of your very first 

8 meeting with Genentech, Dr. Rutter was involved? 

9 A. I have no recollection of when he became involved. 
~ 

10 Q. Do you haye your deposition transcript from May 18, 

11 1993? 

12 
I 

MR. NEUSTADT: It's Volume 2? 

13 MR. LIPSEY: May 18. 

14 Q. At page 337 did you give the following answers to the 

15 following questions 

16 A. Excuse me. I have the page. 

17 Q. "Question: Is it your recollection that Dr. Rutter was 

18 involved in these negotiations with Genentech more or less 
~ 

I 
19 from their beginning? 

20 "Answer: :MY recollection, except for this one Mulberry 

21 Union Meeting that I remember that I thought he was not 

' 22 present, that he was involved afterwards. 

23 "Question: And I think you testified earlier that you 

24 thought that the Mulberry Union Meeting was in March of 

25 1977; is that correct? 
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• 1 "Answer: I don't remember testifying exactly to the 
I 

2 date, but it'~ the earliest meeting I have a recollection 

3 of." 

4 Did you give those answers to those questions? 

5 A. You read correctly from the transcript. 

6 Q. Would you turn to Exhibit 3384, please. Are those 

7 notes in your handwriting describing a meeting with 

8 Genentech in April of 1977? 

9 A. Yes, they are my handwriting. 

10 Q. And according to the notes, they reflect a meeting with 

11 Genentech on April 21, 1977; is that right? 
I 
' 

• 12 A. Right at the top of the page, it's April 21st, 1977. 

13 Q. Would you turn to the third page of the exhibit, 

14 please. About halfway down the page there's a horizontal 

15 line and right under the line there's reference to Bill. 

16 Do you see that? 

17 A. I see it. 

18 Q. That's a reference to William Rutter; isn't that right? 

19 A. I would guess so. 

20 Q. Can you recall sitting here today another Bill that you 

21 were working closely with in the spring of 1977 other than 

22 Bill Rutter? 

23 A. The only other Bill I remember offhand is Bill swain, 

• 24 but I don't remember when that -- when we were working with 

25 him. 
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• 1 Q. To your knowledge, did Bill Swain ever attend any of 

2 these meetings with Genentech? 

3 A. Not to my knowledge, no. 

4 MR. LIPSEY: Offer Exhibit 3384. 

5 
. 

DR. LAVALLEYE: No objection, Your Honor. 

6 THE COURT: It will be received. 

i 
7 (Defendant's Exhibit(s) 3384 received in evidence.) 

8 Q. Would you turn to Exhibit 3393B, please. This is a 

9 slightly better copy of a document you were shown in your 

10 direct examination. Do you recognize these as notes in 

11 your handwriting, Dr. Goodman? 

• 12 A. Yes, I do. 

13 Q. 
i And you were asked by your counsel about the reference 

14 to Stetten in the lower right-hand corner. And is it 

15 correct that the latest date reflected on this copy is 

16 March 18? 

17 A. The latest date is 5/5. 

18 Q. I'm sorry. In the box relating to Stetten, there are 

19 two dates written --

20 A. Yes. I couldn't read on the other copy. It was 18 or 

21 19. And this looks like it's 18. 

22 Q. Now, according to your notes here, you came to San 

23 Francisco on April 19th and went back to Seattle on April 

the 27th; is that correct? 
< • 24 

25 A. That would seem to be correct from these notes. 
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• 1 Q. And on April 21st your notes reflect a Genentech 

2 discussion with William Rutter at Rive Gauche; is that 

3 correct? 

4 A. 4/21, Genentech, I can't read it, but it might be a 

5 discussion with Bill at Rive Gauche, yes. 

6 Q. And that'~ a reference to Bill Rutter; right? 

7 A. I believe'that would be correct, yes. 

8 MR. LIPSEY: Offer Exhibit 3393B. 

9 DR. LAVALLEYE: No objection. 

10 THE COURT: It will be received. 

11 (Defendant's Exhibit(s) 3393B received in evidence.) 

12 • 13 

THE COURT: I've just received a note to the 

effect that the reporters cannot hear you, Doctor. They 

14 l call for "help" exclamation point. 

15 THE WITNESS: Somebody changed the battery on 

16 this. I don't know if they put in a battery that works or 
I 

17 not. 

18 MR. LIPSEY: Perhaps if you move further up. 

19 THE WITNESS: Maybe that will help. Is that 

20 better? 

21 MR. LIPSEY: I can hear you fine. Maybe we need 

22 to check with\the reporters. 

23 THE toURT: This is probably from the upstairs 

• 24 

25 

group • 

MS. McKNIGHT: Already it's better, Judge, if he 
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1 moves forward'and speaks louder. 

2 BY MR. LIPSEY:. 

3 Q. Dr. Goodman, would you turn to the Exhibit PX1 in the 

4 front of the hook. 

5 A. I don't see any page 1. Is this Book 3 or a different 

6 book? 

7 Q. This should be Book 3. 

8 THE COURT: Well, it says DX3000. That's the same 

9 thing, Doctor. 

10 

11 

12 Q. 

13 A. 

THE ~ITNESS: Okay. Thank you. 
;! 

MR. LIPSEY: Sorry. 

That's a copy of your '740 patent, right? 
i 
i That's correct. 

14 Q. And would you look briefly at the formula that's in 

15 Claim 5 of that patent, starting at column 17. 

16 A. I have that page. 

17 Q. Now, you understood at the time that this application 

18 was being prosecuted that that formula encompassed all of 

19 the possible bNA sequences that would encode human 
•I 

20 proinsulin, taking account the degeneracy of the genetic 

21 code; is that right? 

22 A. Yes. 

23 Q. Now, you testified on direct examination that you could 

24 use a tailored proinsulin DNA to make a fusion protein. 

25 Isn't it true that you can also use a tailored proinsulin 
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• 1 DNA for direct expression? 

2 A. Yes, if you have the proper -- if you put it in the 

3 proper transfer vector with the proper promoter and 

4 operator and other kinds of things that would make it, 

5 allow it to be expressed. 

6 Q. And the possibility of using it for direct expression 
l 

7 is specifically contemplated in the first paragraph of 

8 example 3 of your patent; isn't that right? 

9 A. I see it talking about fusion proteins indicative of 

10 expression detected by comparing, et cetera. 

11 Q. And at column 16, line 3, it says, "However, the 

12 • 13 

insertion may be made immediately adjacent to a promoter 

site. In such cases the protein coded by the insert is 

14 '· synthesized dJ.rectly." That's a reference to direct 

15 expression, isn't it? 

16 A. You read that correctly out of the patent. 

17 Q. And when you use the tailored DNA for direct 

18 expression, you precede the coding sequence with ATG; isn't 

19 that right? 

20 A. Or any other in certain cases other initiators in 

21 general use, you proceed it with an ATG. 
I 

22 Q. Would you' turn to Exhibit 3029A, please. And ,, 

23 specifically to the page toward the very back with the 

• 24 

25 

number 45, with the Bates number ending 45. 

A. I have that page. 
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• 1 Q. Is that y~ur signature appearing on the oath and 

2 declaration f9r this patent application? 

3 A. Yes, it is. 
I 

4 Q. And you understood when you signed it that you were 

5 swearing that you understood the content of the attached 

6 patent application? 

7 A. Yes, I did. 

8 Q. And you did, in fact, review the text of the patent 

9 application prior to signing and filing it; is that right? 

' 
10 A. That is c9rrect. 

11 Q. And in fact, you made, with your co-inventors, a number 

• 12 

13 

of changes in\the text in order to make sure that the text 

was accurate,'to the best of your knowledge; is that right? 

14 A. That is right. 

15 Q. And among the changes you made are those on the page 

16 with the Bates number ending in 6; is that correct? 

17 THE COURT: There must be several Bates numbers 

18 ending in 6. Which one are you talking about? 

19 MR. LIPSEY: I'm sorry, ending in 06. 

• 
20 A. I see three corrections on that page, two of which have 

21 my initials next to them. 

22 Q. Okay. And your initials next to them indicate that you 

23 had concurred in that change; is that correct? 

• 24 A. That is correct. 
. 

25 Q. And there is no change made on this page to the 
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• 1 sentence above the table stating that the amino acid 

2 sequence of human proinsulin determined by conventional 

3 techniques is,
1
given in the table; isn't that right? 

I 
4 A. Is given in the table 1, there is no correction there, 

5 no. 

6 Q. And the sequence given in table 1 includes the amino 

7 acids Arg-Arg and Lys-Arg at the ends of the C-peptide; 

8 isn't that right? 

9 A. At position 3132 there's an Arg-Arg. There's a Lys-Arg 

10 at the other end, yes. 

11 Q. Would you.turn to Exhibit 3129. That's the Dayhoff 

• 12 Atlas of protein sequence and structure, the 1972 edition. 

13 Were you familiar with the contents of that publication at 

14 the time you were doing your human insulin eDNA work? 

15 A. In the general sense that it was a book that tried to 

16 compile from the literature protein sequences, yes. 

17 Q. In fact, you had copies of the sheet, information from 

18 the Dayhoff Atlases, in your file; isn't that right? 

19 A. I don't specifically recall that, but that may well be 

20 the case. 

21 Q. Would you;take a look at Exhibit 3389, please. You 

22 recognize by reference to the HG prefix on the Bates 

23 numbers that these were materials retrieved from your 

files; is that right? • 24 

25 A. That would be consistent in coming from our files, yes. 
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• 1 Q. And included in here are the amino acid sequence sheets 

2 for human proinsulin from the Dayhoff Atlas; is that 

3 correct? 

4 A. I see quite a few sheets, but without looking at them 

5 in detail, I can't tell if one of them is insulin or not. 
i 

6 Q. Well, take a look at the page with the Bates No. 1026 

7 just as an example. That's a page from the Dayhoff Atlas, 

8 right? 

9 A. Yes, it is. 

10 Q. And the sequence given there is for proinsulin; right? 

11 A. It's very hard to read the line, but I think it says 

• 12 

13 

pro insulin. 

Q. I'm sorry. I didn't hear you. 

14 A. It's hard to read the figure legend at the bottom, but 

15 I believe it does say proinsulin, and in glancing at the 

16 sequence, it would be proinsulin. 

17 Q. Okay. And among the sequences given there is the human 

18 proinsulin. I think you just said that; is that right? 

19 A. I didn't say that, but it is there. 

20 MR. LIPSEY: Offer Exhibit 3389. 

21 DR. LAVALLEYE: No objection. 

22 THE COURT: It will be received. 

23 (Defendant's Exhibit(s) 3389 received in evidence.) 

• 24 

25 

MR. LIPSEY: And offer Exhibit 3129. 

THE COURT: 3129A? 
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• 1 DR. LAVALLEYE: No objection. 

2 MR. LIPSEY: No. I believe it's 3129, and that's 

3 the Dayhoff Atlas. We had mentioned 3029A, and I neglected 

4 to inform the Court that's already in evidence. 

5 THE COURT: All right. So now you're offering 

6 3129, right? 

7 MR. LIPSEY: Right. 
I 

8 THE COURT: It will be received. 

9 (Defendant's Exhibit(s) 3129 received in evidence.) 

10 MR. LIPSEY: Did the Court also receive 

11 Exhibit 3389? 

12 THE COURT: Yes. • 13 Q. Would you turn to Exhibit 3345, which has already been 

14 admitted into:evidence. 

15 A. 3345? 

i 
16 Q. I'm sorry~ I'm losing it this morning. 3455 is what I 

17 meant to say, if I didn't. That's the manuscript for your 

18 article on human insulin eDNA; right? 

19 A. 
1 • 

It's certa1nly a draft of something to do with that. I 

20 don't know if'that was the final manuscript or not. 

21 Q. Okay. And you participated in the drafting of that 

22 manuscript, did you not? 

23 A. Yes, I did. 

• 24 

25 

Q. And I gather you believed at the time you prepared it 

that the statements contained in it were true and accurate, 
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• 1 to the best of your knowledge; is that right? 

2 A. That is correct. 

3 Q. Would youjturn to Exhibit 3181, please-- which is 
) 

4 already in evldence, Your Honor, I believe admitted as 

5 PX97 that is the final version, the published version of 

6 your human insulin eDNA paper; is that right? 

7 A. That is correct. 

8 Q. And the reference you cite as footnote 3 is the Oyer 

9 and Steiner article; is that right? 

10 A. It is an Oyer, et al. article in the Journal of 

11 Biological Chemistry, yes. 

12 • 13 

Q. And you w~re familiar with the contents of that article 

at the time that you published your eDNA paper which we 

14 have here; is~that right? 

15 A. I don't remember that specifically. I was generally 

16 familiar with the work of Dr. Steiner. 

17 Q. Okay. Would you turn to Exhibit 3465A, please, which 

18 is already admitted in evidence. Is that your signature on 

19 the last page of the assignment agreement relating to the 

20 1 740 patent? 

21 A. Yes, it is. 

22 Q. Would you 1 turn to Exhibit 3571, which has already been 

23 admitted in evidence. Is that your signature on the second 
I 

• 24 to last page of the assignment contract relating to the 

25 1 525 patent? 
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• 1 A. Yes, it is. 

2 Q. You expect to share in the proceeds, if any, realized 

3 by the University in connection with this lawsuit in 

4 accordance wi~h the University's patent policy; is that 

5 correct? 

6 A. I don't expect anything, but it's my understanding that 

7 that is the University policy. 

8 Q. And it is your understanding that if the University 

9 recovers money in this lawsuit, that you will be entitled 

10 to a share of that money under the University patent 
I 

11 policy; is that right? 

• 12 A. That is right. 

13 Q. Would you turn to Exhibit 3480, please. There came a 

14 time when theiUniversity settled a dispute with Genentech 

15 associated, among other things, with the transfer of 

16 materials by br. Ullrich from your lab to Genentech. Do 

17 you recognize Exhibit 3480 as the agreement settling that 

18 dispute? 

19 A. I don't. I knew there was such an agreement. I don't 

20 remember having seen the actual agreement itself. 

21 Q. Did you understand that you were to receive a share of 

22 any proceeds ~he University realized under that agreement? 

23 A. That was my understanding, yes. 

• 24 Q. Do you have a recollection of how much you received by 

25 virtue of that agreement? 
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• 1 A. No, I do not. There was some formula of splitting 

2 funds and things, but I don't remember the exact amount, 

3 no. 

4 Q. Is it you~ recollection that Genentech did pay the 
' 

5 University the full amount that was due under that 
' 

6 agreement, wh~tever that amount was? 

7 A. I don't know what the amount was, and I have no 

8 knowledge whether it was the full amount or not. 

9 Q. Do you recall a dispute arising at the University over 

10 whether or not Genentech had fully paid under this 

11 agreement? 

' 

• 12 

13 

A. No, I do pot. 

Q. Now, in ybur direct testimony you mentioned some DNA, 

14 human insulin:: eDNA which you had isolated and which you 

15 gave to Lilly. The DNA which you gave to Lilly, in fact, 

16 encoded preproinsulin; isn't that right? 

17 A. It was a eDNA clone obtained from the gene for human 

18 insulin and coded human preproinsulin, plus also part of 
I 

19 the 3' and 5' untranslate regions, yes. 

20 Q. Now, you did not tailor that piece of eDNA to encode 

21 just proinsulin at any time prior to the filing for your 

22 '740 patent application, did you? 

23 A. We determined a number of methods why that would be 

• 24 possible to do, and we had an idea of tailoring it. 

25 Q. But you did not actually do it before you filed the 
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• 1 patent application? 

2 A. Not to my recollection, no. 

3 MR. LIPSEY: Your Honor, I apologize. There are a 

4 couple of exhibits which I realized last night I would like 
~, 

5 to get into evidence through this witness which are not in 

6 the books. with the Court's permission, I will simply hand 

7 them out. 

8 THE COURT: Go ahead. 

9 MR. LIPSEY: I would like to start with 

10 Defendant's Exhibit 3342, which is a notebook of Edmund 

11 Tischer. 

• 12 

13 

l 
THE COURT: I don't think the people upstairs can 

hear you with1your back to me. 
' 

14 Q. Dr. Goodman, can you identify Defendant's Exhibit 3342 
,, 

15 as a copy of laboratory records of Edmund Tischer kept in 

16 your files as reflected by the HG Bates numbers on the 

17 pages? 

18 A. once again, as I've said many times, if it has the HG 

19 number, it is my understanding that these were obtained by 

20 my files. I don't immediately recognize Ed Tisher's 
j 

21 handwriting, but it may well be his handwriting. 

22 MR. LIPSEY: Offer Exhibit 3342. 

23 DR. TwAVALLEYE: No objection, Your Honor. 

• 24 

25 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3342 received in evidence.) 
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Q. I've plac~d before you Defendant's Exhibit 3338. Do 

3 you recognize those as records of laboratory work of Edmund 

4 Tischer kept in your file by virtue of the HG Bates number? 

5 A. Again, with the HG number I would assume they came from 

6 my file. I'm not a handwriting expert, but they look to be 

7 the same handwriting as the one I was previously shown. 

8 MR. LIPSEY: Offer Exhibit 3338. 

9 DR. LAVALLEYE: No objection. 

10 THE COURT: It will be received. 
·.J{ 

11 
~ 

(Defendant's Exhibit(s) 3338 received in evidence.) 

12 MR. LIPSEY: As a housekeeping matter, Your Honor, 

13 we were able to take the -- or to get the original document 

14 from which Defendant's Exhibit 3370 had been made, and we 

15 endeavored to make the best possible copy of it last night. 

16 And I have those here, and we have affixed the same number 

17 to them. And1I would like, with u.c.•s permission and the 
I 

18 Court's permission, to substitute these better copies of 

19 the exhibit. 

20 THE COURT: What's the number again? 

21 MR. LIPSEY: 3370. It bore production numbers 

22 HG01807 through 1829. May I? 

23 DR. LAVALLEYE: No objection. 

24 THE COURT: All right. You may substitute. 

25 BY MR. LIPSEY: 
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1 Q. Now, Dr. Goodman, while we have the original document 

2 from which Exhibit 3370 was made, I will place it before 
I 
I 

3 you and I'll ask you to confirm that the packet of 
1 

4 documents is held together with a paper clip. And there 

5 
I is, in fact, a rust mark apparently from a paper clip, both 

6 on the front of the first page and on the back of the last 

7 page. Can you so confirm? 

8 A. Yes. These particular papers are held together by a 

9 paper clip. There are rust marks on both sides. 

~ 

10 Q. Now, your counsel showed you a document yesterday which 
l 
! 

11 was Defendantfs Exhibit 3433. Do you have the materials 
~ 

12 before you that your counsel showed you yesterday? Do you 

13 have any understanding as to how this document relates to 

14 this dispute? 

15 A. I'm not an attorney and I don't understand all the 

16 ramifications, legal ramifications of the dispute. I know 

17 it's a document that I believe was written for the u.c. 

18 Biosafety Co~~ittee as an MUA, as I explained. 

19 Q. The document itself bears no date; is that correct? 

20 A. I do not see any date on the document. 

21 Q. Now, at the very bottom of the first page and extending 

22 over to the top of the second page, can you read that into 

23 the record? It looks like subparagraph c. 

24 A. Starting at c? 

25 Q. Yes. 
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• 1 A. I'll do my best from this copy. C in parenthesis, 

2 there's a word crossed out that I can't read, and 

3 "Modification of the cloned DNA by combination with 

4 appropriate, 11 and it runs off the page, but it looks like 

5 chemically and SYN, which is presumably synthesized DNA, 

6 then there's an abbreviation that might be enzyme. It's 

7 ENG or ENS. It might be enzyme. Then some crossing out 

8 with modification above that. "That insertion into, 11 I 

9 can't read the next word. It may be specifically. And 

10 then I can't read the last word at all. The top of the 

11 next page, Plasmids, parenthesis, such as P, with a 

• 12 

13 

question mark above it, BH20, I believe, closed 

parenthesis, can be used to study expression, parenthesis, 

14 P3 with a line over it, something I can't read, then EK 

15 Q. That's enough, Dr. Goodman. We've got the sense of it. 

16 I would like to hand you a copy of Defendant's Exhibit 

17 3046. You recognize that as a published European Patent 

18 Application upon which you are named as an inventor; is 

19 that right? 

20 A. I see my name as an inventor and it says European 

21 Patent Application, yes. 

22 Q. Can you find figure 4 which is towards the back of the 

! 

23 document after the text which ends at page 34 and after the 

• 24 claims which are numbered pages 1 through 5 . 

25 A. I have a figure 4. It has the number 12494 on the 
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• 1 
i 

upper right-hand corner? 

2 Q. Right. They all have that. That's the application 

3 number. 

4 A. I see. 

5 Q. Now, in that figure DNA is subjected to enzymatic 

6 modification by action of the enzyme S1, right? 

7 A. on the right-hand side of the figure it has a schematic 

8 diagram that says S1 nuclease, indicating that what might 

9 be above it would be digested with that enzyme. 

10 Q. And that DNA is further modified by combination with 

11 chemically synthesized DNA, namely the linkers; isn't that 

12 • 13 

right? 

A. Well, that DNA itself is not modified. Linkers are 

14 added to it at each end. 
f 

15 Q. And that DNA modified by enzymatic means and by 

16 combination with chemically synthesized DNA is then 

17 inserted into a plasmid in order to study expression; is 

18 that correct? 

19 A. This is out of context, but I believe that was the gist 

20 of what this is trying to show. 

21 Q. And the piece of DNA that's described there is not one 

22 that is tailored to start precisely at the beginning of the 
I 

23 proinsulin coding sequence; is that right? 

• 24 

25 

A. Based upoh what's shown here, I think that is correct. 

MR. LIPSEY: Your Honor, if I may have just a 
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• 1 second to review my notes and make sure that I've gotten 

2 everything of~ered here, I think we're done. 

! 
3 I would offer Exhibit 3046. 

~ 
4 DR. LAVALLEYE: No objection. 

5 THE COURT: It will be received. 

6 (Defendant's Exhibit(s) 3046 received in evidence.) 

7 MR. LIPSEY: We have no further questions for 

8 Dr. Goodman. Thank you very much, Dr. Goodman. 

9 REDIRECT EXAMINATION 

10 BY DR. LAVALLEYE: 

11 Q. Good morning, Dr. Goodman. 
( 

' 12 • 13 

A. Good morn~ng. 

Q. Did Peter Seeburg have any involvement with the insulin 

14 experiments in your laboratory? 

15 A. No. 

16 Q. What happens to insulin DNA inserts when they're 

17 sequenced? 

18 A. The method of sequencing involves chemical modification 

19 and degradati?n of the DNA, so during the process of the 

20 sequencing th~ DNA is actually destroyed. 

21 Q. Is it you~ practice to write prophetic manuscripts for 

22 publication? 

23 A. It has been my practice and it still is my practice to 

• 24 

25 

write early drafts of manuscripts once we know something 

about the direction and conclusions of an experiment, then 
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• 1 to continually modify those manuscripts as the experiments 

2 proceed and we modify figures and add references, 

3 et cetera. 

4 Q. Did you u~e that technique in the preparation of the 

5 manuscript which eventually led to the publication of your 
1 

6 Science article which we had seen earlier? 

7 A. Yes. As we saw, there were multiple drafts of the 

8 manuscript that was eventually submitted. 

9 Q. Who was Dr. Falkow? 

10 A. Dr. Stan Falkow was at the time on the professional 
! 

11 staff of the University of Washington while I was on 

12 sabbatical. He was a professor. I'm not so sure what his 

• 13 exact title was. I believe he might have been also a 

14 member of the'Recombinant DNA Advisory Committee, and he 

15 was very much involved in the testing and approval and 

16 certification of the various host vector systems at that 

17 time. 

18 Q. Did that include, to your knowledge, approval of the 

i 
19 plasmid pBR322? 

20 A. I don't understand the question. 
i 

21 Q. I believe)you said he was involved in the committee 
g 
~ 

22 which reviewe~ various host vector systems. I'm wondering 

23 if you knew whether that included pBR322? 

the case, but I have no specific recollection. • 24 A. I can't remember at this time. I believe that to be 

25 
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• 1 DR. LAVALLEYE: If I might have a few seconds, 

2 Your Honor. 
j 

3 No further questions at this time. 
~ 

4 THE COURT: Doctor, I have a couple of questions 

5 just for my own information. 

6 These plasmids or vectors, like pBR322 and pMB9 

7 and pCR1 and so forth, where do they come from? 

8 THE WITNESS: Some of the origins come from 

9 naturally occurring plasmids that occur in bacteria, and 

10 many of the d~ug resistant strains, for example, we see in 

11 hospitals hav~ these plasmids that call for drug 

12 resistance . • 13 
,I 

Thes~ particular ones that were being worked on in 

14 the University of San Francisco mainly by researchers and 

15 Dr. Herb Boye~'s lab and putting pieces together of DNA 

16 using these methods we've talked about. 

17 THE COURT: Well, in other words, for example, 

18 pBR322, that was created in the Boyer lab, is that it? 

19 
I, 

THE WITNESS: That is correct. 
' 

20 THE COURT: You can't buy it off the shelf 
' 

21 somewhere? 

22 THE WITNESS: Now you can, but at the time you 

23 could. It was given away freely. 

• 24 THE COURT: That would be true of the others also? 

25 THE WITNESS: That would be true of the others 
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1 also. 

2 THE COURT: Do the patents describe how these 

i 
3 things are made? 

4 ' THE WITNESS: The specific vectors used, to the 
i 
l 

5 best of my knbwledge, the patents do not describe that. 

6 THE COURT: Do or do not? 

7 THE WITNESS: Do not, Your Honor. 

8 THE COURT: Thank you. 

9 THE WITNESS: You're welcome. 

10 MR. LIPSEY: Your Honor, we have no further 

11 questions for Dr. Goodman. 

12 THE COURT: All right. 

13 DR. LA VALLEYE: No further questions. 

14 
¥ 

THE COURT: All right. 

15 MR. NEUSTADT: Plaintiff is ready to close its 
•' 

16 case with the exception of that one matter left 

17 outstanding, which is the documents. And it's possible 

18 that that may involve the calling of a witness, but it's 

19 also possible!that Mr. Dunner and I will be able to reach 

20 agreement, and it will not involve the need to call a 
,, 

21 witness to identify documents. 

22 
i 

THE COURT: All right. We'll be in recess for 

23 about 15 minutes. 
I 

24 MR. ~IPSEY: Excuse me, Your Honor. Will the 

25 Court entertain a motion for judgment as a matter of law at 


