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1 THE COURT: You may continue. 

2 MR. LIPSEY: Good morning, Your Honor. To clean 

3 up from yesterday, I would like to offer into evidence 

4 Defendant's Exhibits 3180. 

5 

6 

7 

8 

9 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3029B. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3126. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3455. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3130. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3131. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3390. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3468. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: 3118. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: And 3029A. 

MR. NEUSTADT: No objection. 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 THE COURT: All right. Each of the exhibits as 

25 just enumerated will be received in evidence. 
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(Defendant's Exhibit(s) 3180, 3029B, 3126, 3455, 3130, 

2 3131, 3390, 3468, 3118, 3029A received in evidence.) 

3 CROSS-EXAMINATION (continuing) 

4 Q. Good morning, Dr. Rutter. 

5 A. Good morning. 

6 Q. You should have there a volume marked Rutter 3A. 

7 A. I have it. 

8 Q. In that volume, if you could turn to the first item 

9 which should be Plaintiff's Exhibit 98 admitted into 

10 evidence yesterday; that being a copy of your June 1977 

11 science article. Do you have that? 

12 

13 

14 

A. I do. 

Q. Now, would you turn to the third page -- excuse me, 

fourth page of the exhibit, and just confirm for us that 

15 the article does, in fact, state that the plasmid used in 

16 that experiment was pMB9. 

17 A. Yes, it does. 

18 Q. And turning to the next page of the exhibit, is it 

19 correct that there is given there sequence data for four 

20 rat insulin eDNA clones identified pAUl, pAU2, pAU3 and 

21 pAU4? 

22 A. Yes, sir. 

23 Q. Would you turn to Defendant's Exhibit 3155, please. It 

24 should be the next one in the book. Do you recognize that 

25 as a copy of the article published by Nicholas Wade in 
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Science in September of 1977 reporting the fact that there 

2 had been an earlier pBR322 experiment at U.C.S.F.? 

3 A. That's correct, I did. 

4 Q. Did you read this article at or about the time it came 

5 out? 

6 A. Excuse me? 

7 Q. Did you read it at or about the time it came out? 

8 A. Yes, I did. 

9 MR. LIPSEY: I would like to offer into evidence 

10 DX3155. 

11 THE COURT: It will be received. 

MR. NEUSTADT: No objection. 12 

13 (Defendant's Exhibit(s) 3155 received in evidence.) 

14 Q. Now, you mentioned some people associated with the NIH 

15 yesterday. You mentioned a DeWitt or Hahns Stetten. can 

16 you tell us what his position was at the NIH at the time 

17 you were interacting with him in 1977? 

18 A. I think he was Deputy Director of the NIH, I think in 

19 charge of Scientific Affairs. 

20 Q. And what position did William Gartland hold at that 

21 time? 

22 A. William Gartland? 

23 Q. Yes. 

24 A. He was the head of the Recombinant Research Advisory 

25 Committee, I believe. 
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1 Q. And what was the relationship, if you know, between the 

2 position of Dr. Gartland and the position of Dr. Stetten? 

3 A. I can't answer whether he specifically reported to 

4 stetten. I believe that Dr. Frederickson, the then head of 

5 NIH, was responsible for the Recombinant Advisory Committee 

6 Action. 

7 Q. Would you turn to Defendant's Exhibit 3731, which was 

8 the NIH file on the pBR322 incident which was received in 

9 evidence yesterday. 

10 A. Yes. 

11 

12 

13 

Q. And turn specifically to document number 18 which is on 

the page with the Bates number 83. 

A. Yes. 

14 Q. Does that refresh your recollection that Dr. Gartland 

15 was, in fact, the Director of the Office of Recombinant DNA 

16 Activities at NIH? 

17 A. Yes. 

18 Q. And were you aware that Dr. Gartland had no knowledge 

19 of the pBR322 incident until Nicholas Wade called him in 

20 connection with the preparation of the Science article? 

21 A. I don't think I was aware of that. 

22 Q. The document number 18 which we have here states, "I 

23 told Wade that I would call Dr. Rutter at U.C.S.F. as this 

24 was my first knowledge of the alleged incident." Do you 

25 see that? 
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1 A. (Witness nodded affirmatively.) 

2 Q. I gather you don't have any information inconsistent 

3 with that; is that right? 

4 A. That's right. 

5 Q. Would you turn, please, to the document number 22 which 

6 has a barely legible Bates number. There's a handwritten 

7 number 80 at the bottom. 

8 A. 80? 

9 Q. 80. 

10 A. I have it. 

11 

12 

13 

14 

Q. Do you recognize this as the letter sent by the NIH to 

U.C.S.F. requesting in writing the official U.C.S.F. 

version of the pBR322 incident? 

A. Must be. 

15 Q. And in response to this letter you prepared a 

16 chronology of events relating to the pBR322 incident; is 

17 that correct? 

18 A. My colleagues and I did prepare such a chronology. 

19 Q. Would you turn to Defendant's Exhibit 3400, which 

20 should be the next exhibit in the book. Do you recognize 

21 Defendant's Exhibit 3400 as a chronology prepared on 

22 October 14, 1977 by you and Howard Goodwin related to the 

23 pBR322 incident? 

24 

25 

A. Yes. 

MR. LIPSEY: I'd like to offer in evidence DX3400. 
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1 

2 

3 (Defendant's Exhibit(s) 3400 received in evidence.) 

4 Q. Now, this chronology was subsequently submitted to the 

5 NIH; is that correct? 

6 A. I presume so. If you say so. 

7 Q. Well, would you turn to Exhibit 3407, please. 

8 A. Yes. 

9 Q. Do you recognize Exhibit 3407 as Dr. Cleaver's letter 

10 to the NIH transmitting your chronology? 

11 A. I do now. 

12 

13 

Q. Returning to Defendant's Exhibit 3731, which is the NIH 

file on this matter. 

14 A. Which is the NIH? 

15 Q. The NIH file. We are going back to the big thick 

16 document in front of that. 

17 A. Yes. 

18 Q. If you take a look at document number 23 which starts 

19 on the page with the Bates No. 90 at the bottom, you will 

20 see there in the NIH's file a copy of the October 25, 1977 

21 letter in Dr. Cleaver and the attached chronology. Do you 

22 see that? 

23 A. Yes • 

24 Q. Do you have any reason to believe that what we have 

25 here as Defendant's Exhibit 3407 is not a copy of that 
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1 letter? 

2 A. No, I don't. 

3 MR. LIPSEY: I'd like to offer in evidence 

4 Defendant's Exhibit 3407. 

5 

6 

7 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3407 received in evidence.) 

8 Q. Returning to Defendant's Exhibit 3407, if you will, 

9 it's a little easier to work with a smaller document. I'm 

10 

11 

12 

13 

14 

sorry, Dr. Rutter, before we get to that, let's go in 

Exhibit 3731. If you could turn, please, to document 

number 25 with the Bates No. 95 at the bottom. Do you 

recognize that as a December 1, 1977 request for further 

information directed from the NIH to U.C.S.F. relating to 

15 the pBR322 incident? 

16 A. Yes. 

17 Q. And to your knowledge, did the University of California 

18 prepare a response to this request for information? 

19 A. I believe it did. 

20 Q. Would you turn in your book to Defendant's Exhibit 

21 3420, which is some distance further into the book. 

22 A. Yes. I have it. 

23 Q. Do you recognize Defendant's Exhibit 3420 as the 

24 response prepared by the University of California and 

25 submitted to the NIH in response in part to the request for 
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1 information made on December 1, 1977? 

2 A. I do. 

3 MR. LIPSEY: I'd like to offer into evidence 

4 Defendant's Exhibit 3420. 

5 MR. NEUSTADT: Your Honor, parts of this document 

6 are hearsay, but many parts aren't. 

7 MR. LIPSEY: Your Honor, the entire document is an 

8 admission of a party opponent. It was prepared and 

9 submitted by the University of California to the NIH. 

10 THE COURT: Well, the witness has identified it so 

11 I will receive it in evidence. 

12 

13 

14 

15 

(Defendant's Exhibit(s) 3420 received in evidence.) 

Q. Now, Dr. Rutter, prior to the submission of this report 

which we have as Defendant's Exhibit 3420, both you and Dr. 

Frederickson of the NIH testified before a subcommittee of 

16 the United States Senate; is that correct? 

17 A. We did testify before the Senate committee, and I 

18 presume this is --

19 Q. Could you turn to 

20 A. -- prior to that. Yes, I am sure it was. 

21 Q. Could you turn to Defendant's Exhibit 3554A, please. 

22 A. Yes, I have it. 

23 

24 

MR. LIPSEY: Your Honor, what we have done here, 

we have the transcript of the Senate hearings which are 

25 quite voluminous, and we have taken the cover and the table 
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1 of contents, and then pages 146 through 243 and made a more 

2 manageable subexhibit out of it. 

3 

4 

5 

6 

THE COURT: I'm afraid I'm not with you. 

MR. LIPSEY: Oh, okay. 

THE COURT: What book is 

MR. LIPSEY: This is in the same book. It's 

7 backwards from where we were. 

8 

9 

10 

11 

12 

13 

THE COURT: You mean back toward the front? 

MR. LIPSEY: Yes. I am sorry. 

THE COURT: Okay. I have it. 

MR. LIPSEY: Do you have it? 

THE COURT: Yes. 

Q. Dr. Rutter, do you recognize Defendant's Exhibit 3554A 

14 as an excerpt from the proceedings of the Senate 

15 subcommittee before which you testified? 

16 A. Yes, I do. 

17 MR. LIPSEY: And I would like to offer into 

18 evidence at this time Defendant's Exhibit 3554A. 

19 

20 

21 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3554A received in evidence.) 

22 Q. Now, in the Senate transcript, if you turn to page 159, 

23 

24 

please, do you see there that u.c.•s October 25, 1977 

letter to the NIH and your associated chronology found its 

25 way into the printed record of the Senate proceedings? 
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1 A. I see that it did. 

2 Q. Would you turn to page 200, please. This is the 

3 beginning of your testimony before the Senate subcommittee; 

4 is that correct? 

5 A. It is. 

6 Q. Would you turn to page 202, please. 

7 A. Yes, sir. 

8 Q. Referring to the third complete paragraph, fourth line, 

9 you made the statement, "We immediately ordered cessation 

10 of all experiments." Is that right? 

11 Let me make the record a little clearer. The sentence 

12 

13 

14 

15 

of your testimony there is, "On learning that pBR322 was 

not officially certified, we immediately ordered cessation 

of all experiments." Is that right? 

A. Where is that? 

16 Q. Third complete paragraph on page 202, second sentence. 

17 A. Sorry, I don't have the -- third complete, is this --

18 Q. If I may? 

19 A. down under my own remarks here? 

20 Q. "On learning that pBR322 was not officially 

21 certified •.• 11 Do you see where I've read? 

22 A. "We immediately ordered cessation of experiments." 

23 Yes, sir . 

24 Q. Now, down at the bottom of that page, the paragraph 

25 that bridges pages 202 and 203, you stated, "However, the 
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argument for not informing NIH was that -- was related to 

2 the inflamed social and political climate that existed with 

3 respect to recombinant DNA technology at the time." Is 

4 that right? 

5 A. That's what it says. 

6 Q. And the last sentence of the next paragraph on page 203 

7 states, "Further, in an unprecedented fashion, repressive 

8 and punitive legislation was considered." Is that right? 

9 A. That's correct. 

10 Q. And two paragraphs below that you stated, "In the end 

11 we chose not to inform NIH formally, but to take the most 

12 

13 

conservative approach to the experiments themselves. We 

destroyed the clones." Is that right? 

14 A. That's correct. 

15 Q. would you turn to page 204, please, third paragraph. 

16 You made the statement there, "There had been no other 

17 reported infractions of the guidelines." Is that right? 

18 A. That's what it says. 

19 Q. Would you turn to page 205, please. In the third 

20 paragraph on that page, third sentence, you stated, "Since 

21 there is no easy detection system for recombinant DNA 

22 experiments, reliance on the goodwill of the investigator 

23 is essential." Is that right? 

24 A. That's correct. 

25 Q. Down in the last paragraph on the page, first sentence 
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you stated, "With respect to the questions raised here 

2 concerning work in the public sector, it seems that all 

3 industries contemplating working in this field are 

4 scurrying to adopt the guidelines in similar procedures." 

5 Is that right? 

6 A. That's what I said. 

7 Q. Would you turn to page 215, please. About two-thirds 

8 of the way down the page, Senator Stevenson asked you the 

9 question: "You said that when the fact that the plasmid 

10 had not been certified was learned on March 3, clones were 

11 

12 

13 

14 

15 

destroyed." And you answered: "The experiments ceased at 

that time for a period of a week or so after that. The 

clones were not destroyed while we were going through the 

process of trying to figure out what action should be 

taken." Is that right? 

16 A. That's correct. 

17 Q. Do you recall informing the Senate during your 

18 testimony that you believed the pBR322 insulin clones had 

19 been destroyed a week or ten days after you had learned 

20 that the pBR322 plasmid had become certified? 

21 A. I didn't say a week or ten days, I said a week or so. 

22 And that's a quite indefinite term. 

23 Q. Okay. At the top of page 216 Senator Stevenson asked 

24 you, "Was that why you waited a week or ten days to destroy 

25 the clones?" And you went on to explain the delay. Is 
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1 that right? 

2 A. It was Senator Stevenson's point that it was a week or 

3 ten days; it was my point that the reason for the delay so 

4 I was unspecific about it. 

5 Q. Would you turn to page 217, please. About a third of 

6 the way down the page you were asked a question by Senator 

7 Schmitt: "Is there a patent application yet or any 

8 discussion on patents with respect to the insulin-producing 

9 procedure?" And you answered: "Yes, the University of 

10 California has applied for a patent with respect to the rat 

11 insulin gene containing plasmid." Is that right? 

A. That's correct. 12 

13 Q. Then several questions further down Senator Schmitt 

14 asks again, "Does the patent include pBR322 as part of the 

15 technical foundation for the patent?" And you answered, 

16 "No, it does not." Is that right? 

17 A. That's what I said. 

18 Q. And then two questions later Senator Schmitt asks 

19 again, "Is the patent based on the research conducted with 

20 pBR322 in any way?" And you answered, "It is based on the 

21 work in pMB9." Is that right? 

22 A. That's what I said. 

23 Q. Would you turn to page 218, please. A third of the way 

24 

25 

down Senator Schmitt asks again, "If I read your answer 

correctly, the application for the patent bears no direct 
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or even indirect relationship to the research involving 

pBR322? 11 And you answered, "I think that is correct, to 

3 the best of my knowledge." Is that right? 

4 A. That's what I said. 

5 Q. Would you turn to page 219, please. A little more than 

6 halfway down the page Senator Schmitt asked both you and 

7 Dr. Boyer, "But the basis for this question is that on the 

8 surface there was no potential profit, either to the 

9 institution or to a private corporation, nonprofit or 

10 otherwise, as a result of the almost two-month period in 

11 which research using a prohibited or nonapproved plasmid 

12 

13 

was conducted; would both of you gentlemen agree with that? 

No incentives existed in that two months of research that 

14 could be attributed to a profit motive or commercial motive 

15 of any kind?" Dr. Boyer asks, "Which two months?" Senator 

16 Schmitt responds, "January and February prior to the time 

17 that the experiments were terminated." And you answered, 

18 "No, no commercial interest." Is that right? 

19 A. That's correct. I did. 

20 Q. Would you turn to page 222, please. 

21 A. And Boyer answered the same, in the same fashion, 

22 right? 

23 Q. Would you turn to page 222, please. About a little 

24 

25 

more than halfway down the page, there's a statement 

attributed to you. It says, "Doctor --" you stated, 
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"Senator Stevenson, can I clarify one point which may need 

2 clarifying?" Senator Stevenson responded, "They all need 

3 clarifying." And you responded, "That is none of the work 

4 done with the insulin plasmid had any relationship to 

5 Genentech whatsoever." Is that right? 

6 A. That's correct. 

7 Q. Would you turn to page 235, please. 

8 A. 2? 

9 Q. 235. You see there starting at the very bottom of 235 

10 and extending over the next several pages, the University's 

11 report to the NIH in response to the December 1, 1977 

12 

13 

request for information found its way into the record of 

the Senate proceedings? 

14 A. Yes. 

15 Q. Could you turn back to Exhibit 3407, please. That 

16 should be the one immediately preceding the Senate 

17 testimony. 

18 A. I have it. 

19 Q. The last sentence on the first page states in reference 

20 to you and Dr. Goodman, "These investigators then destroyed 

21 the clones thus far developed, and reported the facts to 

22 Dr. David Martin, then Chairman of the Biosafety Committee, 

23 who reported then to the committee at a meeting on June 3, 

24 1977." Do you see where I have read? 

25 A. Yes, I see that. 
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1 

2 

Q. Now, in point of fact, it was not you who reported the 

pBR322 incident to Dr. David Martin, but a laboratory 

3 technician in your laboratory; is that correct? 

4 A. I believe Dr. Martin heard rumors from Jennifer Meek, 

5 that's correct. Then we reported directly. 

6 Q. He sought you out, you did not seek him out; is that 

7 correct? 

8 A. Excuse me? 

9 Q. Dr. Martin sought you out in response to that 

10 information, you did not seek him out; is that right? 

11 A. That's correct. 

12 

13 

Q. Now, in point of fact, the violation based on pBR322 

was not reported to the Biosafety Committee at the June 3 

14 meeting; isn't that right? 

15 A. I am not aware. 

16 Q. Would you turn to Exhibit 3420, please, which is the 

17 January submission to the NIH and to the Congress. And 

18 turn specifically to response 7, which is at the bottom of 

19 the page with the Bates number 2874. 

20 The University there stated, "The failure of the 

21 Biosafety Committee to notify the NIH of the pBR322 

22 incident was primarily a consequence of the fact that the 

23 committee itself was unaware of the details and import of 

24 the event on the basis of the information the committee had 

25 at that time. It was not aware that a violation had 



• 

• 

• 

1 

2 

RUTTER-CROSS 

occurred." Do you see where I have read? 

A. Where is -- I'm sorry. I don't see that. 

228 

3 Q. That's bridging pages 5 and 6 of the committee report 

4 to NIH with Bates numbers 2874 and 2875. Do you see where 

5 I have read? 

6 A. Yes. 

7 Q. Now, turning back --

8 A. on the other hand, just above on the upper paragraph it 

9 mentioned on June 3rd the other members of the committee 

10 were told of the incident by Dr. Martin, which is 

11 consistent with the June 3rd statement. 

12 

13 

14 

Q. They were told of the incident in a way which lead them 

to believe there hadn't been a violation; isn't that right, 

Dr. Rutter? 

15 A. I don't know that. 

16 Q. That's what it said here in the report to NIH in 

17 response 7; is that right? That's what it says? 

18 A. That's what it says. 

19 Q. Turning back to Defendant's Exhibit 3407, which is the 

20 October 25, 1977 report to the NIH, if we can flip back in 

21 the book to that. 

22 A. I have it. 

23 Q. Do you have it there? 

24 A. I do. 

25 Q. Second page of the exhibit, which is page 2 of Dr. 
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1 Cleaver's letter, it stated, "This occurrence was included 

2 as an example in correspondence from Dr. Martin to the 

3 Office of Recombinant DNA Activities in June 1977 in which 

4 he emphasized the need for improved communication between 

5 the Office Campus Biosafety Committee and investigators." 

6 Do you see where I have read? 

7 A. Yes. 

8 Q. Now, in point of fact, that June 1977 letter from Dr. 

9 Martin to NIH did not mention any violation of the NIH 

10 guidelines, did it? 

11 A. I assume it didn't. 

12 

13 

Q. Would you turn back to Exhibit 3420, which is the 

January report to the NIH, and specifically to the --

14 A. 3420, yes. 

15 Q. Page 6. Question 8 there directed by the NIH to U.C. 

16 states, "In Dr. Cleaver's letter of October 25, he states 

17 that this occurrence was included as an example in 

18 correspondence Dr. Martin to the Office of Recombinant DNA 

19 Activities in June 1977, in which he emphasized the need 

20 for improved communication between the Office Campus 

21 Biosafety Committee and investigators. Dr. Martin's letter 

22 of June 3 was addressed to Dr. Stetten and it does not 

23 state that an uncertified host vector system was used in 

24 

25 

recombinant DNA experiments. Is there another letter from 

Dr. Martin to the Office of Recombinant DNA Activities?" 
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1 And the University answered, referring to the second 

2 sentence of response 8, "Dr. Martin's letter describes 

3 problems of a general nature on this campus and does not 

4 state that an uncertified host vector system was used." Do 

5 you see where I have read? 

6 A. That's correct. 

7 Q. Would you turn to Exhibit 3410, please. 

8 A. Forward or backward? 

9 Q. It should be. It depends on where you're going from, 

10 of course. It is back from 3420, or back towards the 

11 

12 

13 

front, back to the future. 

A. I have it. 

Q. Do you recognize that as a letter sent by you following 

14 your Senate testimony to Senator Adlai Stevenson? 

15 A. I do. 

MR. LIPSEY: Offer Exhibit 3410 into evidence. 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

16 

17 

18 

19 (Defendant's Exhibit(s) 3410 received in evidence.) 

20 Q. The first line of the letter states, "I have returned 

21 the transcript of my testimony before your committee." Do 

22 you see that? 

23 

24 

25 

go. 

THE COURT: Well, if it's there, he says it, let's 

MR. LIPSEY: Beg pardon? 
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1 THE COURT: Move along. Of course, if it's there, 

2 it's there. 

3 Q. Dr. Rutter, would you turn to Exhibit 3537? 

4 A. Yes. 

5 Q. Do you recognize these papers as being in the form of 

6 notices of grant award from the NIH for research grants of 

7 Howard Goodman at u.c.s.F.? 

8 A. I do. 

9 Q. And would you turn to the page of the exhibit with the 

10 Bates No. 555. 

11 A. Yes. 

12 

13 

14 

15 

Q. Is it correct that the permission by the NIH to do 

recombinant DNA experiments at u.c.s.F. was being only 

conditionally given pending a satisfactory response to that 

December 1, 1977 letter requesting information about the 

16 pBR322 incident? 

17 A. That's what it says. 

18 MR. LIPSEY: I'd like to offer into evidence 

19 Exhibit 3537. 

20 

21 

22 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3537 received in evidence.) 

23 Q. Would you turn to Exhibit 3361, please . 

24 A. Yes. 

25 Q. Do you recognize that as a memorandum and associated 
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registered mail envelope sent by you to Dr. Goodman on 

March 22, 1977? 

3 A. I do. 

4 Q. would you turn to Exhibit 3363, please. 

5 MR. LIPSEY: I'm sorry, Your Honor. I would offer 

6 in evidence Exhibit 3361. 

7 

8 

9 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3361 received in evidence.) 

10 Q. would you turn to Exhibit 3363, please. 

11 A. Yes. 

12 

13 

Q. Do you recognize that as a memorandum and associated 

registered letter envelope sent by Dr. Goodman to you on 

14 March 25, 1977? 

15 A. Must be. 

16 Q. Turning to the second page of the exhibit, there's some 

17 handwriting next to the post office stamps. Is that in 

18 your handwriting? 

19 A. It is. 

20 Q. Can you read it into the record? 

21 A. Discovered March 20 on some date, opened in the 

22 presence of Leslie Specter. 

23 Q. Do you recognize the signature there as being that of 

24 Leslie Specter? 

25 A. I think it is. 
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1 Q. And it's dated March 20, 1985; is that right? 

2 A. Correct. 

3 Q. It's your belief your notation was made upon the 

4 discovery of this envelope on March 20, 1985? 

5 A. Probably was. 

6 Q. would you turn to the last page --

7 THE COURT: Are you offering that? 

8 MR. LIPSEY: Oh, yes, Your Honor. I'm sorry. I'd 

9 like to offer into evidence Exhibit 3363. 

10 

11 

12 

13 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3363 received in evidence.) 

Q. The last page of the memorandum bears the signature of 

14 Howard Goodman which you recognize as his signature; is 

15 that right? 

16 A. It does. 

17 Q. The second to last page of the exhibit identifies under 

18 the heading Matters of Judgment an option 3 at the bottom 

19 of the page which is, "Keep the clones DNA since the 

20 experiments had already been performed and await 

21 certification before continued experiments." Is that 

22 right? 

23 A. That's correct. 

24 

25 

Q. And the very last paragraph of the memorandum states, 

"We thus elected three. We believed that further 
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1 

2 

3 

sequencing of the DNA clones was acceptable since the 

hypothetical danger, if any, is not with the DNA itself." 

Is that right? 

4 A. That's correct. 

5 Q. Would you turn to Exhibit 3401, please. Do you 

6 recognize that as a memorandum sent by you on or about 

7 October 17, 1977, soliciting information about the pBR322 

8 incident? 

9 A. Correct. 

10 MR. LIPSEY: I would offer into evidence Exhibit 

11 3401. 

12 MR. NEUSTADT: No objection. 

13 THE COURT: It will be received. 

14 (Defendant's Exhibit(s) 3401 received in evidence.) 

15 Q. This investigation was conducted prior to the time that 

16 you testified before the Congress; is that right? 

17 A. I think that's correct. 

18 Q. And among the people to whom this memorandum went was 

19 Dr. Howard Goodman; is that right? 

20 A. Correct. 

21 Q. And it was also sent to Drs. Betty Craig and Janet 

22 Monson; is that correct? 

23 A. Correct. 

24 Q. Would you turn to Exhibit 3403, please. 

25 A. 34 what? 
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1 Q. 03. It should be the next one in the book. Do you 

2 recognize these as your handwritten notes of a conversation 

3 with Betty Craig on or about October 24, 1977, relating to 

4 the pBR322 incident? 

5 A. Although my notation says Betty Williams, it must be 

6 Betty Craig. 

7 Q. We went through that at your deposition, remember? 

8 A. I think so. 

9 MR. LIPSEY: I'll offer into evidence Exhibit 

10 3403. 

11 

12 

13 

MR. NEUSTADT: Objection, Your Honor, to the 

extent that it's offered for the truth of a matter asserted 

therein. I think Dr. Rutter did take this down, so it's 

14 not objectionable to that extent. 

15 MR. LIPSEY: Your Honor, these are notes of a U.C. 

16 employee, of statements made by a U.C. employee, within the 

17 scope of her duties. I believe that it's an admission of a 

18 party opponent all the way down the line. 

19 MR. NEUSTADT: I don't believe this was within the 

20 scope of her duties, the statements that were made here. 

21 MR. LIPSEY: Your Honor, they were in response to 

22 a memorandum sent by the chairman of the department. I 

23 don't know how they could be any more in response to the 

24 

25 

performance of her duties. 

MR. NEUSTADT: My understanding is she was a 
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student at the time and that she did not have any authority 

2 to act in these matters. 

3 MR. LIPSEY: If I may, Your Honor, there's always 

4 a permissible nonhearsay use of the document which is to 

5 show that Dr. Rutter was on notice of these matter prior to 

6 his testimony before the Congress. 

7 MR. NEUSTADT: I have no objection to the notice 

8 provision. 

9 THE COURT: It will be received for the purpose of 

10 indicating that Dr. Rutter was aware of whatever it says, 

11 but not for the truth of the matters. 

12 

13 

(Defendant's Exhibit(s) 3403 received in evidence.) 

Q. Dr. Rutter, would you turn to the third page of Exhibit 

14 3403. 

15 A. Yes. 

16 Q. And about four lines down from the top, your notes 

17 state that Betty Craig told you, "It is clear that work 

18 with DNA was not stopped. Sequencing continued." Have I 

19 read your notes correctly? 

20 A. That's correct. 

21 Q. Would you turn to Exhibit 3404. 

22 A. 3404? 

23 Q. Yes. It should be the next one in the book. Do you 

24 

25 

recognize these as your notes of a conversation with Janet 

Monson regarding the pBR322 incident in connection with 
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1 your October 1977 investigation? 

2 A. I do. 

3 MR. LIPSEY: Offer into evidence Exhibit 3404. 

4 MR. NEUSTADT: Same objection, Your Honor. 

5 THE COURT: Same ruling. It will be received as 

6 to what Dr. Rutter was told, not for the truth of the 

7 matter. 

8 (Defendant's Exhibit(s) 3404 received in evidence.) 

9 Q. would you turn to the last page of the exhibit, please. 

10 The very last paragraph there records that Janet Monson 

11 reported to you, "pMB9 work; it's inconceivable that pMB9 

12 

13 

clones, if obtained after pMB9 was approved, that they were 

sequenced. Little trouble believing they happened as 

14 reported." Have I correctly read your notes? 

15 A. That's what it says. 

16 Q. Would you turn to Exhibit 3734. 

17 A. Yes. 

18 Q. Dr. Rutter, do you remember your deposition, we took 

19 some time reading into the record the handwritten notes of 

20 these last two documents because they're sometimes hard to 

21 read? Do you remember doing that? 

22 A. I remember discussing them, yes, at the deposition. I 

23 don't remember much of the content. 

24 MR. LIPSEY: Your Honor, Exhibit 3734 is the 

25 portion of Dr. Rutter's deposition where he read into the 
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record his handwriting. And we would like to offer it in 

2 evidence at this time to shorten his cross-examination and 

3 to preserve for the record a legible indication of the 

4 notes' contents. 

5 MR. NEUSTADT: For the purpose that Mr. Lipsey 

6 just stated, we have no objection. 

7 THE COURT: All right. For the limited purpose 

8 stated in the offering, Defendant's Exhibit 3734 is 

9 received in evidence. 

10 (Defendant's Exhibit(s) 3734 received in evidence.) 

11 Q. Would you turn to Exhibit 3402, please. Do you 

12 

13 

recognize those as notes in your handwriting of information 

passed to you relating to the pBR322 incident? 

14 A. 3402. 

15 Q. It should be the next to last exhibit in the book. 

16 A. The next to last? 

17 Q. I'm sorry, close to the end. 

18 A. I've got it. I have it. 

19 Q. Those are your handwritten notes of information which 

20 you received from others at U.C.S.F. relating to the pBR322 

21 incident; is that correct? 

22 A. They are, I believe. 

23 MR. LIPSEY: Offer Exhibit 3402. 

24 

25 

MR. NEUSTADT: Same objection, Your Honor • 

MR. LIPSEY: Again, Your Honor, I really feel that 
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1 there is both a permissible nonhearsay use and an admission 

2 here. These notes indicate this is information from John 

3 Shine who was a co-defender on the patent. 

4 MR. NEUSTADT: Same objection, Your Honor. He was 

5 a student at the time. 

6 THE COURT: I am going receive the exhibit in 

7 evidence. 

8 (Defendant's Exhibit(s) 3402 received in evidence.) 

9 Q. Dr. Rutter, paragraph 3 of your notes states, "The 

10 entry of the insulin eDNA experiments was definitely at the 

11 same time as the entry of HCS on the 11 March. On this day 

12 

13 

Dr. -- excuse me, Dr. McCarthy asked Shine Ullrich if they 

were using pBR322. They said negative. It was this point 

14 that information regarding pBR322 was not openly 

15 discussed." Have I correctly read your notes? 

16 A. That's what it says. 

17 Q. Okay. And this is in reference to the entry into the 

18 P3 logbook of the University of California at San Francisco 

19 of an entry describing an insulin cloning experiment using 

20 pCR1; is that right? 

21 A. That may have been the case. 

22 Q. Would you turn to Exhibit 3346A, please. 

23 A. 33 

24 Q. It should be the next one . 

25 A. That's 3411. 
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THE COURT: I don't believe it is. 1 

2 MR. LIPSEY: Oh, dear. Excuse me one moment. 

3 Your Honor, we'll come back to that. Let me try 

4 to do it this way -- no, that's not going to 

5 Q. Now, at the time that the pBR322 cloning incident 

6 occurred and your analysis of what to do was ongoing, is it 

7 correct that there was an intense competitive interest and 

8 an intense interest in essentially executing that 

9 experiment? 

10 A. Yes. 

11 Q. And do you recall at your deposition telling me that 

12 

13 

you just couldn't impress upon me enough how important that 

was in the minds of these folks? 

14 A. How important this was to? 

15 Q. To the people who wanted to do the experiment. 

16 A. I think it's enough to say that it was an intense 

17 competitive environment, just like all science was in those 

18 days, and a hot field. Continues to be. 

19 Q. And is it correct that scientific publication, 

20 including the date of publication, is of primary interest 

21 to scientists as establishing a claim to privacy of the 

22 data? 

23 A. Yes. 

24 Q. And is it also correct that at that time there was a 

25 lot of competitiveness within your laboratory? 
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1 A. I don't understand that. 

2 Q. As opposed to between your laboratory and other 

3 laboratories, isn't it also true there was competitiveness 

4 within the laboratory of yourself and Dr. Goodman? 

5 A. Yes, to some extent. The laboratories were comprised 

6 of students and postdoctoral associates who each were 

7 trying to establish their own career by virtue of the 

8 experiments they were performing. So naturally, under 

9 those circumstances they were competing for success, but 

10 not competing on common experiments; that is, they were not 

11 all trying to do the same thing. 

12 

13 

Q. But because of that competitiveness, isn't it true that 

they didn't tell everybody both what they were doing and 

14 how they were doing it because it provided them some 

15 competitive advantage over their colleagues? 

16 A. To some extent that's true. But in a major way, people 

17 were describing most of the experiments that were carried 

18 out. 

19 Q. Do you have your June 3, 1994 deposition transcript 

20 there? 

21 A. I must have it right here at my feet. 

22 

23 

24 

THE COURT: That will be number 8. 

A. Okay. I've got it. 

Q. Would you turn to page 1075, please. And you might 

25 want to refer back to page 1074 to confirm that it was, in 
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fact, you talking on page 1075. And do you see on page 

1075 --

3 A. That's what I said. Yes, I see it. 

4 Q. You say, "They didn't tell everybody both what they 

5 were doing and how they were doing it because it provided, 

6 frankly, them some competitive advantage over their 

7 colleagues." Right? 

8 A. That's what I said. 

9 Q. Now, isn't it also true that at that time there were a 

10 lot of strong-willed people who were going to go forward in 

11 your laboratory? 

12 

13 

A. Excuse me? 

Q. Isn't it true that in the U.C.S.F. departments involved 

14 in this work at that time, there were a lot of 

15 strong-willed people who were going to go forward? 

16 A. Well, there were strong-willed people for sure, and 

17 they did go forward. I don't know what you mean by that 

18 statement. 

19 Q. Would you turn again on page 1075 of your transcript, 

20 June 3, 1994, you make the statement, "There were a lot of 

21 strong-willed people who were going to go forward." Did 

22 you make that statement? 

23 A. I probably did . 

24 Q. And it wasn't surprising to you that they used judgment 

25 and didn't pay attention to the rules in the same way that 



• 

• 

• 

1 

2 

3 

RUTTER-CROSS 
243 

people disobey traffic rules; and, in fact, disobey rules 

with respect to smoking marijuana; is that right? 

MR. NEUSTADT: Objection, assumes facts not in 

4 evidence. 

5 THE COURT: I'll sustain the objection. 

6 Q. Would you turn to Exhibit 3411, please. 

7 A. 3 --

8 Q. 3411. It should be in your book. 

9 A. Yes. 

10 Q. Is that a copy of a letter which you wrote to Senator 

11 Harrison Schmitt following your testimony before the 

12 

13 

senate? 

A. It is, I think, yes. 

14 Q. That's your signature on the second page? 

15 A. It is. 

16 

17 

18 

19 

MR. LIPSEY: Offer into evidence Exhibit 3411. 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendant's Exhibit(s) 3411 received in evidence.) 

20 Q. Now, in the last paragraph on the first page you make 

21 the statement, "Had we wished to accomplish this task by 

22 deceitful means to gain advantage, it could easily have 

23 been done without knowledge of anyone (but ourselves)." Do 

24 you see where I have read? 

25 A. That's what it says. 
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1 

2 

Q. And among those deceitful means which you could imagine 

was snipping out the rat insulin DNA from the pBR322 clones 

3 and putting it in another plasmid; is that right? 

4 A. That would have been one possibility. 

5 Q. And in fact, that was a possibility that was frequently 

6 mentioned at the time; is that right? 

7 A. That could have been the case. 

8 Q. Do you have your deposition from August 25, 1992 before 

9 you? 

10 A. Do I? That's the next one? 

11 

12 

13 

14 

15 

Q. No, it should be the floor. It's the deposition 

transcript. We need to look back at another deposition 

transcript. We need August 25, 1992. 

A. Page? 

Q. Page 261 and 262. Do you see there starting at line 

16 23 -- I'm sorry, you're not --

17 A. That's number 4? 

18 Q. If I may help you out. 

19 A. 225? 

20 Q. Yes -- 8/25. 

21 A. 8/25? 

22 Q. No, that's it. This is the one. 

23 A. There's no page 8/25. 

24 Q. No, I'm sorry. I was giving you the date. It's page 

25 261 and 262. 
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1 A. Yes. 

2 Q. I was asking you about this statement in the letter to 

3 Senator Schmitt, and I asked, "What did you mean by the 

4 statement, Had we wished to accomplish this task by 

5 deceitful means to gain advantage, it could easily have 

6 been done without knowledge of anyone but ourselves?" And 

7 you answered, "The words speak for themselves. I could 

8 have imagined any series of experiments." And I asked, 

9 "And I gather among those you could have imagined and 

10 contemplated by that statement would have been snipping out 

11 the rat insulin DNA from the pBR322 clones and putting it 

12 

13 

in pMB9; isn't that right?" And you answered, "As a matter 

of fact, that was a possibility. It was frequently 

14 mentioned." Did you give that testimony at that time, Dr. 

15 Rutter? 

16 A. I probably did. I guess I did. I guess. 

17 Q. Now, you mentioned in your direct examination that you 

18 had had a telephone discussion with DeWitt Stetten of the 

19 NIH sometime prior to your decision to destroy the DNA; is 

20 that right? 

21 A. That's correct. 

22 Q. And in that conversation Dr. Stetten told you that any 

23 direct report of a noncertified vector would lead to a 

24 congressional upheaval and laws which would absolutely 

25 restrict the use of recombinant DNA, constrained its use in 
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1 a very pejorative way; is that right? 

2 A. I suppose that's how I described it. It's not his 

3 quotes obviously. 

4 Q. But that's what you took away from the conversation, 

5 right? 

6 A. That's correct. 

7 Q. And isn't it true that that conversation with Dr. 

8 Stetten was very deliberately constructed in a way not to 

9 implicate him in such a way that he would have to disclose 

10 it, and not to implicate you in such a way that you would 

11 have to say that you disclosed it; is that right? 

12 

13 

A. It was carried out in a deliberate way to convey the 

facts, but not to create a need to disclose, that's 

14 correct. To make a formal disclosure, that's correct. 

15 There was not a formal disclosure. 

16 Q. Do you have your deposition transcript from August 25, 

17 1992? That's the same volume we were just looking at. 

18 A. Page? 

19 Q. Page 332, starting at line 12. I'm sorry, starting at 

20 line 23. 

21 A. 332? 

22 Q. 332, line 23. 

23 A. Yes. That's correct 

24 Q. Okay. 

25 A. -- as I described it. 
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Q. You stated there, "And the conversation was very 

deliberately constructed in a way not to -- not to 

3 implicate him in such a way that he would have to disclose 

4 it, and not to implicate me in such a way that I would have 

5 to say that I disclosed it." Did you make that statement, 

6 Dr. Rutter? 

7 A. Yes. And I also mentioned in the same context I agreed 

8 prior to the testimony at the Senate hearing that I would 

9 not disclose the contents of those discussions. 

10 MR. NEUSTADT: I believe that's what he said on 

11 direct examination. If he says it on direct examination, 

12 

13 

14 

there's no point going back on this. 

Q. You do confirm, Dr. Rutter, just for the record, that 

you agreed prior to your testimony before the Senate that 

15 you would not disclose the contents of those discussions; 

16 is that right? 

17 MR. NEUSTADT: Objection, asked and answered. 

18 THE COURT: Sustained. 

19 

20 

MR. LIPSEY: It was answered. It was not asked. 

THE COURT: I'll sustain it anyway. 

21 Q. Dr. Rutter, I would like to show you now Exhibit 3346A, 

22 which was missing from the book a few moments ago. Do you 

23 recognize that as the cover and a page from the P3 logbook 

24 

25 

at the University of California? 

A. It probably is. I don't recognize it. I have no 
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1 reason to doubt that that's not what it is. 

2 Q. And is it correct that the February 1, 1977 entry which 

3 forms part of Exhibit 3346A is the rat insulin experiment 

4 which was not, in fact, entered until March 11, 1977? 

5 A. I can't answer that. 

6 Q. At this time I'd like to hand you a volume which is 

7 marked Rutter Exhibit 3 -- excuse me, Rutter 3B. 

8 A. Rutter Exhibit 3B? 

9 Q. It's coming. It's not there yet. 

10 Do you recall in your deposition, Dr. Rutter, you were 

11 shown a manuscript from the files of Howard Goodman 

12 

13 

14 

describing a rat insulin cloning experiment using pCR1? Do 

you remember looking at that? 

A. You mean resulting from the log that you just 

15 presented? 

16 Q. Let's do it this way: Do you have Exhibit 3367 before 

17 you? 

18 A. 33 

19 Q. 67. 

20 MR. NEUSTADT: Objection, Your Honor. We'r~ 

21 supposed to be provided with a copy of these exhibits and 

22 we have been, but this one, for some reason, is not here 

23 and we can't follow along. Oh, I'm see. Sorry. 

24 

25 

THE COURT: Where is 3367 supposed to be? 

MR. LIPSEY: It should be the first one in Volume 
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3B. 1 

2 THE COURT: It is not. The first one I have is 

3 DX3400. 

4 Q. Dr. Rutter, can you see if that exhibit is in the back 

5 of Volume 33A? 

6 A. It is. 

7 MR. LIPSEY: Your Honor, I think it may be in your 

8 Volume 33A instead of being -- I'm sorry, 3A. 

9 

10 

11 

12 

13 

talking 

THE COURT: 

about? 

MR. LIPSEY: 

THE COURT: 

MR. LIPSEY: 

3A? And 3367, is that what 

Yes. 

Okay. 

Sorry about that. 

14 Q. Dr. Rutter, do you have that before you? 

15 A. I do. 

we're 

16 Q. 3367? Do you recognize this as a manuscript describing 

17 a rat insulin experiment said to have been done in pCR1? 

18 And you may refer to the page with the Bates No. 1954 to 

19 confirm that, if you'd like. 

20 A. The title is not here. 

21 Q. If you would take a look at page 1954. 

22 A. 1954? 

23 Q. 54. First complete paragraph. 

24 A. Yes. 

25 Q. It states, We used the bacterial plasmid pCR1. Do you 
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1 see that? 

2 A. Yes. 

3 Q. Do you recognize what we have here as Defendant's 

4 Exhibit 3367 is a manuscript describing a rat insulin 

5 cloning experiment in pCR1? 

6 A. Yes. 

7 MR. LIPSEY: I'd like to offer Exhibit 3367. 

8 MR. NEUSTADT: Objection, Your Honor. I don't 

9 think the witness has said he has any familiarity with this 

10 

11 

12 

13 

document. I think he said he was generally familiar with 

the subject matter of the document. 

MR. LIPSEY: Your Honor, the document was produced 

from the University's files. It has been identified on 

14 numerous occasions as having come from Howard Goodman's 

15 files. The document is to form the predicate for my 

16 interrogation of Dr. Rutter on some documents that were 

17 found in his files. And I think if there's no objection 

18 there should be no objection to the admissibility of the 

19 document itself. 

20 MR. NEUSTADT: Your Honor, this document, I don't 

21 believe this document did come from the University files. 

22 This is a document I think authored by Howard Goodman who 

23 

24 

will be testifying later, and he would be the appropriate 

witness who could identify this document. I don't think 

25 Dr. Rutter has familiarity with it. 
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MR. LIPSEY: I mean, Your Honor --

THE COURT: He said he could identify it. 

THE WITNESS: I'd like to clarify this matter. I 

4 said that I recognize this manuscript involving pCR1. I 

5 expected that counsel would ask me if I participated in the 

6 preparation of this document or knew about it in detail, 

7 and the answer to that is no. 

8 MR. LIPSEY: Well, that's exactly what I'd like to 

9 get to. Your Honor, it seems to me there can be no 

10 legitimate objection to the offer of the document into 

11 

12 

13 

evidence. Whether at this time or a later time, it seems 

kind of silly to wait. And with the Court's permission, I 

would like to offer it in evidence at this time. 

14 MR. NEUSTADT: Same objection, Your Honor. 

15 THE COURT: Well, according to the testimony of 

16 the witness, I guess I would have to sustain the objection. 

17 MR. LIPSEY: Okay. 

18 Q. Would you turn to Exhibit 3369, please, which may well 

19 be the last exhibit in that first volume. 

20 

21 

THE COURT: Where is it supposed to be? 

MR. LIPSEY: I think it's the last exhibit in the 

22 Volume 3A. 

23 

24 

25 

THE COURT: I thought we just determined that 3367 

was the last exhibit in that book. 

MR. LIPSEY: It's in B. I'm now told it's in B, 
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1 Your Honor. Since it's not in A, I certainly hope it's in 

2 B. 

3 THE WITNESS: It's in B, and it's the second 

4 exhibit. 

5 MR. LIPSEY: I'm sorry. I thought I had been told 

6 3400 the first. I apologize. Does everybody have 3369? 

7 Q. Dr. Rutter, you note that the pages of Exhibit 3369 

8 bear the WR prefix on the production number. Do you see 

9 that? 

10 A. Yes. 

11 

12 

13 

Q. And you learned in the course of your various 

depositions that documents bearing that prefix came from 

your files; do you remember that? 

14 A. Yes. 

15 Q. So do you recognize Exhibit 3369 as a collection of 

16 documents found in your files at U.C.S.F.? 

17 A. I presume them to be. 

18 MR. LIPSEY: Offer into evidence Exhibit 3369. 

19 MR. NEUSTADT: Objection, Your Honor. I don't 

20 think that's sufficient foundation just because it came 

21 from his file. I think the correct test ought to be 

22 whether he has some familiarity with it. 

23 

24 

25 

THE COURT: I'll overrule the objection. Receive 

DX3369 in evidence. 

(Defendant's Exhibit(s) 3369 received in evidence.) 
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1 Q. Dr. Rutter, do you recognize the handwriting in Exhibit 

2 3369 on the first three pages as being that of Chirgwin in 

3 your laboratory? 

4 A. I guess I don't. Probably this is. 

5 Q. Do you see, if we flip back to I hate to do it 

6 because it's in a different volume but if you flip back 

7 to Exhibit 3367 and turn to the footnotes in that article 

8 which begin on the page with the Bates No. 1959. We're 

9 unfortunately going to have to compare these two. 

10 A. Excuse me? 

11 Q. Page 1959 of Exhibit 3367. Should be a series of 

12 

13 

footnotes. Do you have that? 

A. Yes. Let's' see. Yes. 

14 Q. And the first footnote there is to an article by 

15 Steiner; do you see that? 

16 A. Page? 

17 Q. Page 1959. 

18 A. Which --

19 Q. If I may. 

20 A. I have the figures. 

21 Q. We're looking for the notes. They're on page 1959. Do 

22 you see the first footnote there on page 1959 as to an 

23 article by Steiner? 

24 A. Yes • 

25 Q. The first footnote on first page of Exhibit 3369 is 
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1 that same Steiner article, right? 

2 A. Yes. 

3 Q. And if you look at footnote 14 on page 1960 on Exhibit 

4 3367, you see a citation to an article by Clorey; do you 

5 see that? 

6 A. Yes. 

7 MR. NEUSTADT: Objection, Your Honor. It just 

8 seems like the witness is going through and comparing 

9 things from this paper to the paper that was previously 

10 denied admission into evidence. And I'm not sure I know 

11 where all this leads, and seems to me like we're wasting a 

12 

13 

14 

lot of time. 

MR. LIPSEY: Your Honor, I'm going to demonstrate 

these notes which were found in Dr. Rutter's file was a 

15 draft of the footnotes for the pCARR1 article, if I may 

16 have a moment to do it. 

17 THE COURT: Well, it seems to me that's argument. 

18 You can certainly make that demonstration in due time, but 

19 I don't know. I think we should just have this witness 

20 acknowledge that A equals A and B equals B, et cetera. 

21 This is 

22 MR. LIPSEY: Okay. Let's --

23 A. With respect to this point you're trying to make --

24 THE COURT: There's no question before you right 

25 now. I've just relieved you of the necessity of answering 
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1 it. 

2 Q. Do you have any information as to how the document, 

3 Defendant's Exhibit 3369, came to be in your files? 

4 A. Do I have what? 

5 Q. Do you have any information as to how that document 

6 came to be in your files? Do you have any memory? 

7 A. No, I don't. 

8 Q. Would you turn to Exhibit 3412, please. 

9 

10 

THE COURT: Which book? 

MR. LIPSEY: I'm sorry. That should be in 3B, 

11 Your Honor. 

12 

13 

Q. Do you recognize that as a letter which you received 

from Senator Adlai Stevenson in response to the letter you 

14 wrote to him that we saw a little earlier today? 

15 A. I do. 

16 

17 

18 

19 

MR. LIPSEY: Offer into evidence Exhibit 3412. 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendants' Exhibit(s) 3412 received in evidence.) 

20 Q. The middle of the first paragraph Senator Stevenson 

21 states, "However, I am unable to accept the reasoning which 

22 lead to the decision not to report promptly the violation 

23 

24 

to NIH or to your local biosafety committee." Do you see 

that? 

25 A. I do. It also goes on to say I'm equally concerned 
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1 over the NIH's failure to develop a more reliable 

2 communication process with researchers in the field. 

3 Q. And indeed it goes on in the next sentence to state 

4 that he hopes these hearings have demonstrated the 

5 importance of NIH correcting both of these deficiencies, as 

6 well as suggesting to researchers the necessity of rigorous 

7 adherence to the guidelines; isn't that right, Doctor? 

8 A. Absolutely. 

9 Q. Would you turn to Exhibit 3417, please. Do you 

10 recognize this as a letter to you from Senator Harrison 

11 Schmitt in response to the letter you sent to him which we 

12 

13 

14 

15 

16 

17 

saw earlier this morning? 

A. Yes. 

MR. LIPSEY: Offer Exhibit 3417. 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

(Defendants' Exhibit(s) 3417 received in evidence.) 

18 Q. In the second to last paragraph Senator Schmitt states, 

19 "The fact remains that your actions and those of some of 

20 your colleagues will not be perceived --" 

21 

22 

23 

24 

THE COURT: Please, I can read quite well. 

MR. LIPSEY: I'm sorry. Okay. 

Q. Would you turn to Exhibit 3546, please. Do you 

recognize that as a copy of the oversight report of the 

25 Senate Committee before which you testified which was 



• 

• 

• 

RUTTER-CROSS 

1 produced from your files? 

2 A. Yes. 

MR. LIPSEY: Offer Exhibit 3546. 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 
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3 

4 

5 

6 (Defendants• Exhibit(s) 3546 received in evidence.) 

7 Q. Would you turn to Exhibit 3391, please. Do you 

8 recognize that as a letter prepared by you transmitting the 

9 manuscript of your science article to Science on May 9, 

10 1977? 

11 A. Yes. 

MR. LIPSEY: Offer Exhibit 3391. 

MR. NEUSTADT: No objection. 

THE COURT: It will be received. 

12 

13 

14 

15 (Defendants• Exhibit(s) 3391 received in evidence.) 

16 Q. Would you turn to Exhibit 3380, please. 

17 A. Yes, sir. 

18 Q. Do you recognize that as a copy of the manuscript of 

19 your Science article describing the rat insulin experiment 

20 produced from your files? 

21 A. Probably is. 

22 MR. LIPSEY: Offer Exhibit --

23 

24 

25 

A. Probably is. 

MR. LIPSEY: Offer Exhibit 3380. 

MR. NEUSTADT: No objection. 
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THE COURT: It will be received. 1 

2 (Defendants' Exhibit{s) 3380 received in evidence.) 

3 Q. Is it correct that one would not have full and complete 

4 sequence information for rat insulin DNA of the sort 

5 described in your article in three days after the 

6 experiment began? 

7 A. I think that depends on the circumstances. 

8 Q. Do you have your deposition from August 27, 1992? 

9 A. Excuse me? 

10 Q. Do you have your deposition transcript from August 27, 

11 1992? Page 620. 

A. What does it say? 12 

13 

14 

Q. Right at the bottom of the page you make the statement, 

"You can't get sequence on its face you can't get 

15 sequence information in three days from a cloning 

16 experiment." Did you make that statement? 

17 A. I might have done it. I also might have indirectly 

18 said that John Shiner did the sequencing. 

19 Q. But that's what you said during your deposition; is 

20 that right? 

21 A. That's probably what I said. 

22 Q. Would you turn to Exhibit 3395, please. Do you 

23 recognize that as the minutes of the u.c. Biosafety 

24 Committee from June 3, 1977? 

25 A. That's what it seems to be. 
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(Defendants' Exhibit(s) 3395 received in evidence.) 

5 Q. Turn to Exhibit 3396, please. Do you recognize those 

6 as the u.c. Biosafety Committee minutes from September 23, 

7 1977? 

8 A. I don't, but I assume that's what these are. 

9 

10 

11 

12 

13 

MR. LIPSEY: Offer Exhibit 3396. 

MR. NEUSTADT: No objection. 

MR. LIPSEY: Perhaps I can cut through this, Your 

Honor. Do you have 

THE COURT: I'll receive 3396 into evidence. And 

14 I'd appreciate it if you can cut through. Try it. 

15 (Defendants' Exhibit(s) 3396 received in evidence.) 

16 MR. LIPSEY: Your Honor, I would like at this time 

17 to offer into evidence Defendant's Exhibits 3398, 3414 and 

18 3419 which are the minutes of the U.C. Biosafety Committee 

19 meetings of October 7, 1977, December 16, 1977 and January 

20 20, 1978. 

21 

22 

23 

24 

MR. NEUSTADT: No objection. 

THE COURT: They will be received. 

(Defendants' Exhibit(s) 3398, 3414, 3419 received in 

evidence.) 

25 Q. Isn't it correct, Dr. Rutter, that in preparing the 
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response to the questions that the NIH sent to u.c. on 

2 December 1, 1977, the University Biosafety Committee felt 

3 that investigating and fact-finding associated with that 

4 would be unduly burdensome and had to rely heavily on 

5 people close to the event? 

6 A. I don't know. You should ask the members of the 

7 committee. That's not something -- not a point I can speak 

8 authoritatively on. 

9 Q. Dr. Rutter, I'll give you a volume of exhibits marked 

10 Rutter 4. Is it correct that Novo Nordisk sells human 

11 

12 

13 

14 

15 

insulin made by recombinant DNA techniques? 

A. Excuse me? Is it correct that? 

Q. Novo Nordisk sells human insulin made by recombinant 

DNA techniques? 

A. It does. 

16 Q. And the precursor which they make in order to 

17 manufacture human insulin is not natural human proinsulin; 

18 is it? 

19 A. I can't answer that. 

20 Q. Do you have any information as to what the general 

21 technique is that Novo Nordisk uses to manufacture human 

22 insulin? 

23 

24 

A. Yes, in general, but only in general. I know something 

about the system, the yeast system they use. But I know 

25 nothing about the details. 
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1 Q. But based on what you do know, it is your understanding 

2 that the system they use does not use a gene encoding human 

3 proinsulin; is that correct? 

4 A. I don't have any information on that. 

5 Q. Would you turn to Exhibit 3047, please. 

6 A. 30 

THE COURT: Where might that be, please? 7 

8 MR. LIPSEY: I certainly hope it's in Volume No. 

9 4. 

10 THE WITNESS: It is. Mr. Dunner, it's right in 

11 front, about the fifth one. It's the sixth tab down, Your 

12 

13 

Honor. 

THE COURT: I have it. Are we starting a new line 

14 of questioning at this time? 

15 

16 

17 

MR. LIPSEY: Yes, Your Honor. 

THE COURT: Why don't we take ten. 

MR. LIPSEY: Thank you, Your Honor. 

18 (The Court recessed from 10:30 a.m. to 10:40 a.m.) 

19 BY MR. LIPSEY: 

20 Q. Dr. Rutter, you should have a Volume 4 before you, and 

21 there should be in it an Exhibit 3407, Defendant's 

22 Exhibit 3407. 

23 A. I have it • 

24 Q. Do you recognize that as the published European patent 

25 application of Itakura and Riggs? 
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A. It seems to be, yes. 1 

2 Q. And you are now aware that the text of this patent 

3 application describes making plasmids encoding human 

4 proinsulin; is that right? 

5 MR. NEUSTADT: Objection, Your Honor. I think it 

6 assumes facts not in evidence. I may have misunderstood 

7 the question. 

8 THE COURT: I think he asked him if it didn't 

9 contain certain information. I think that's what he asked. 

10 MR. NEUSTADT: I'll withdraw my objection. Thank 

11 you, Your Honor. 

12 

13 

A. Would you please restate the question? 

Q. Do you understand that the text of this application 

14 describes plasmids containing DNA encoding human 

15 proinsulin? 

16 A. That's not what I understand. I haven't seen the text 

17 of this application in great detail. 

18 Q. Would you turn to the page following page 41 of the 

19 text. It's the first page of the claims. And do you 

20 recognize claim 1 as referring to recombinant plasmids 

21 containing DNA coding for the amino acid sequence of a 

22 polypeptide? 

23 A. If I can read recombinant -- I'm not reading the same 

24 

25 

words you are. 

Q. Do you see claim 1 there? 
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1 A. I do. 

2 Q. And the claim, without getting down into the details of 

3 it, describes plasmids that contain DNA encoding 

4 heterologous polypeptides; do you agree with that? 

5 A. A number of subclaims, yes. 

6 Q. And among the polypeptides that may be encoded by that 

7 DNA as specified in claim 6 is human proinsulin; do you see 

8 that? 

9 A. Along with human prepro and A and B, and all the rest 

10 of these. Luteonizing hormone, ACTH, bovine growth 

11 hormone. It sounds like everything. 

12 

13 

MR. LIPSEY: Move to strike. 

Q. Included in there is human proinsulin; is that correct? 

14 A. That's correct. 

15 Q. Does that refresh your recollection that you were aware 

16 that the text of this application purported to describe DNA 

17 encoding human proinsulin? 

18 A. I don't think the two follow. And I wasn't aware that 

19 the description adequately describes a plasmid so enabling. 

20 Q. But are you distinguishing that from being aware that 

21 it describes such plasmids? 

22 A. I'm not aware of the details of this patent 

23 application. 

24 Q. Would you turn to Exhibit 3405, please • 

25 A. 30 --
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Q. 3405. I'm sorry 3-0-4-5. I've got dyslexia here. 

2 That's the published European counterpart of your own 

3 patent application on human insulin eDNA; is that right? 

4 A. It appears to be. 

5 Q. And if you turn to Exhibit 3091, that's the European 

6 search report for your own published European patent 

7 application, right? 

8 A. It might be. 

9 Q. And the second reference cited there by the European 

10 Patent Office is EPA-1929; do you see that? 

11 A. That's what it says. 

12 

13 

Q. And it specifically references claim 6, right? 

A. That's what it says. 

14 Q. Does that refresh your recollection that you were aware 

15 that the published European patent application of Itakura 

16 and Riggs purported to describe DNAs encoding human 

17 proinsulin? 

18 A. I was aware of what time now? 

19 Q. During the pendency of your own application for the 

20 '740 patent. 

21 A. No, that's not the case. I don't recall that in the 

22 same way I might not have recalled all the rest of the 

23 rejections present on that one sheet. 

24 Q. Isn't it correct that the normal practice at the 

25 University of California was one in which your patent 



• 

• 

• 

1 

RUTTER-CROSS 
265 

lawyers would have kept you apprised of general issues that 

2 were arising in relation to your foreign patents? 

3 A. I'm sure as in all aspects of good practice they tried 

4 to do so. 

5 Q. Do you have any reason to believe they did not do so in 

6 the case of the citations of the European patent 

7 application of Itakura and Riggs against foreign 

8 counterparts of your own application corresponding to the 

9 '740 patent? 

10 A. Well, I have reason to believe that I didn't pay very 

11 much attention to this subject, yes. 

12 

13 

Q. My question was do you have any reason to believe that 

the normal practice wasn't followed by your lawyers in 

14 connection with that topic? 

15 A. No, I do not. 

16 Q. Now, I gather that you do not contend that it would not 

17 have been possible in 1979 to make biochemical synthesis of 

18 DNA large enough to encode the 86 amino acids of human 

19 proinsulin; is that correct? 

20 MR. NEUSTADT: Objection, lack of foundation. 

21 THE COURT: Well, he's an expert in his field. I 

22 think he can answer the question either yes or no or I 

23 don't know . 

24 

25 

Q. You may answer. 

A. Would you state the question again? 
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Q. You do not contend that it would not have been possible 

2 in 1979 to make biochemical synthesis of DNA large enough 

3 to encode the 86 amino acids of human proinsulin; is that 

4 correct? 

5 A. I contend it would be very difficult, if not 

6 impossible. 

7 Q. Would you turn to Exhibit 3112, please. 

8 A. 31 --

9 Q. 12. 3112. 

10 A. Yes. 

11 Q. That's an article authored by you; is that correct? 

12 

13 

14 

A. Excuse me? 

Q. Exhibit 3112 is an article authored by you; is that 

right? 

15 A. It appears to be. 

16 Q. And on the third page of the exhibit under the heading 

17 Coding Sequence, the last paragraph on the page, you state, 

18 "New methods in chemical synthesis coupled with enzymatic 

19 ligation allowed the facile construction of any given 

20 polynucleotide sequence. Of course, a knowledge of the 

21 primary structure of the protein is required for the 

22 appropriate choice of codons. Although the methods in 

23 

24 

principal allow the synthesis of molecules of any size, 

synthetic procedures are obviously more practical for the 

25 smaller proteins (less than 100 amino acids)." That's what 
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3 Q. And human proinsulin has 86 amino acids; isn't that 

4 right? 

5 A. Yes. That's also the case that there is no practical 

6 procedure using chemical means even today for a commercial 

7 process of long nucleotide sequences. 

8 MR. LIPSEY: Your Honor, I'd move to strike the 

9 remainder of the answer following "yes" as nonresponsive. 

10 THE COURT: I think it's somewhat responsive or at 

11 least explanatory of the bit that you read to him out of 

12 

13 

his paper. So I'll overrule it. 

Q. Are you suggesting, Dr. Rutter, that it's not possible 

14 even today to synthesize a piece of DNA that encodes 86 

15 amino acids; is that what you said? 

16 A. That's not what I said. I said that other systems are 

17 much more practical, and I don't know of a commercial 

18 process that involves synthesis of nucleic acids of such 

19 magnitudes. 

20 Q. Is it true that there evolved between you and your 

21 patent lawyers a strategy for getting claims for your work 

22 on insulin that involved the complementarity between the 

23 '525 patent, which we have involved here, and the '740 

24 patent, which we have involved here? 

25 A. That we evolved a strategy involving -- that --
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Q. Trying to use the two of those together to get the 

2 broadest possible protection on human insulin DNA; is that 

3 right? 

4 A. I think what we tried to do is to get an appropriate 

5 protection associated with each of the patent applications. 

6 Clearly since the work on human growth hormone stood at the 

7 point in time after the work on -- the enabling work of the 

8 rat, we wanted to put the claims in perspective. In that 

9 sense, they're complementary. But the strategy itself was 

10 unique one to the other. 

11 Q. Isn't it true that --

12 

13 

A. I think that the important facts were that the prime 

discoveries associated with the rat enabled the entire 

14 process to work on the 1 740, then we'll find that and we're 

15 subject to that initial patent. 

16 Q. Isn't it true that the general plan was to get as broad 

17 a coverage as possible for the expression of the human 

18 insulin and insulin counterpart structures? 

19 A. Well, the aim of the patent application is to get 

20 coverage. I think that that question is, in the narrowest 

21 sense, certainly true. You want to get adequate coverage 

22 for the work that was accomplished. I think that the 

23 details of that had better be directed toward Mr. Greenlee, 

24 who was responsible for that. 

25 Q. You have Volume 5 of your deposition there, the volume 
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that's marked with the big number 5. It should be for June 

2 2, 1994. 

3 

4 

5 

6 

7 

8 

A. 

Q. 

A. 

Q. 

A. 

I have it. 

would you turn, please, to page 818. 

To page which? 

818, 8-1-8. 

It's not Volume 5. 

MR. LIPSEY: I'm sorry, Your Honor, that's the one 

9 with the number 7 on top of it. 

10 Q. Would you turn to page 818, please. 

11 A. Yes. 

12 

13 

Q. You see there starting at line 12 you state, "And 

furthermore, there was the evolvement of the strategy for 

14 getting claims from my work which involved the 

15 complementarity between '525 and UC-8," right? UC-1 and 

16 UC-8. Did you make that statement? 

17 A. That's what it says. 

18 Q. And then over on page 819 --

19 A. I also said that Lorance Greenlee was involved as you 

20 could see above. 

21 Q. And I asked you what that strategy was as you 

22 understood it, and your answer appears on page 819 starting 

23 at line 12. Do you have that? You stated, "The general 

24 plan was to get as broad a coverage as possible for the 

25 expression of the human insulin and insulin counterpart 
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structures." Did you make that statement? 1 

2 

3 

A. That's what it says, doesn't it? I still don't quite 

understand what the import of the question is, if there is 

4 a question. 

5 Q. Would you turn to Exhibit 3476, please. 

6 A. 3476? 

7 Q. Yes. 

8 A. In Rutter 4? 

9 Q. In Rutter 4. Do you recognize that as the opinion of 

10 Edward S. Irons rendered to the University of California? 

11 A. That's what it must be. 

12 

13 

Q. Is it correct that -- it is your belief that you saw 

this opinion at or about the time it was rendered? 

14 A. I must have seen it some time. I'm not sure I ever 

15 read it completely. 

16 Q. But it is your belief that you saw it at or about the 

17 time it was rendered; is that correct? 

18 A. I saw it at some point. 

19 Q. Is it your belief that you saw it at or about the time 

20 it was rendered? 

21 A. I'm not sure about that. 

22 Q. Do you have your June 2, 1994 deposition transcript 

23 before you, the one we were just in? 

24 A. Is that what I said? In which case, I'll agree I said 

25 it. 
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Q. You said in your deposition, I asked, "Is it your 

belief that you saw it at or about the time that it was 

3 rendered?" 

4 

5 

MR. NEUSTADT: Excuse me. Can we have a page? 

MR. LIPSEY: 750. 

6 Q. And you answered, "I think so." 

7 A. Okay, that's what I said. Apparently I said it. 

8 Q. Would you turn to page 39 of the opinion, please. 

9 A. 39? 

10 Q. Yes. Do you see towards the bottom, there begins the 

11 discussion of the UC-8 application? 

12 

13 

A. Yes. 

Q. And that's the application that ultimately lead to your 

14 '740 patent involved in this lawsuit; is that right? 

15 A. Presumably so. 

16 Q. And that discussion extends over to page 42. Would you 

17 turn to page 42. 

18 A. Yes. 

19 Q. And on page 42, Mr. Irons states his opinion that the 

20 claims of the UC-8 application are unpatentable in view of 

21 the published European applications of Itakura and Riggs. 

22 Do you see that? 

23 A. I do. 

24 

25 

MR. NEUSTADT: Objection, Your Honor. Just a note 

of clarification: This paper is the subject of a motion in 
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1 limine that's currently pending before Your Honor. We have 

2 objected to this document on the basis of hearsay, but we 

3 have not objected to this document on the basis of actually 

4 receiving it. 

5 MR. LIPSEY: Your Honor, there is a clear 

6 nonhearsay use for the document which is to show the 

7 earnest in warning the pertinence of Itakura and Riggs to 

8 the subject matter of the patent. 

9 MR. NEUSTADT: We have no objection concerning 

10 notice. 

11 

12 

13 

Q. Dr. Rutter, isn't it correct that you remember 

discussing this issue and that you must have read this page 

as a basis for a discussion of position taken here by 

14 Mr. Irons? 

15 A. Would you say that again? I'm sorry. I didn't hear 

16 you. 

17 Q. Isn't it true that you remember the issue raised here 

18 and that you must have read this page as a basis for the 

19 discussion of the position taken here by Mr. Irons? 

20 A. At some point. 

21 Q. Those discussions that you recall occurred during the 

22 pendency of the application for your '740 patent; is that 

23 

24 

right? 

A. That I don't remember . 

25 Q. It wouldn't have made any sense to talk about the 
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patentability of the application for the '740 patent after 

2 the thing was issued, would it? 

3 A. Certainly that is the case. 

4 Q. Now, the topic of the patentability of the subject 

5 matter claimed in your '740 patent application, in view of 

6 the published Itakura and Riggs applications, was discussed 

7 by you with Howard Goodman, Lorance Greenlee and Roger 

8 Ditzel; is that correct? 

9 A. That might be the case. It sounds logical. 

10 Q. That's what you stated in your deposition; isn't that 

11 right? 

12 

13 

14 

A. I assume it to be the case I did. 

Q. Now, did anybody ever advise you that there was no 

obligation to cite to the Patent Office prior art if the 

15 prior art was not itself patentable? 

16 A. No. 

17 Q. Did anybody ever tell you that there was no obligation 

18 to cite to the Patent Office prior art if it didn't 

19 dominate your own technology? 

20 A. Oh, well, on both of these questions let's say I don't 

21 know. 

22 Q. You don't recall anybody --

23 A. I don't recall anybody discussing this issue, but they 

24 might very well have done so. 

25 Q. But the fact of the matter is you have no recollection 
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1 of anybody ever telling you that you didn't have to cite to 

2 the Patent Office prior art if that prior art didn't 

3 dominate your own technology; is that right? 

4 A. At that time I think that we were -- we were informed 

5 that we must cite the prior art. And I think all of us 

6 attempted to do so as accurately as possible without 

7 exception. 

8 Q. Well, that's not responsive to my question. I would 

9 move to strike it. 

10 My question is did anybody tell you that you didn't 

11 have to cite prior art to the Patent Office, and I said 

12 

13 

prior art -- please let me finish the question. 

THE COURT: He responded. He told him that they 

14 did have to cite it. So that answers your question in an 

15 indirect sort of way. Next question. 

16 Q. And did anybody tell you that you didn't have to cite 

17 prior art to the Patent Office if you had patentable 

18 subject matter disclosed in your patent application even if 

19 you weren't claiming it? 

20 A. Again, I don't remember the discussion at that time 

21 about this issue. It's quite possible they discussed it. 

22 Q. I'm sorry, what? 

23 

24 

A. It's quite possible. But I said I don't remember. 

Q. You think it's possible that somebody told you you 

25 didn't have to cite prior art only if you had something 
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patentable described in your application even if you 

2 weren't then claiming it? 

3 A. I don't have any recollection of this subject matter. 

4 Q. Did anybody tell you at that time that you didn't have 

5 to cite prior art to the Patent Office if you didn't 

6 believe it was enabling? 

7 MR. NEUSTADT: Objection, Your Honor, I think the 

8 witness has indicated he doesn't have any familiarity with 

9 this subject. It seems like all these questions really 

10 have been asked and answered. 

11 

12 

13 

THE COURT: I'll sustain the objection. 

Q. I gather, then, that you don't have a present 

recollection of why it was that the Itakura and Riggs 

14 European patent application was not cited to the u.c. 

15 patent and Trademark Office in connection with your 1 740 

16 patent; is that right? 

17 A. I do not. 

18 Q. You do not have such a recollection? 

19 A. I don't have a recollection. I'm absolutely certain it 

20 wasn't by design. 

21 

22 

23 stricken • 

MR. LIPSEY: Move to strike the remainder. 

THE COURT: The volunteered answer may be 

24 Q. Now, you had read your patent application for the '740 

25 patent at the time that it was filed, and you were aware of 
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the subject matter being claimed in it, weren't you? 

2 A. Yes. 

3 Q. And you were aware that that subject matter included 

4 synthetic DNA encoding human proinsulin; is that correct? 

5 A. Synthetic DNA? 

6 Q. Yes, as distinguished from eDNA. 

7 I'm sorry, you need to give an audible answer. 

8 A. Yes. 

9 Q. If you turn, please, to Exhibit 3029B. 

10 A. Yes. 

11 Q. Do you recognize that as a rejection issued by the u.s. 

12 

13 

Patent and Trademark Office in connection with your 

application leading ultimately to the '740 patent? 

14 A. I do, yes. 

15 Q. And on the second page the patent examiner has rejected 

16 your claims as unpatentable in view of a combination of 

17 references including a Crea publication. Do you see that? 

18 A. I do. 

19 Q. Is it your understanding that the Crea publication 

20 referred to there is the one which we have as Exhibit 3100? 

21 A. Perhaps, if that's what you say. 

22 Q. If you take a look at Exhibit 3029B page 145 at the 

23 bottom you'll see the reference cited as reference R as the 

24 

25 

crea publication. That is the one we have as DX3100; is 

that right? 
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1 A. That's correct. 

2 Q. And you understood at the time that the Crea 

3 publication described making DNA encoding the A chain and 

4 the B chain of human insulin; is that correct? 

5 A. That's correct. 

6 Q. Would you turn to Exhibit 3029J, please. 

7 A. 3029 what? 

8 Q. J. There should be a subpart. 

9 

10 

THE COURT: Where is that supposed to be? 

MR. DUNNER: It's the second tab in the book, Your 

11 Honor. 

12 

13 

14 

Q. Do you recognize that as an amendment filed in 

connection with your application leading ultimately to the 

1 740 patent? 

15 A. Yes. 

16 Q. And you see that this document was produced within your 

17 files bearing the WR Bates numbers at the bottom? Do you 

18 see that? 

19 A. It must be there. I do, yes. 

20 Q. And it's your belief that you were certainly involved 

21 in the preparation of this amendment; is that correct? 

22 A. In a minor way. I certainly was aware of its content. 

23 I was not involved directly in its preparation. 

24 

25 

Q. But you were aware of its content; is that right? 

A. Generally. 
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1 THE COURT: He just said so. 

2 Q. Would you turn to the page, page 8 of the amendment. 

3 A. Yes. 

4 Q. And would you read to yourself the argument in the 

5 first incomplete paragraph there starting five lines down 

6 from the top that starts, "Finally Crea, et al. teaches an 

7 entirely different approach." Would you read from there to 

8 the end of the paragraph to yourself, please. 

9 A. Yes. 

10 Q. Now, the thrust of that argument is that Crea teaches 

11 

12 

13 

away from making a plasmid containing a gene for human 

proinsulin by suggesting that insulin should be made by 

making genes for the individual A and B chains; is that 

14 correct? 

15 A. That's what it says. 

16 Q. Now, you were aware at the time that this argument was 

17 presented to the Patent Office that the published European 

18 applications of Itakura and Riggs suggested not only the 

19 manufacture of plasmids containing DNA for the A and B 

20 chains, but also plasmids containing DNA for human 

21 proinsulin; is that right? 

22 A. I question that. 

23 

24 

Q. You have your deposition from June 3, 1994? It should 

be the volume with the big 8 on it. 

25 A. Did I say that I was aware of it? 
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1 Q. At page 916 I asked you the question, "Now, you were 

2 aware at the time that this argument was presented to the 

3 Patent Office that the published European applications of 

4 Itakura and Riggs suggested not only the manufacture of 

5 plasmids containing DNA for the A and B chains, but also 

6 plasmids containing DNA for human proinsulin; is that 

7 right." And the first sentence of your answer was, "Yes, I 

8 was aware of that." You gave that testimony at the time, 

9 did you not? 

10 A. I must have. 

11 MR. NEUSTADT: Your Honor, I request that the 

12 

13 

14 

witness be shown -- unless he can specifically recall what 

he said during his deposition. He's just accepting 

Mr. Lipsey's representation. And I think if the question 

15 is does he recall saying this at the deposition, he ought 

16 to have an opportunity to look at the transcript. 

17 MR. LIPSEY: He's got an opportunity, Your Honor. 

18 They're right there. If he chooses not to do it, I think 

19 he's wise enough to make his own decisions in that regard. 

20 A. I'd like to do that. 

21 Q. Help yourself. It should have the big number 7 on it, 

22 if my counting is correct. It's from June 3, 1994. 

23 

24 

THE COURT: It's number 8. 

THE WITNESS: Number 8, okay. 

25 Q. Page 916. 
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1 A. Page what? 

2 Q. 916. In response to my question, the first sentence of 

3 your answer was, "Yes, I was aware of that." Isn't that 

4 right? 

5 A. Yes. As you can see, I go on to mention --

6 MR. LIPSEY: The remainder of the answer is 

7 nonresponsive --

8 THE COURT: Better stop. When his answer did not 

9 stop at yes, I was aware of that --

10 MR. LIPSEY: That's correct, your Honor. The 

11 remainder of the answer was totally nonresponsive to the 

12 

13 

question. 

THE COURT: You didn't so note at the time. 

14 Q. Dr. Rutter, if you'd like, would you like to read the 

15 remainder of your answer into the record? 

16 A. Yes. 

17 THE COURT: Well, I can read it. It's in there. 

18 THE WITNESS: Thank you, sir. 

19 Q. Now, referring, again, to Exhibit 3029J, and 

20 specifically to page 12, you make the argument bridging 

21 pages 12 and 13 that there was no straight-forward obvious 

22 manner in which you could have modified rat insulin DNA so 

23 that it would have had the utility to make human insulin; 

24 is that correct? 

25 A. That's what I said. 
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1 Q. I'm sorry, what? 

2 A. That's what I said. 

3 Q. Isn't it true that in order to modify rat insulin DNA, 

4 in order to have the utility of making human insulin, it is 

5 necessary to change only four nucleotides in the DNA 

6 structure? 

7 A. That's correct. 

8 Q. Would you turn to Exhibit 3029E, please. Do you 

9 recognize this as an amendment filed during prosecution of 

10 the application ultimately leading to issuance of your 1 740 

11 patent? 

12 

13 

A. I see that it is. 

Q. Is it your belief that you were also aware of the 

14 contents of this response when it was filed? 

15 A. I'm not sure I was aware of that. 

16 Q. Would it have been your normal practice to be aware of 

17 the substance of responses being filed on your behalf by 

18 your patent lawyers? 

19 A. No, not necessarily at that time. 

20 Q. Would you turn to the exhibit which is your '740 patent 

21 which is in there either as Plaintiff's Exhibit 1 or as 

22 Defendant's Exhibit 3000. I'm not sure what the tab says 

23 in your book. I think it's DX3000 in the book • 

24 A. Plaintiff's Exhibit 1, you mean -- so where would this 

25 be, in what? 
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Q. It should be the second one from the back in that 

volume. 

A. In this in which volume? 

Q. Rutter 4. 

A. Okay. 

Q. Now, you gave some testimony relating to your patent 

7 relating to making fusion proteins. Is it correct that 

8 your patent also describes using DNA to make proteins 

9 directly? 

10 A. I think it does. 

11 Q. And when tailored DNA is used for direct expression to 

12 

13 

make the proteins directly, it must be preceded by the 

nucleotide signal ATG in order for translation of the 

14 messenger RNA to occur; is that correct? 

15 A. Yes, ATG or another codon. 

16 Q. When one uses DNA of that structure to directly express 

17 a protein in bacteria, one gets the protein encoded by the 

18 DNA with a methionine residue on the front; is that right? 

19 A. That's correct. 

20 Q. And that is not a fusion protein, is it, Dr. Rutter? 

21 A. It's how you describe a fusion. It's a minimal fusion 

22 protein. It has a single amino acid. 

23 Q. But that's what happens when you do direct expression, 

24 right? 

25 A. still, with respect to looking at the molecule itself, 
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proinsulin, then it is an adjunct to proinsulin; therefore; 

2 it represents a fusion. 

3 Q. But you distinguished in your patent application 

4 between the technique which resulted in the formation of 

5 the molecule with the methionine on the front from the 

6 technique which resulted in a formation of the molecule 

7 

8 

9 

10 

11 

12 

13 

14 

with a large piece of bacterial protein on the front; is 

that right? 

A. Yes, in the sense that with a large -- another sequence 

in front. It's not necessary to put the methionine at that 

position. It can be at the first position of the fused 

protein gene. 

Q. While we're handing out the next volume, is it correct, 

based on your knowledge of the personalities and the 

15 climate in your laboratory at the time that the insulin 

16 cloning experiments, the rat insulin cloning experiments 

17 were going on, that you would not have found it surprising 

18 if the people there didn't pay attention to the rules in 

19 the same way that people disobey traffic rules and disobey 

20 rules with respect to smoking marijuana? 

21 A. As I said in my comments, if I recognize those comments 

22 as accurately stating them, saying them in that context, I 

23 think the people in both laboratories were responsible 

24 

25 

individuals. Their interpretation of the so-called 

guidelines was in the formative stage for sure. And their 
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1 

2 

view of, in this context, the correct behavior in 

relationship to those rules I think was different on a 

3 case-by-case basis. 

4 Q. Do you have your deposition transcript for June 3, 1994 

5 before you? I think it has 8 on the front of it. 

6 A. We've already run through this today. But I'm happy to 

7 do so again. What is it? 

8 Q. Page 1076. You made the statement there, "Therefore, 

9 given the independence of mind of both scientists and 

10 American scientists and the American university system, it 

11 wasn't surprising that they -- that they used a judgment 

12 

13 

and didn't pay attention to rules in the same way that 

people disobey traffic rules, and, in fact, disobey rules 

14 with respect to smoking marijuana, so on and so on, and do 

15 it on a continual basis." You made that statement in your 

16 deposition; is that correct? 

17 A. I did. And I also mentioned as both in these 

18 discussions and previously that the individuals -- that the 

19 rules were not sufficiently well-defined so that a precise 

20 behavior was either required or was, in fact, expected. 

21 There were individuals who were strict conformists and 

22 there were others who were not. And that was totally 

23 understandable in a circumstance where the rules of a 

24 biosafety committee, the individual labs, the lack -- that 

25 is the Recombinant DNA Advisory Committee -- hadn't 
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promulgated those rules, et cetera. That situation was 

2 reflected in comments made by Senator Stevenson, for 

3 example, and also Hahns Stetten. 

4 Q. Do you have Volume 5 before you? 

5 A. Excuse me? 

6 Q. Do you have Rutter Volume 5 before you? 

7 A. Yes. 

8 THE COURT: That's the latest one. 

9 Q. Would you turn, please, to Defendant's Exhibit 3394. 

10 Do you recognize that as the press release issued by u.c. 

11 on the occasion of the announcement of your rat insulin 

12 

13 

cloning work? 

A. It seems to be. 

14 Q. Now, you publicly stated at the time that that work was 

15 announced in 1977 that the techniques which you had 

16 described for use with the rat would make that possible to 

17 clone human insulin genes in bacteria as well; is that 

18 right? 

19 A. I guess that's what I said. 

20 Q. And the techniques for cloning the rat insulin gene 

21 were fully described in the published Ullrich paper which 

22 was published in June of 1977; is that right? 

23 A. I can't answer that • 

24 Q. Do you know of any important experimental detail that 

25 was omitted from that publication? 
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1 A. No, not to my knowledge. Could you please refer to the 

2 point in this release where I've made the statement about 

3 human insulin? 

4 Q. I was referring to the second paragraph of the press 

5 release on the first page. 

6 Now, could you turn to Defendant's Exhibit 3028B, 

7 please. 

8 A. 3018? 

9 Q. 3028B. 

10 A. Yes. 

11 Q. Do you recognize that as the second -- excuse me, the 

12 

13 

so-called continuation-in-part application file based on 

your rat insulin eDNA cloning work? 

14 A. I don't recognize it, but it must be. 

15 Q. That is your signature on the oath on the second to 

16 last page of the exhibit; is that right? 

17 A. It is. 

18 Q. And you do recall there came a time when you filed an 

19 expanded patent application in which you added an example 6 

20 purporting to describe application of the techniques to 

21 isolation of human insulin DNA? 

22 A. I do. 

23 Q. And if you turn to page RP00327 in Exhibit 3028B, that 

24 example 6 is reproduced there; is that correct? 

25 A. RP which? 
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1 Q. 00327. 

2 A. I can hardly make it out, but I accept that it must be. 

3 Q. And since my copy may be better, the first sentence 

4 there says, "A nucleotide sequence coding for human insulin 

5 is isolated, purified, and incorporated into a plasmid 

6 essentially as described in Examples 1 through 4 starting 

7 from human pancreas tissue isolated from a suitable human 

8 source, such as a donated pancreas or a fresh cadaver or a 

9 human insulinoma." Does that comport with your 

recollection of the what the example provided? 

A. Yes. 

10 

11 

12 

13 

14 

Q. Now, in fact, Examples 1 through 4 of the patent 

application as it here appears describes the work that you 

actually did with the rat, right? 

15 A. Yes. 

16 Q. And in that work with the rat, you started by getting 

17 concentrated islet tissue which would be enriched in 

18 insulin messenger RNA; is that correct? 

19 A. Correct. 

20 Q. Is it correct that since one cannot isolate human Beta 

21 cells from the human pancreas in the same way that it was 

22 impossible to get a source of enriched eDNA so that you 

23 could use the Ullrich process to isolate human -- excuse 

24 me, from which the cloning could then proceed by an 

25 analogous method to that of Ullrich; is that correct? 
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1 A. No. 

2 Q. Do you have your deposition from June 3, 1994 before 

3 you? 

4 A. Do you have the number? 

5 Q. It should have a big number 8 on the front of it. On 

6 the front of it, it should be dated June 3, 1994. 

7 A. Yes. Which page? 

8 Q. Page 629. 

9 THE COURT: There isn't any page 629. 

10 A. No, it's not in 8. 

11 

12 

13 

14 

15 

16 

17 

18 

19 

MR. LIPSEY: I'm sorry, Your Honor. I'm now 

advised -- try the one with the 6 on it. 

MR. NEUSTADT: What's the date? 

MR. LIPSEY: June 3, 1994. 

MR. NEUSTADT: June 3 started at 879. 

MR. LIPSEY: I'm sorry, 929. 

MR. NEUSTADT: 929 okay. 

MR. LIPSEY: I'm sorry, did I misspeak? 

THE COURT: Where are we now? 

20 MR. LIPSEY: I'm sorry. We should be at page 929 

21 of transcript of June 3, 1994. 

22 

23 

24 

25 

THE COURT: What number? 

MR. LIPSEY: Beg your pardon? 

THE COURT: What number are you on? 

MR. LIPSEY: Volume 6 I'm told. 
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THE COURT: If you would refer to those large 

2 numbers, it would be a lot easier to find what you're 

3 talking about. 

4 

5 

MR. LIPSEY: I'm sorry, Your Honor, I've been -

THE COURT: They're rather large. 

6 A. Yes. 

7 Q. Okay, now, is it correct there on page 929 you make the 

8 statement, "Since one cannot isolate human Beta cells from 

9 the human pancreas in the same way, then it was impossible 

10 to get a source of enriched eDNA so you could use the 

11 Ullrich process to isolate human enriched human eDNA from 

12 

13 

which the cloning could then proceed by analogous method to 

that used by us in the Ullrich method." Did you make that 

14 statement? 

15 A. That's the way it's recorded, but I have to tell you 

16 that we attempted to get human pancreas to, in fact, 

17 develop a process based on exactly the same methods. 

18 So the difficulty -- I don't know exactly in which 

19 context I made this statement, but the difficulty is, one, 

20 obtaining human pancreas in an acceptable functional 

21 condition. And, two, of course, at that time whatever 

22 restrictions and guidelines existed. 

23 Q. You mentioned yesterday the concept of using the rat 

24 

25 

insulin eDNA as a probe for finding cDNAs or human and 

other mammalian insulin. Is it correct that the concept of 
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using the rat insulin DNA as a probe is not described in 

your '525 patent? 

A. I think it's not described in the patent. However, we 

did use eDNA, enriched eDNA, as a probe for screening 

5 clones. 

6 Q. Okay, thank you. 

7 THE COURT: Pardon me, could you tell me in simple 

8 language what's a probe in this context? 

9 WITNESS: Yes, a probe is a substance or a 

10 sequence which allows you to detect another substance of 

11 interest. So, for example, in an experiment of the sort 

12 

13 

we're talking about, we have in fact a lawn of cells, 

individual clones, say 10,000. And you're looking for the 

14 one which expresses a set of sequences, so a probe is a 

15 substance which allows you to detect accurately that -- the 

16 target substance. 

17 

18 

THE COURT: It rings a bell. 

WITNESS: Thank you. 

19 Q. Now, you also mentioned a development in your 

20 laboratory of techniques for suppressing the action of the 

21 enzyme RNase. Isn't it correct that you filed a patent 

22 application on methods of isolating substantially 

23 undegraded RNA in which you sought to patent that te? 

24 A. Chniques of suppressing RNase? 

25 A. Yes. 
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1 Q. And isn't it true that that patent application was 

2 rejected by the Patent Office as being obvious in view of 

3 the prior art? 

4 A. Yes, it was rejected. 

5 Q. And isn't it correct that that patent application never 

6 issued as a patent? 

7 A. Yes, we didn't pursue the matter. 

8 Q. Would you take a look at Defendant's Exhibit 3020, 

9 please? 

10 A. However, that particular methodology has been used 

11 routinely by thousands of scientists. If you look at the 

12 

13 

14 

references associated with that work, you'll find out that 

it's quite an impressive contribution. 

MR. LIPSEY: Move to strike the volunteered 

15 answer, Your Honor. 

16 THE COURT: Sustained. 

17 Q. Do you have Exhibit 3020 before you? 

18 MR. NEUSTADT: Your Honor, I have an objection to 

19 this line of questioning. Lilly has dropped their 103 

20 obviousness defenses, and this all relates to their 

21 previous 103 obviousness defense that they've dropped. 

22 MR. LIPSEY: Your Honor, I was simply responding 

23 to direct examination. There was extensive testimony he's 

24 listed on this. I'm simply bringing out the fact that the 

25 patent office never thought that was patentable. 
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MR. NEUSTADT: I think he's going into it to a 

2 much greater depth and much further than really a 

3 superficial reference to it in his direct testimony. 

4 MR. LIPSEY: I'm done at this point, Your Honor, 

5 if that's the objection. 

6 THE COURT: All right. 

7 Q. Dr. Rutter, would you turn to Defendant's Exhibit 3018, 

8 please. 

9 

10 

11 5. 

THE COURT: Which book are we in now? 

MR. LIPSEY: We should be in the same one, Rutter 

12 

13 

Q. Do you recognize Exhibit 3018 as the text of a patent 

application filed by you and Dr. Goodman on August 11, 

14 1978, relating to the synthesis of a eukaryotic protein by 

15 a microorganism? 

16 A. Yes. 

17 Q. And that is the patent application which was referred 

18 to within u.c. by reference to the docket number UC-3; is 

19 that right? 

20 A. I presume this to be. 

21 Q. As reflected on the first page of the exhibit, right? 

22 A. Yes, I see. Yes. 

23 Q. Does this patent application describe the nucleotide 

24 sequence for human proinsulin DNA? 

25 A. It does not. 
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1 Q. Now, this particular patent application became involved 

2 in an interference proceeding with a patent application 

3 filed by Dr. Walter Gilbert; is that correct? 

4 A. It might have. I assume it did if you say so. 

5 Q. Well, would you turn to Defendant's Exhibit 3040B. 

6 That document is entitled Abandonment of Contest; do you 

7 see that? 

8 A. Yes. 

9 Q. It's filed in an interference Rutter versus Gilbert; do 

10 you see that? 

11 

12 

13 

14 

MR. NEUSTADT: Objection, Your Honor. This also 

related to an obviousness defense that's been dropped by 

Lilly. 

MR. LIPSEY: No, Your Honor. This goes to a 

15 pattern of conduct of the University of overreaching and 

16 attempting to require patent rights on things which it was 

17 not first to invent and I intend to show a pattern in that 

18 regard. 

19 MR. NEUSTADT: Your Honor, I would object to that. 

20 It seems to be much too vague to try to take all of the 

21 university patent applications and try to say that some of 

22 them were rejected, and because of that they were 

23 overreaching for broad protection. All patent applications 

24 go through rejection processes. I mean, we would be here 

25 for months if we were going go embark upon this endeavor. 
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1 MR. LIPSEY: Excuse me. There's one other point 

2 of relevance, Your Honor, and that is I intend to prove 

3 that this contest was abandoned because it was discovered 

4 that notebook records had been falsified in order to 

5 conceal violations of applicable safety regulations which 

6 is part of our pBR322 defense also. 

7 MR. NEUSTADT: I object to that, Your Honor. That 

8 hasn't been raised. 

9 

10 

MR. LIPSEY: I intend to prove it. 

MR. NEUSTADT: That's not set forth in the briefs. 

11 It's never been a contention. This is just new things that 

12 

13 

are coming in --

THE COURT: I've read these briefs. I don't 

14 recall reading anything about it. 

15 MR. LIPSEY: Well, Your Honor, we had a page limit 

16 on it. It's been a matter that we've discovered in detail. 

17 Dr. Rutter was questioned about this very matter in his 

18 deposition. It will take just a few minutes to prove it 

19 up. 

20 MR. NEUSTADT: Your Honor, Mr. Lipsey was the one 

21 who insisted on the page limit. I think they even had 

22 additional pages to put in their brief. This issue is 

23 gone. It never existed. 

24 

25 

THE COURT: I'm going to sustain the objection . 

MR. LIPSEY: Your Honor, I'm at a point where, 
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with some very brief review, I think I will be very nearly 

at the end. 

3 THE COURT: If we're very nearly at the end, why 

4 don't you see if we can finish. 

5 MR. LIPSEY: My problem is, I'm not dead certain 

6 I'm at the end. And I was going to ask for accommodation 

7 if we could if we could break for lunch, and I will finish 

8 promptly after lunch. 

9 THE COURT: Okay. We'll be in recess until 1:15. 

10 

11 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

MR. LIPSEY: Thank you very much. 

{The Court recessed from 11:45 a.m. to 1:15 p.m.) 


