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1 THE COURT: Are there some of these books that we 

2 can hide someplace? 

3 

4 

MR. LIPSEY: I beg your pardon? 

THE COURT: Are there some of these books that 

5 we're not going to refer to? 

6 MR. LIPSEY: I don't intend to refer to any of 

7 them at this point. I have one question left, at least I 

8 think so. 

9 THE COURT: Okay. And depending on Mr. Neustadt, 

10 perhaps we can put them away. 

11 All right. Go ahead. 

12 BY MR. LIPSEY: 

13 Q. Dr. Rutter, in reviewing the informal transcript of 

14 your testimony, which we are getting instantaneously here, 

15 the reporter has an answer down which did not corroborate 

16 with what our' notes showed, and I just wanted to clarify 

17 the record. 

18 I had asked you the question, "You do not contend that 

19 it would not have been possible in 1979 to make by chemical 

20 

21 

22 

23 

24 

25 

synthesis a DNA large enough to encode the 86 amino acid of 

human proinsulin; is that correct?" And the reporter has 

your answer, "I contend it would be very difficult, if not 

impossible." And I thought I had heard you say, "It would 

be very difficult, but not impossible." 

Can you clarify the record as to what you intended to 
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1 say? 

2 A. I said "if not impossible." 

3 Q. Do you agree that it would be more accurate to state 

4 that it would be very difficult but not impossible? 

5 A. I believe very difficult, if not impossible, in the 

6 context of -- in the context of the synthetic system that 

7 we're talking about here. So I think that•s an accurate 

8 statement. 

9 Q. Well, isn't it true that in order to make many, many of 

10 the 10 to the 40th different DNA sequences encompassed by 

11 

12 

13 

14 

the broad claim of your 1 740 patent, there's no practical 

way to make those other than by DNA synthesis? 

A. Yes. But it•s a combination of the biological 

synthesis and chemical synthesis, and in the combination 

15 using biological means there is great versatility. So you 

16 don't have to de novo construct from just a chemical 

17 process. 

18 Q. What processes are you referring to then? 

19 A. I am talking about the two sets: One, a chemical 

20 synthesis, a de novo chemical synthesis; and the other, a 

21 biological synthesis which is supplemented chemical 

22 synthesis as we describe in the case of -- in the 1 740 case 

23 where we•re talking about tailoring. 

24 

25 

Q. Isn't it correct, Dr. Rutter, that some of the 

molecules encompassed by claim 5 of your '740 patent differ 
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from the natural sequence in virtually every codon? 

2 A. Yes, I'm guess. I'm quite sure that's the case. 

3 Q. As to those, it would not be practical to make those by 

4 a semi-synthetic gene approach, would it? 

5 A. In that case you wouldn't use a semi-synthetic method, 

6 that's right. 

7 Q. Okay. Thank you. 

8 Your Honor, we have no further questions for Dr. Rutter 

9 at this time. 

10 We have endeavored in accordance with what we 

11 understood the Court's instructions to be to reach a 

12 

13 

stipulation on the exhibits, and if I may? 

THE COURT: Yes. I was just going to call that to 

14 your attention. 

15 MR. LIPSEY: I believe that we can stipulate to 

16 the admissibility of DX3047. 

17 THE COURT: Wait a minute. All right. 

18 MR. LIPSEY: 3047, 3112, 3045, 3091, 30 --excuse 

19 me, 3029B, as in boy, 3100. 

20 THE COURT: All right. 

21 

22 

23 

24 

25 

MR. LIPSEY: 3029J, 3394, 3028B, as in boy, and 

3018. 

Now, we have a dispute on Exhibit 3476, which is the 

Irons opinion. I was going to propose that the Court rule 

that it is admissible for the nonhearsay use of showing 
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1 that U.C. was on notice of the relevance of the Itakura and 

2 Riggs European applications to their case; and that the 

3 Court should reserve the issue of whether it's admissible 

4 for the truth of the matter asserted and we brief that in 

5 post-trial briefing. I believe Mr. Neustadt objects to its 

6 admissibility on any ground, and I think he should probably 

7 address that. 

8 MR. NEUSTADT: Briefly, Your Honor, we're willing 

9 to stipulate as to notice, and therefore, it need not come 

10 in under any basis. 

11 MR. LIPSEY: That's unacceptable to us, Your 

12 

13 

Honor, because we want to show that they were on notice of 

the matters which Mr. Irons addressed which is much more 

14 than simply being aware of the patent. 

15 THE COURT: All right. I will admit Defendant's 

16 Exhibit 3476 on the issue of notice of relevance of the 

17 Itakura and Riggs European patent. 

18 (Defendants' Exhibit(s) 3047, 3112, 3045, 3091, 3029B, 

19 3100, 3029J, 3394, 3028B, 3018, 3476 received in evidence.) 

20 MR. LIPSEY: Your Honor, may we brief in our 

21 post-trial brief the issue of its admissibility from the 

22 truth of the matter standpoint? 

23 

24 

25 

THE COURT: Sure. 

MR. LIPSEY: Thank you. 

THE COURT: Now, you have some other exhibits 
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• 1 scattered around which have been identified at one time or 

2 another. 

3 MR. LIPSEY: That's correct, Your Honor. There 
' 

4 are a number of those which we'll be offering into evidence 

5 with other witnesses, I think. 

6 THE COURT: All right. so it won't be necessary 

7 for me to read them over then, right? 

8 MR. LIPSEY: We didn't quite get to go through 

9 them with the witnesses we have addressed who did not have 

10 knowledge of their content. 

11 THE COURT: Okay. Fine. 

12 MR. NEUSTADT: Just a few questions, Your Honor. 

• 13 THE COURT: All right. 

14 REDIRECT EXAMINATION 

15 Q. Dr. Rutter, could you refer to Defendant's Exhibit 

16 3468. We'll bring it up on the screen for you. 

17 A. Please. 

18 Q. With respect to the two references, those in footnotes 

19 2 and 3, do you have an understanding as to why those two 

20 references were cited? 

21 A. In the Nature paper? 

22 Q. Yes. 

23 A. Nicole and Smith determined the sequence of the amino 

with steiner being the senior author, determined the • 24 acids in the A and B chain of insulin. And Oyer, et al., 

25 
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• 1 sequences of the C-peptide minus, but did not determine the 

2 sequence of the two connecting links, the dibasic links 

3 connecting the c-peptide and the A and B chains. 

4 Q. Dr. Rutter, I would now like to direct your attention 

5 to Defendant's Exhibit 3554A, page 215, and we'll bring 

6 that up on the screen for you. This will be page 215, and 

7 perhaps you can highlight the pertinent portion. 

8 Can you explain what you meant regarding the dates? 

9 A. Yes. We were unable to ascertain with any degree of 
I 

10 certainty what the date was; and, therefore, I did not give 

11 a precise date. 

12 Q. Now I'd like to direct your attention to page 222 of 

• 13 Defendant's Exhibit 3554A. This is the same document. 

14 Perhaps we can bring that up on the screen for you. My 

15 question to you is what did you intend by your reference to 

16 Genentech? 

17 A. In this case, we had used pBR322, pMB9 all -- those 

18 vectors had been developed in the laboratory of Herbert 

' 19 Boyer. Herbert Boyer was a founder of Genentech. Here we 

20 wanted to completely exclude Genentech from our use of 

21 those vectors. Hence, it was an issue of excluding that 

22 company from the research which should have been carried 

23 out. We did not want to involve Herbert Boyer himself in 

Q. Now I'd like to direct your attention to Defendant's • 24 these issues. 

25 
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Exhibit 3363, which we'll bring up on the monitor. And 

maybe we can go to the option 3. My question to you is did 

3 you carry out option 3 under the matters of judgment? 

4 A. No, we did not. 

5 Q. Did you carry out any of the options? 

6 A. Yes, we carried out options 1 and 2. 

7 Q. Why didn't you amend the memo to reflect the choices 

8 that you undertook? 

9 A. Because actually we acted on the advice of DeWitt 

10 

11 

12 

13 

14 

stetten and destroyed the clones. It was unnecessary to 

adapt this guideline. we had carried out the activities 

which we had decided, namely, to destroy the clones for 

pBR322. 

Q. When you began your career at Harvard, did you regard 

15 yourself as being in it for the money? 

16 A. No. 

17 Q. By the way, do you have any current connection with 

18 Harvard? 

19 A. Yes. I am on the Harvard Board of Overseers. 

20 Q. When you did your work at Utah, Illinois, Wisconsin and 

21 stanford and for the '525 and the '740 patents, were you in 

22 it for the money? 

23 A. No, sir. 

24 Q. Did you think anyone in your lab was in it for the 

25 money? 
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1 A. No, I do not. 

2 Q. If there is a recovery in this case, will that recovery 

3 go -- will part of that recovery go to the University? 

4 A. From my standpoint, I will have no personal interest in 

5 the money. I will elect to provide it elect to give it 

6 to the University or universities, as the case may be. 

7 Q. And what about the portion that goes to the University, 

8 do you know what that will be used for? 

9 A. In my case it will be used for medical research. 

10 Q. I'd like to ask you just four blunt questions: Did you 

11 lie to the NIH? 

12 

13 

A. No, I did not. 

Q. Did you lie to the patent office? 

14 A. No, I did not. 

15 Q. Did you lie to the senate? 

16 A. No, I did not. 

17 Q. Did you intend to commit any fraud on the patent 

18 office? 

19 A. I certainly did not. 

20 MR. NEUSTADT: No further questions. 

21 THE COURT: Do you have another one? 

22 MR. NEUSTADT: No, Your Honor. I was wondering if 

23 it was time for me to call my next witness, but maybe 

24 MR. LIPSEY: One moment. Your Honor, I have a 

25 single question, if I may. 
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1 THE COURT: Go ahead. 

2 RECROSS-EXAMINATION 

3 BY MR. LIPSEY: 

4 Q. Dr. Rutter, you did not send a second registered letter 

5 to or. Goodman memorializing your revised course of action, 

6 did you? 

7 A. Excuse me? 

8 Q. You did n~t send a second registered letter to Dr. 

9 Goodman memorializing your revised course of action, did 

10 you? 

11 A. No. 

12 

13 

14 

15 

16 

17 

Honor. 

MR. LIPSEY: No further question questions, Your 

THE COURT: That's all. Thank you. 

MR. NEUSTADT: Your Honor, the witness is excused? 

THE COURT: Yes. 

MR. NEUSTADT: Thank you, Your Honor. 

18 THE COURT: You may call your next witness. 

19 MR. NEUSTADT: Thank you, Your Honor. Plaintiff 

20 calls Mr. David Conlin. 

21 PLAINTIFF'S WITNESS, DAVID G. CONLIN, SWORN 

22 DIRECT EXAMINATION 

23 BY MR. NEUSTADT: 

24 

25 

Q. Would you please state your name for the record. 

A. My name is David G. Conlin. 


