
U 
10 

at 

- 
e 

0 

.. 

,-. . ~ 

1 

2 

3 

4 

5 

6 

7 

a 

9 

10 

11 

12 

13 

1 4  

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

ANDERSON-DIRECT/LEWIS 14-2105 

GOT EVERYTHING CLEANED UP? 

HR. PASAHOW: YES. OURS ARE TAKEN CARE OF. 

THE COURT: OKAY, FINE. 

MR. LEWIS? 

WR. LEWIS: YOUR HONOR, OUR NEXT WfTMESS IS RUDULPH 

ANDERSON 

(PAUSE IH PROCEEDINGS) 

THE CLERK: PLEASE RAISE YOUR RIGHT HAND. 

RUDOLPH J. ANDERSON, DEFENDANT'S WITNESS, SWORN 

PLEASE STATE YOUR FULL H m  AND SPELL YOUR LAST HAW3 

FOR THE COURT, PLEASE. 

THE WITNESS: M!l NAME IS RUDOLPH 3, ANDERSON, 

DIRECT EXAMINATION 

BY KR. LEWIS: 

Q. m. ANDERSON, WHAT IS YOUR OCCUPATION? 

A. I AM RETIRED. I AM OF COUNSEL TO A SMALL IJLW FIRM IN 

VERMONT, DIAMOND & ASSOCIATES, A FIRM THAT I C-D FOR BEFORE 

ADMISSION TO THE BAR IM THE STATE OF VERMONT, AND MY SON IS A 

PARTNER IN THAT FIRM. 

Q. WHAT TYPE OF L A W  D I D  YOU PRACTICE BEFORE YOUR RET-? 

A. PATENT L A W -  

Q. LET ME SHOW YOU EXHIBIT B-3. 

TS THAT YOUR CtJRRICUUJM VITAE? 

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 
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A. IT IS. 

Q. I'D LIKE YOU, WfTHOUT GOING To THE FWLL DETAIL m, TO 

DESCRI3E BRIEFLY YOUR EDUCATION AND YOUR CAREER. 

A. WELL, MY EDUCATION WAS AT THE UNIVERSITY OF -- UNDERGRADUATE 

EDUCATION WAS AT TRE UNIVERSfTY OF NOTRE DAME; X RECEIVED A 

BACHEfXlR OF NAVAL SCIENCE, mVfHG BEEN IN A NAVY PROGRAM AND 

GONE OUT TO SERVE HERE IN THE PACIFIC, AND T?€EM BACK TO SCHOOL; 

AND I OBTAINED A DEGREE OF BACHELOR OF SCIENCE XN CHEMICAL 

ENGINEERING. 

SUBSEQUENTLY, I JOINED THE PATENT OFFICE AND WENT TO 

LAW SCHOOL AT NIGHT AT GEORGETOWN L A W  CENTER AND OBTAINXD BY JD 

AND -- My JURIS DOCTORATE DEGREE I N  1951. 

Q. 

A. 1 W A S  A PATENT EXAMINER. 

WHAT W A S  YOUR POSITION IN THE PATEBIT OFFICE? 

Q. AFTER YOU OBTAINED YOUR JD, WHAT DID YOU DO? 

JD IS YOUR L A W  DEGREE? 

A. L A W  DEGREE. 

Q. WHAT DID YOU DO? 

A- WELL, I W A S  FORTUNATE ENOWH TO PASS THE VIRGINIA BAR. I 

W A S  LIVING IN VIRGINIA AT THE TIME WHILE W O m N G  AS A PATENT 

EXAMINER AT THE END OF MY THIRD YEAR OF FOUR OF LAW SCHOOL. AM 

I LEFT THE PATENT OFFICE AND JOINED THE DEPARTMEWT OF JUSTICE AS 

A TRIAL ATTORNEY, THE EQUIVALEWT OF THEIR PATENT DEPARTMENT AT 

THAT TIME. 

I STAYED THERE FOR A CUUPIIE OF YEARS AND THEN WENT OUT 

CAHDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 
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TO JOIN JOHEJS MWVIW CORpDRATfON I19 HEW JERSEY- 

A COUPLE OF YEARS -- A FEW YEARS LATER, I JOINED 

JOHNSON L JOEINSOH. 

Q. 

A. 

APPLICATIONS, AND I DID !FHAT FOR THE EARLY PART OF EIY eAREER AT 

JOHNSON & JOHNSON. 

Q. 

LAW FOR AWHILE? 

A. YES. I W A S  COUMSEL TO ONE OF THE DIVfSIONS OF JOHNSON L 

JOHNSON, AND I W A S  INVITED TO LEAVE LAW AHD GO OUT AS A DIRECTOE 

OF MARKETING. 

WHAT WERE YOU DOING AT JOHNS MMWILLE? 

I WAS WRITING PATENT APPLICATIONS AND PROSECUTING PATENT 

I THINK AROUND 1958, YOU TOLD ME YOU STOPPED DOING PATENT 

AND 1 DID THAT FOR TWO YEARS, FOUND THAT f D I D  NO!I FIND 

THAT TO BE AN ATTRACTIWZ CAPACITY WHEN THE THIRD ASSISTANT RIYER 

OF GENERAL E L E a R I C  BECAME THE MOST IMmRTANT MU4 TH EIY LIFE, 

AND I CllME BACK TO THE PRACTICE OF L A W .  

QI WHERE: D I D  YOU PRACTfCE L A W  AT THAT POINT? 

A0 f JOINED MERCK & COPANY# T€E -CEUTICAL COMPANY, IN 
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Q. DID YOU STAY AT MERCK VNTlL YOUR RETIREMENT? 

A. YES. m 1984, w 1  EIONSANTO ASRED ME IF I WOULD TAKE AN 

EARLY RETIREMENT FROM MERCK, COME OUT TO ST, LOUIS AND 

REORGANIZE THE PATENT DEPARTMENT OF I3ONSANTO AND BRING IT MORE 

ORIENTED TO THE LIFE SCIENCES, WHICH WAS THE: MERCK BUSINESS. 

Q. AND HOW LONG WRE YOU W I T H  MOHSANTO? 

A *  f WAS AT MOHSANTO FOR ABOUT POUR YEARS, AND THEH I SECOND 

RETIRED TO VBRMONT. 

Q. HAVE YOU BEEN A MEM3ER OF PROFESSIONAL ORGANIZATXONS RELATE1 

TO PATENT LAW? 

A. YES. PRIMARILY -- MY PR-Y INTEREST, I'VE BEEN AT THE 

PATENT AND TRADEMARK, COPYRIGHT SECTIQN OF THE AMERICAN BAR 

ASSOCIATION. 

Q. WHAT IS THAT? 

A. IT TS THE MAJOR ORGANIZATION OF PATENT LAWYERS. THERE ARE 

ABOUT, r THINX, MAYBE CWSE TO 10,ooo MEMBERS OF THAT SECTION A': 

THE PRESENT TIME. I -- 
Q. DID -- EXCUSE ME* 

DID YOU EVER HULD OFFICE IN THAT SECTION? 

A. I DID.  1 WENT FROM THE RANKS OF COMMITTEE CHAIRMAN TO 

DIVISION CIWIRMZLN TO VICE-CHAIRMAN AND, ULTIMATELY, SECTION 

CHAIRMAN IN THE YEAR THAT THE AMERICAN BAR ASSOCIATION MEETING 

WAS IN WASHINGTON AND LONDON. 1985, 

Q. 

A. YES+ I'M A MEMBER OF THE WERIcAN INTELfgCTUAL PROPERTY & 

HAVE YOU 3EEN A XWBER OF OTHER PROFESSIONAL ORGANXZATIOWS? 
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L A W  ASSOCIATION, THE ASSOCIATION OF CURPORATE PATENT COUPISEL, 

THE fNTERNATIONAL PATENT L A W  ASSOCIATION, AND MANY, MANY SUCH. 

THE LOCAL -, THE NEW JERSEY BAR ASSOCIATION, SO FORTH. 

Q. WAVE YOU H3LD LEADERSHIP POSITIONS IN THOSE ORGANXZATIONS? 

A. IN SOME. BUT WITHIN THE -- 
Q. HAVE -- 
A. EXCUSE ME, 

Q. EXCUSE ME. 

A *  BUT WITHIN THE CORPORATE RANKS, fT W A S  MY POLICY TO SO-q 

SHARE THE ASSOCIATION ACTIVITIES W I T H  THOSE SUPERVISORY LAWYERS 

APPOINTED TO ME; AND ONE OF THEM W O W  TAKE !JXE A f P U  AND HE 

WOULD RISE IN THE RANKS OF AIPLA; ONE WOULD TAKE THE 

INTERNATIONAL. 

AND THERE'S ALWAYS A VERY PLEASAMT TRZP OUT TO 

€AWFURNIA, OR SUCH A PLACE, IN T I E  COURSE OF JANUARY. FROM NEl 

JERSEY TO CALIFORNIA IN JANUARY IS NICE. 

Q. 

GUVERMMENT? 

A. YES, I HAVE. I GUESS THE MOST IWRTAHT ONE WAS THAT f WAS 

HAVE YOU SERVED ON ANY ADVISORY COMMITTEES FOR THE 

A KEMBER OF THE ADVISORY COMIIITEE THAT PRESIDENT CARTER 

ESTABLISHED TO STUDY INDUSTRIAL IHHOVhTION IN THE UNITED STATES 

IN 1979. 

I WAS ALSO A MEMBER OF THE STATE DEPARTMENT ADVISORY 

CDMM1:TTEE ON MULTI-NATIONAL CORPORATIONS, AND 1 WAS THE PATENT 

LAWYER DISCIPLINE MEMBER OF THAT COHHITTEE, WHICH W A S  MADE UP 01 

CANDACE L. FRANCIS, OFFICIAL REPORTER, WDC, 415-431-6080 
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ANDERSON-DIRECT/fiEwIS 14-2110 

ASSOCIATIONS XND OTHER BUSINESSMEN, ACCOUNTING AND SO FORTH. 

Qm WHEN YOU SAY A PATENT LAWYER DISCIPLINE, YOU WEAN SUBJECT 

MATTER; YOU WEFtEH'T PUNISHING THEM. 

A. NO. I WAS TIE ONLY PATENT LAWYER OM THAT GROUP. 

Q .  ALL RIGHT. HOW LONG -- 
A. I -- 
Q. 

A. WELL, FRUM -- THAT' ONE, FROM ITS INCEPTION TO WHEN I RETIREE 

FROM MONSANTO. 

TRANSNATIONAL ENTEXPRISES, BUT I'M NOT SURE. 

Q. A U  RIGHT. FOR A NUMBER OF YEARS, AT ANY RATE. 

A. YES. 

Q. 

APPLICATIONS DID YOU WORK OM? 

HOW IDNC WERE YOU ON THE TWO STATE DEPARTMENT COMMImES? 

I THINK IT IS STILL IN EXISTENCE UNDER THE TERM 

DURING THE Tfm YOU WERE A PATENT EXAMINER, HOW EPANY 

A* OH, I GUESS, OVERAU,  IT WOUfs) HAVE TO BE IN THE HUNDREDS. 

WE WERE RESPONSIBLE AT THAT TIRE TO PROVIDE OFFICE ACPIONS, OR 

THE ACTIVITY OF AN EXAMINER, ON ABOUT TEN APPLICATIONS A WEEK, 

SO OVER THE THREE AND A HALF, FOUR YEARS, THE MULTIPLICATION 

WOULD BRING XT OUT TO HuE3DREDS. 

Q. 

WORKED ON? 

IN YOUR CAREER SINCE, HOW MANY PATENT APPLICATIONS XAVE YOU 

A- WEU, WHEN I W A S  ACTIVELY PROSECUTING PATENT APPLICATIONS, 

YOU -- I WOULD HAVE A DOCKET. AS I WOULD J O I N  JUHNS M A N v x m I  

FOR EX31MPflE, THERE WOULD BE PATENT AFPLfCATIODJS AT VARIOUS 

STAGES OF PROCEEDING. 

CANDACE L o  -CIS, OFFICIAL REPORTER, WDC, 415-431-6080 ' 
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I WOULD AIS0 HAVE THE RESPONSIBILITY TO PREPARE NEW 

APPLICATIONS IN THE AMOUNT OF, SAY, 2 0 ,  25 A YEAR, SO -- AWD YOlj 

WOULD PROSECUTE THOSE OVER Tl€X PERXOD OF YEARS !THAT IT TOOK TO 

GET TIEM THROUGH THE PATENT OFFTCE, SO WHATEVER PERIOD OF TfME 

IT TOOK. 

SO 3: WOULD SAY THE DOCKETS WOULD RANGE XN THE VXCINITY 

AGAIN THE YEARS, IT WOULD IIAVE TO BE SOME THOUSAND OR SO. 

OF COURSE, I W A S  NOT DXlRECTLY XNVOLVED fW TRE 

SUPERVISORY CAPACITY, BUT 0 f W A S  FAMILIAR. 

Q. ALL RIGHT. WELL, AT SOME POINT, YOU STOPPED PROSECUTING 

APPLICATIONS YOURSELF AND MO-D TO A SUPERVISORY CAPACITY? 

A. YES. 

Q* WHAT INVOLVEMENT DID YOU HAVE WfTH TH&T -9 W I T H  PATENT 

APPLICATIONS AND PATENT PROSECUTIONS IN A SUPERVISORY CAPACITY? 

A. WELL, IF THERE WAS A SIGRIFICANT MATTER, EITEIER OF frAW -- 
EXCUSE ME -- OF L A W  OR CORPORATE POLfCY THAT W A S  GOING TO BE 

INVOLVED IN !t'HE HANDLING OF'A PARTICULAR PATENT APPUCATfON, 

WHEN I W A S  THE IMMEDIATE SUPERVISOR, IT WOULD BE BROUGHT TO HY 

ATTENTION. 

AND WHEN I W A S  THE DIRECTOR OF PATENTS, THE LAWYER 

HANDLING THE CASE AND HIS IMMEDIATE SUPERVISOR AND I WOULD 

GENERALLY REVXEW THAT CASE AND THE ISSUES THAT WERE BEING POSED 

AT THAT TIME. 

Q. I T W  IT YOU WORKED -- TENDED TO WORK, THEN, ON MORE 

CANDACE L, FRANCIS, O F F I C I U  REPORTER, USDC, 415-431-6080 
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DSFFICULT OR COMPLICATED ASPECTS. 

A, 1 WOULD -- YES. 
Q. DO YOU HAVE M Y  PATENT EXPERIENCE m T ' S  RELATED To 

WORK AGAIN ON -- AS A SUPERVISOR -- OR IN A SUPERVISORY CAPACITY 

IN REVIEWING A COUPLE OF -- A COUPLE OF BIOTECHNOmY HATTERS. 

ONE OF THEM, AS YOU PROBABLY 1- AS MANY OF YOU PROBABLI 

KNOW, THE 0- MERCK HAS A HEPATITfS B. VACCINE THAT W A S  A 

RECOMBINANT PRODUCT. THAT WAS ONE. 

MONSANTO -- f ALSO W-D ON PRODUCTS IN MONSANTO THAT 

HAD TO DO WXTH BOVINE GROWTH HORMOPIE, F'ROM THE RECOMBINANT 

PROCESS. 

Q. 

A. WELL, AT MONSANTO, I WAS HIRED BY -- TO REmRT TO DR. HOWARI 

SCHNEXDERMAN, WHO W A S  FROM THE UNIVERSITY OF CALIFORNIA AT 

BOW DID YOU GET INVOLVED IN BIUTECH AT HONSANTO? 

IRVINE, WHO W A S  THE CHIEF SCIENTIST OF MERCK. 

AND IT W A S  DR. SCHNBIDEMAN'S POLICY THAT ANY OF US OH 

HIS STAFF WE3E REQUXRBD To TAKE A COURSE I19 BIOTECWOLDGY, AN 

INTERNAL CORPORATE COURSE, AND ACTUALLY GO INTO THE IABORATORY. 

Q. DID -- 
A. AND I W A S  TOLD X HAVE SPLICED A GENE. I WAS TOLD, I HAVE 

NEVER SEEN IT. 1 PROBABLY NEVER COULD. 

Q. HAVE YOU DONE AM OTHER BIOTECR PATE3T WORK? 
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ANDERSON-DIRECT/LEWXS 14-2113 

A. YES. IN THE IAST FEW YEARS SINCE 1 -- SINCE I RETIRED FROM 

MONSANTO, I HAVE BEEN INVOLVED IN EITWER A CONSULTING OR AN 

EXPERT WITNESS ACTIVITY ON SEVERAL OF THE MAJOR MA- OF 

LITIGATION fNVOLVfNG BIOTECHNOLOGY: THE FACTOR EIGHT CAGE OF 

SCRIPPS INSTITUTE VS GEHENTECH; THE AMGEN GENETICS T#STfTU!IX, 

CHUGUY ON E M ,  ERYTHROPOINT (PHONETIC), AND f WINK THAT'S 

IT. 

Q. I WANT TO ASR YOU TODAY TO GIVE US SOm EXPLANATION OF 

PATENT MhTTERS RELBTXHG TO THIS SUIT. AND LET ME START W I T H  

\ 
CI- 

WHY DO WX HAVE A PATENT SYSTEM? 

: -- --*-- -_/ 

/--.----" 

A. WELL, THE CONSTITUTION OF THE UNITED STATES PROVIDED 

THE CONGRESS SHOULD ENACT A L A W  -- WOULD ENACT A fiAW TO REWARD 

INVENTORS . . . WELL, TO PROIOTE SCIENCE AND THE USEFUL ARTS BY 

AWARDING IWXNTORS FOR A LIMITED PERIOD OF TIME EXCLUSIVE 

RIGHT TO THEIR DISCOVEF~IES AND Immrom. 

CONGRESS DID IN 1790 ENACT THX PATEWT LAW, AND WE'VE 

HAD ONE EVFX SINCE. 

Q. 

SCIENCE AND USEFWL ARTS? 

HOW WES THE PATEN!T SYSTEM PROMOTE THE PROGRESS OF THE 

A. 

=RE BE A PUBLICATION. 

WELL, THE FUNDMENTAL PRINCIPLE OF THE PATENT SYSTEM IS TKA9 

THE IHVENTOR IS REQUIRED TO PUBLISH -- 
TO PROVIDE TO THE PUBUC: IN PRINTED FORM, IN 2HE FORM OF A 

PA=, EXS -- THE DESCRIPTION OF HIS INVENTXOEJ, MID EXAMPLES OE 

HOW IT W I L L  WORK SO THAT PEOPLE S K I W P  IN THE ART CAN PRACTICE 

CANDACE L* FRANCIS, QFFICIAL RXPORTER, U S E ,  415-431-6080 
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HIS INVENTION. 

IN RETURN, HE GETS A PERIOD OF TIME, 17 YEARS HERE XN 

!FHE UNITED STATES, To EXCLUDE OTfiERS F'ROM PRACTICING H I S  

INVENTION 

THE PURPOSE OF THE PUBLICATION, OF COURSE, IS THAT 

EVERYBODY CAN READ IT, EVERYBODY c3LEJ BUILD ON THAT IH THEIR 

RESEARCH ACTMTIES,  AND . . . IT SERVES IfNNOVATfON IN THAT 

FASHION 

(2. ARE THERE O!FHEX WAYS IN WHICH THE PATEE3"p SYSTEM ENCOURAGES 

INNOVATION AND INVENTION BESIDES !lXE DISCLOSURE THAT'S MADE IN 

THE PATENT PUBLICATION? 

A. WELL, THERE'S THE ECONOMIC INCENTIVE OF THE PATENT SYSTEM, 

IF YOU -- IF I MAY SPEAK WITH RESPECT TO MERCK, WY OWN PERSONAL 

EXPERIENCE : 

MERCK SPENDS ABOWT $800 MILLION A YEAR IN THB RZSEARCH 

FUR NEW MEDICINES, HEW PHARMACEUTICALS. THOSE m D S  ARE 

PROCEEDS OF m E I R  SALES OF PRODUCTS THAT HAVE RESULTED IN THE 

PAST FROM THAT RESEARCH INVESTMENT. AND SO THE -- TRE PATENT 

SYSTEM CLEARLY IS NECESSARY TO SUPPORT THAT KIND OF INVESTM3HT 

OF A COMPANY LfKE MERCK 0.R OTHERS THROUGHOUT THE NATION. 

Q. ARE YOU FAMILIAR W I T H  THE PATENT br !FRADEMARK OFFICE? 

A. r AM. 

Q. THAT'S K r m  OF A SILLY QUESTION. 

CAN YOU DESCRIBE TO THE JURY VERY 3RIEFLY HOW THAT 

OFFICE IS STRUCTURED. 

CANDACE L, FRANCIS, OFFICIAL REPORTER, U S E ,  415-431-6080 
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A. YES. THE -- THE PATENT OFFICE IS A PART OF THE DEPARTMENT 

OF COMMERCE. 

SECRETARY OF COHMERCE. 

THE COplIMISSIONER OF PATENTS IS AN ASSISTANT 

HE HAPPENS TD BE HARRY MANBECK 

(PHONETIC), THE FORMER PATENT COUNSEL OF GENERAL ELECTRIC. 

HE HAS REPORTING To HIM A DEPUTY ASSISTANT 

COMMISSIOHER -- I KEAN, A DEPUTY COMMISSIONER AND SIX ASSfSTAHT 

COMMISSIONERS, ONE OF WHOM XS TXE ASSISTAHT COMMISSIONER FOR 

PATENTS. THERE'S ONE FOR PATENTS, FOR AND SO FOR=. 

UNDER THAT DEFU'IX COMMfSSIOMER FOR PATENTS, YOU HAW 1€ 

GROUPS THAT ARE BROKEN DOWN BY SUBJECT MATTER THAT SHOULD BE 

EXAMINED. 

I FIND XT SOMEWHAT INTERESTING, BECAUSE WHEN 1 WAS A 

AND mxmrcAL. EVERYTHING COULD FIT UNDER ~ O S E  SIMPLE 

CATEGORIES. NOW YOU HAVE 16 GROUPS. 

THEY'RE HEADED BY A GROUP DIRBCI'OR. WHDER EACH GROUP, 

YOU HAVE WHaT ARE CALLED ART UNITS, AM 1 a 0 AND ART 

UNITS ARE AGAIN BROKEN DowPr BY TECHNICAL SUBJECT MhT'TER AND 

HEADED BY WHAT'S CALLED AN SPE, A SUPERVISORY PRIMARY EXAFLTNER. 

Q. IS THERE A pmqxmm GROUP THAT IS mmmm TO TEIE PA-: 

IN THIS CASE? 

BIOTECHNOIAGY SUBJECT BZATTER. 

Q.  H O W  H A W  0- 1 THINK YOU SAID THAT'S DIVIDED INTO ART UNITS? 

A. YES. I m ~ m  TRERE ARE E I G ~  P ~ R T  mrm IN GROUP 180, 

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 
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Q.  

A. 

AND WITHIN THE ART UNITS, WHO ARE THE PERSONNEL? 

WELL, EACH UNIT IS HEADED BY A SUPERVISORY D Y  E M X N E R ,  

AND HE WOULD HAVE REPORTING TO HIM A NUMBER OF EXAMINERS. 

THE EXAMINERS WOULD -- m Y  BE -0 WOULD BE OF DIFFERENT 

RANKS, IF YOU WILL. 

PRIMARY EXAMINER RANK, AND THEN IT MIGHT -- IT WOULD GO MlWN TO 

THE VERY BEGINNING OF ENTRY-Z;EVEL RANK. 

Q. 

ORGANIZATION, DO YOU KNOW HOW MANY EXMINERS THERE ARE IN THE 

BIOTECH GROUP? 

A- THERE ARE ABOUT -- TODAY, ABOUT 140, 15 OF WHOM ARE PRIMARY 

EXAMINERS, ROUGHLY. 

Q. OKAY. U T ’ S  TALK ABOUT EXAMINERS FOR A MINUTE: 

THE HIGHEST RANK UNDER HIM WOULD BE THE 

JUST TO GIVE US AN IDEA OF THE -- OF THE SIZE OF THIS 

WHAT KIND OF EDUCATfONAL BACKGROUND DOES IT TAKE TO BE 

AN EXAMINER? 

A. WELL, TO BE HIRED BY THE PATENT OFFICE REQUIRES THAT YOU 

HOLD AT LEAST A UNIVERSITY TECHNICAL DEGREE, 

THE PATENT OFFICE 3s MOST ANXIOUS TO OBTAIN AS 

EMPmYEES PEOPLE WXO HAVE A HIGHER SCIENTIFIC TRAINING, AND IN 

THE BIOTECHNOIOCY FIELD, THEY HAVE BEEN ANXIOUS TO GET A$ MANY 

PXaD. CANDIDATE -- GRADUATES IN THAT FIELD AS THEY HAVE BEEM 

ABL3 -- AS THEY CAN. 
Q- WHAT KIND OF T R U N I N G  Do YOU HAVE To HAVE HAD IN PATSNT 

PROCEDURES TO 3ECOME AN EXMINER? 

A. NONE, 
f 

CANDACE L. FRANCfs, OFFICIAL REPORTER, USBC, 415-431-6080 
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Q. WHY IS THAT? 

A. WELL, FUNDAMENTAUY, THEY FEEL, I GUESS WELL, THEY 

SUPPORT -- THEY RUN PROGRAMS OF TRAINING, WHICH INCUTDE THE 

LEGAL PRINCIPLES NECESSARY TO BE ABLE TO UNDERSTAND TITLE 35 ,  

THE PATENT LAW, AND HOW To APPLY TfIE PRINCIPLES OF THAT W I W  TQ 

THEIR EXAMIMXNG PROCEEDINGS. 

THERE IS A TRiUNI;NG PROGRAM I13 THE PATENT OFFlCE 

CALLED -- CALLED THE PATENT OFFICE ACADEMY. EVERY EKTERfBG 

EXAHINER WILL HAVE ABOUT 200 HOURS OF PATENT OFFICE ACADEMY 

FORMAL TRAINING IN THE COURSE OF HIS FIRST YEAR, OR TRAT'S THE 

GOAL CERTAINLY. 

THEN THERE IS ALSO ONGOING TRAfNIHG ACTIVITIES OF 

LEGAL, LECTURES AND WHAT HAVE YOU, TO -- TO THE EXAEPfNERS. 

THE PATENT OFFICE ALSO FIMANCXAUY SUPPORTS EXAHINERS 

WHO GO OUT TO TIXE L A W  SCHOOLS THAT IN THE WASHINGTON, D.C.,  

AREA AND TAKE COURSES TIfAT ARE REIATED TO THE PRACTICE OF PATFN 

LAW. 

Q. 

AND LAW SCHOOL COURSES, AND THINGS LIKE THAT, ARE THERE OTHER 

MECHANISMS FOR EWINERS TO LEARN FATENT PROCEDURES? 

ASIDE FROM FORMAL TfZAINIlJG OF THIS SORT, THE PATENT ACAWMY 

CALLED THE MANUAL OF PATENT EXAMINING PROCEDURES. EACH EXAMINE] 

HAS A COW OF TKAT. THAT IS REALLY T€E TEXTBOOK USED IPJ THE 

ACADEMY, AND IT'S T€iX TEXT USED ON A DAY-TO-DAY PRACTXCE WHEN 

YOU'RE DOING AH EXAMINATION OF AM APPLICATION. 

CANDACE L. FRAMCIS, OFFICIAL REPORTER, USDC, 415-431-6080 
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THEY ATSO, OBVIOUSLY, HAW, THE CHAP SITTING NEXT TO 

THEY H?iVE THE SUPERVISORY PERSONNEL WHO ARE RESFOHSIBLE THEM. 

FOR THE OH-WE-JOB TRAINING, AND 1 GUESS X WOULD SAY THAT THE 

ON-THE-JOB TRAINING IS FUND-AUY THE HOST IMPORTANT PART OF 

THE TRAINING OF AN EXAMSNER. 

Q -  HOW DO EXAHIMERS LEARN PIELO OF ART, TIU3 SWWECT MAWER, 

THE SCIENCE THAT THEY WORK IN? 

A- WELL, SEVEN AND A IULF HOURS A DAY, YOU 0- THEY LIVE IN IT. 

AN EXaMfEJER IS ASSIGNED TO A PARTfCUfiAR ART -- WHAT'S 
CALLED AN ART -- SUBCLASS. 

FOR EXAMPLE, WHEN 1 W A S  ?GI EXAMINER, 1 SPENT ALL OF Epy 

TIME ON THE CHEMISTRY OF PHOTOGRAPHY. 

AREA, THERE WOULD BE EXAMINERS WHOSE RESPOHSIBXLITY WOULD 3E 

IN THE BIOTECHNOUXY 

THAT MUCH [INDICATING) SUBJECT HATTER IN BIOTECHEIOLXK;Y, AND 

EVERYTHING THEY DID WOULD BE REXATED TO TIEAT SUBfECT MAT!!XFt. 

THEY'D HAW3 RESPONSIBIIJTY TO STAY UP WITH THE 

LIT-= ON THAT AREA OF SUWECT MATTER, AND THEIR SEARCHES 

WOULD TAKE THEM: INTO TEAT -- THAT SUEUECT MATTER ON A STEADY 

BASIS. AU OF THEIR APPLICATIONS WOULD REIATE TO THAT SUBJECT 

HATTER, AND SOONER OR LATER, YOU GET TO KHOW IT QUITE WEU. 

Q. ARE THERE ANY FORMAL TRAINING mCHAHXSMS IN THE AREAS -0 TH, 

SUWECT M A W  FOR BIOTECHNU-Y? 
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A, 

UP 9- IT HAS A BOARD OF DZRECTDRS MADE UP OF ELfi=MBERs FROM 

THAT'S PART OF TKE PATENT OFFICE ACADEMY, AMD ST'S MADE 

INDUSTRY, FROM T€E ACADEMIC WORLD, AND FROM THE PATENT OFFICE. 

AND THAT GROUP IS DEVOTING TKEIR EFPURTS TO DEVEWPING 

TRAINING MECHANISMS FOR THE EXAMINEXS INVOLVED IN GROUP 8 0 ,  IN 

THE BIOTECHNOWGY SCIENCES. 

THEY HAVE HAD LEcTlfRES -- LE- SERIES TEAT THEY RWN 

IN THE PATENT OFFICE FOR THOSE EXAMINERS, AND 0 m Y ' R E  

DEVOTING SUBSTANTIAL FUNDS AND EFFORT TO TI~AT Amrvrw. 

Q. 1 SEE. 

YOU MEEJTIONED A MINUTE AGO THAT ARE DIFFERENT 

KINDS OR GRADES OF EXAMINERS; IS THAT RIGHT? 

A. YES. 

Q. 

PRIMARY EXAMINER? 

A. YES. 

1 THINK ONE THAT YOU MENTSOMED W A S  A -- SOMETHING CALLED A 

Q. WKAT IS A PRIMARY E m r N m ?  

A. 

EXAPllINER IN A NON-SUPERVXSORY CAPACITY WHO HAS THE AUTRORITY 

TO . . . IN HIS ACTIONS, INTERVIEWS, AND IN H I S  OFFICE ACTIONS, 

BfS CORRESPONDENCE WITH APPLICANTS, To BIND THE PATENT OFFICE l Y  

THOSE DECISIONS TWAT HE MAKES. 

WELL, A P R I W Y  EXMIHER IS THE -- THE HIGHEST RANKED 

Q*  CAH YOU 3XPLAIN TO THE JURY WHAT IT T m S  TO BECOME A 

PRIHARY EXAMINER. 

A. WELL, FROM c.r FROM: THE E N T R Y - m L  YOU'RE EXPECTED 

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 



14 

a 

+,  I... 

0 

I, 

a 
L 

1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

I1 

12 

13 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

A N D E R S O N - D I R E C T / ~ I  S 14-2120 

DO CERTAIN THINGS UNDER THE SUPERVISTON OF SOME WIGHER 

AUTHORITY, GENERALLY'A MOR3 SENIOR ATl?ORNEY -- A MORE SENIOR 

EXAMINER WHO WOULD BE ASSIGNED AS THE TRAINING EXAMINER FOR THAT 

PARTICULAR -- W R  THIS HBWCOMER. 

AS HE PROGRESSED 1pJ HIS TRAINING, THE SUPERVISORS WOULD 

WATCH HOW HE WAS DOING AND WOULD GIVE HIM ADDITIONAL 

AUTHORITIES. 

ULTIMATELY, IT WOULD COME UP THE RANK TO THAT AUTHORIm 

TO S I G N  ACTIONS, SUBJECT TO THE SUPERVISOR APPROVXNG THE SIGNING 

IT, AWD THEN ULTIMATELY TO THE PRIMARY EXAMINER W, WERE YOU 

DO IT WITHOUT THAT NECESSITY OF A SUPERVISORY SIGHfNG. 

Q. HOW IDNG DOES IT NORMALLY TAKE FOR AN EXAMINER TO PROGRESS 

TO THE RANK OF PRIMARY EXAMINER? 

A. OH, AT THIS TIME, IT'S ABOUT A SIX- OR SEVEN-Y&AR 

PROPOSITION. 

Q. 

WORXfNG WITH OTHER EXAMINERS? 

WHAT RESPONSIBILITIES DOES A PRIMARY EXAMINER WAVE FOR 

A. WELL, HE NORHAUY WOULD BE ASSIGNED THE RESPONSIBIWTY TO 

TRAIN AND e . . I !THINK THAT -- HE OBVIOUSLY HAS A DOCKET. HE 

HAS HIS OWN DOCKET. HE PROCEEDS TO HANDLE H I S  OWN APPLICATIONS 

AND HIS OWN -- ANY OTHER M A W ,  INTERFERENCES AND RE -- 
RE-EXAMINATION PROCEEDINGS. 

BUT I -- IN ADDITfON TO THAT, HE'S EXPECTED TO DO 

TRAINING 0 

Q .  flE'S SUPPOSED TO TRAIN LESS EXPERIENCED EXAMfNEE1S? 

CANDACE L. FRANCIS, OFFICfAL REPORTER, US=, 415-431-6080 
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A. YES. 

Q. 

FOR EXAMINERS' PERFORMAWCE. 

W E  HEARD HERE EARLY IN THE TRIAL ABOUT SOHE SORT OF QUOTAS 

ARE YOU FAMILIAR WIW THAT? 

A. X THINK TffE TERM THAT -0 THAT IS PREF'ERRED IS "GOALS." THE 

PATENT OFFfCE WOULD MUCH PREFER TWE TERM "GOAL" THAN "QU0T;AS." 

YES, I AM FAMSLXAR WITH TFiAT. 

Q. AND WE HEARD TXAT THE GOAL 0- TO USE YOUR WORD -- IN TEE 
LIKE THE ONE INVOLVED lN THIS CASE 

AN wPLI:cmrcm. 

IS THAT YOUR WHDERSTANDING? 

A. YES. THAT WOULD BE THB CUMULATIVE TIME FROM THE BEGINPJING 

OF T f I E  PROCESSING OF AN APPLICATION TO TFIE COMPLETION OF THE 

EXAMINER'S ACTIVITIES OM THAT APPWCATION. AWD -- 
Q* DOES 0- 

A. 

ABOUT RIGHT. IT'S AN AVERAGE NUMBER, HOWEVER. 

Q. 

A. NO. AS I SAY, IT'S Aw AVERAGE. THB . * THE SYSTEM WURKS 

-0 YES, I'VE SEEN A STATISTIC THAT INDICATES THAT THAT'S 

DOES THAT -- DOES THAT FIGlfRE APPLY TO EACH &PPLICATLON? 

TSMJ3 ARE REUTED TO THE NUMBER OF APPLICATIONS TfIAT HE'S 

HANDLED, AND THZLT IS -- HE'S SUPPOSED TO REACH !EfkT KIND OF A 

GOAL, HAND= THAT MANY APPLICATIONS THAT THE GOAL ENDS UP AT 

BEING A -- m'S ATTAINED A 26- OR 25-HOUR PERIOD OF TIEIE, ON 

AVERAGE, FOR VIFX&T EE'S DDNE. 
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APPLICATIONS INVOLVF,D IN THIS CASE? 

A. ABSOLUTELY MOWING, 

Q* IS THERE -- IS THERE ANY WAL, TfME LIMIT RELATED GOAL, 

RELATED TO A RE-EXAMIHATIUN PERFORMED BY AN EXAMINER? 

A. NO* NO, XN RE-EXAMINATION, THE HOURS SPENT ON 

RE-EXAMINATIONS ARE MOT T m N  IHTO ACCOUNT IN TIfIS CAICUIATION 

QF HOURS OF EXAMINER TIME. 

OBVIOUSLY, IT'S NOT DOHE ON M Y  KIND OF A SPARE TIME 

BASIS. THE -- THE PATENT OFFICE VIEWS A RE-EXAMINATION AS A 

VERY IMPORTANT PROCEEDING AND THE EXAMINER SS GIVEN ALL THE TIN 

NECESSARY TO PROPERLY HANDLE A RE-EXAMINATION. 

MOW, OBVIOUSLY, IN THEIR SUPERVISORY ACTTVITIES, 

THE . . . THE SUPER -- SUPERVISORY EXAMINER WOULD LOOK AT 0- AT 

THE TIME HE'S RATING THE PERFORMANCE OF AN EXAMINER, HE'D U O K  

AT THE REASONABLENESS OF THE TIME PUT ON A RE-EXAMINATION. 

I HAD A CHAP STATE IT TO ME THAT, 1F YOU PUT A HWNDFtED 

HOURS ON A YO-YO, YOU MIGHT BE m T I c ' f Z E D #  BUT THAT'S TIE 

TAKE A I L  THE TIME NECESSARY. 

Q. I'D LIKE YOU NOW, IF YOU WOULD, TO GIVE US JVST AM OVERVIEW 

OF HOW THE APPLICATION -- AN APPLICATION FOR A PATENT IS 

PROCESSED WITHIM THE PATENT OFFICE, WHAT STEPS IT GOES THROUGH. 

AND I BELIEVE WE HA- A POSTER THAT CAN HBLP YOU WITH 

THAT 

CANDACE E. F'RANCXS, OFFICIAL REH3R2%R, U S E ,  415-431-6080 
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MR. =IS, HOW LONG ARE YOU M I N G  TO BE ON THE COURT: 

DIRECT, M) YOU mrm? 

HR. LEWIS: f EXPECT TO BE MOTHER 45 HIINU!PES OR AN 

HOUR, YOUR HONOR. 

THECOURT: OKAY, 

(COURT CONFERS W I T H  COURT REPORTER) 

THE COWRT: OKAY. WHI- YOU'RE GEFTING THE POSTER, w6F! 

DON'T THE REST OF US STAND UP, AT LEAST THOSE OF US WHO'D LIKE 

TO STAND UP- 

BETWEEN TESTIHON!l AND IT GETS A LlTTLE WEARY, 

WE'Ve BEEN SITTING -- WE DIDN'T TAKE A BREAK IN 

MR. LEWIS: FmE. IT'LL GlVE ME AN OPPORTUNITY -- 
THE COURT: SOME PEOPLE MAY HOT HA- BEZN UP AS LATE AI 

I W A S  XAST NIGHT. 

(PAUSE IN PRUCEEDINGS) 

MEt. W I S :  AT AN APPROPRIATE TIME, MAY MR. ANDERSON 

COME DOWN AND USE A POINTER? 

THE COURT: YES. LET'S JUST GET EVERYBODY SORT 

O F , .  

THE WITNESS: I MIGHT NEED MY GLASSES FOR THAT. 

(PAUSE IN PROCEEDXNGS) 

THE COURT: OKAY? EVERYBODY 0 

(PAUSE IN PROCEEDINGS) 

Q- (BY l4R- LEWIS) HR. ANDERSON, I'VE PUT UP m I B f T  3-5. 

COULD YOU GIVE US A BRIEF DESCRIPTION OF HOW AN 

APPLICATION FUR A PATENT IS PROCESSED ONCE fT'S BEEN FILED WITH 

CANDACE L. mwcrs, OFFICIAL R E ~ R T E R ,  USDC, 415-431-6080 
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THE PATENT OFFICE? WB DON'T NEED THE FULL DETAIL OF THAT THICK 

BOOK BUT JUST TO HELP. 

A. CERTAINLY. CERTAINLY. 

THIS PROCESS IS CONDUCPED BY MAIL. 

THE PATENT APPLICATION IS FSLED IN THE PATENT OFFICE. 

IT GOES TO WHAT'S CALLED AN APPLICATION 0 

THE REPORTER: T'W SORRY, BUT EVEN WITH THE MICROPHONE, 

I CAN8T HEAR, PERHAPS IF YOU HEW IT CXIOSER TO YOUR MOUTH. 

THE COURT: YES, HOLD IT CIDSER TO YOUR MOUTH. 

THE WITNESS: IT'S REVIEWED FOR THE FORMALITIES, 

WHETHER THE FEE ?US BEEN PAID AND SO FORTH, AND THEN IT IS 

FORWARDED TO THE GROUP, THE ART UNIT, AND -- m T  IS CHARGED 

WITH RESPONSIBILfTY OF EXAMINING THE SUBJECT MA- TO WHICH 

THAT APPLICATION IS -- RELATES. 

IT THEN WAITS FOR ITS TURN WITH THE OTHER APPLICATIONS 

BEFORE BEING TAKEN UP 3 Y  TKE EXAMINER. 

TfLE EXAMINER ULTImTELY REACHES THE -- m!P 

APPLICATION, HE REAUS THE SPECIFICATTOFTS 6AREFWLLY TO 

CLAIMS TO SEE THE NATURE OF WHAT IS TO BE CLAIMED AND FOR WHIM 

STATUTORY PROTECTION DESfRED. 

TO HXW, AND ELECTRONIC DATABASES THAT HAVE BEE€? MADE AVAILABLE 
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HE PICKS FROM THAT THOSE THAT IfE THINKS TO BE =LEVANT 

TO THE ImmroN, BRINGS m w m  TO HIS DESK, SITS DOWN, 

REVIEWS THEM CAREFUfiLY, REVIEWS THE CLAIMS MORE m F W L L Y ,  

REACHES A CONCLUSION AS TO WHZTHER HE SHOULD W E C T  THE CLAIMS 

AS NOT BEING PATENTABLE OVBR THAT ART, THAT PRIOR ART !PHAT HE 

HAS FOUND, AND HE WRITES WHAT'S CALLE33 A -- AN OFFICE ACTION 

REJECTION, AND THAT'S AT THAT POINT. HE MAIXS IT OUT. 

Q. (BY HR. LEWIS) EXCUSE ME, MR, ANDEZSOl?. 

IS THAT FIRST OFFICE ACTION, IS -- IN YOUR EXPERIENCE, 

IS THAT NORMALLY A REJECTION? 

A- IT IS NORMALLY A REJECTION. IT'S YES, IT IS, AND 

IT'S THE THING THAI" TAKES A IX>T OF THE EXAMINER'S TIME. IT 

TAKES -- TO DO THAT FIRST READING AND THAT FIRST EXAOYIINATIOPJ, 

TWAT FIRST SEARCH AND SO FORTH, IT TAKES A PAIR AMOUNT OF THE 

EXAMINEX'S TIME. 

Q -  NOW, IF YOU GET A REJECTION AT TB&T FIRST STAGE, DOES THAT 

MEAN YOU DON'T GET A PATENT? 

A =  OH, NO, BY NO MEANS. THAT'S REALLY A -- THE MINIMUM THAT X! 

PATENT OFFXCE CAPACITY -- TO EXPRESS THEMSELVES OM THE ART AND 
THE CLAIMS BEING ASSERTED. 

A PERIOD OF TIME TO RESPOND, RANGING PROM TKREE MONTHS PERHAPS 

TO THE MAXIMUM STATUTORY PERIOD OF S I X  MONTHS. 

TElE APPLICANT GETS IT, ?DO= AT THE REJECTION, WKS A! 

CANDACE L. FRANCIS, OF'FICIAL =PORTER, U S E ,  415-431-6080 
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BROAD, SHOULD BE REVISED, WHAT'S U D  -ED CLAIMS. 

AND IIE AMENDS THEM, WRITES A -- WHAT'S CALLED AN 

MENDMEET -- EXCUSE ME -* WRITES A RESPONSE TO THE OFFICE Am101 

AND SENDS IT IN TO THE PATENT OFFICE FOR THEIR -- FOR THAT 

EXAMINER'S FURTHER mrm. 

AGAIN, THE APPLICATXON AWAZTS ITS TURN. XT IS TAKEN U1 

AGAIN BY THE EXAMINER, AND HE REAWS A CONCWSfOlJ, HE IDOKS Al 

T W  CLAIM!5 NOW BEING ASSERTED, LOOKS AT THE ARGUMENTS, mKS AT 

THIS m T #  CONSIDERS H I S  POSITION AGAIN, M D  THEN -S A 

CONCLUSION, WHICH CAN DROP US TO THIS AREA (INDICATING).* 

SO HIS CONCLUSION IS EI- GOING TO BE, "NU, I DON'T 

THINK THE APPLICANT IS RIGHT. 

REJECTION ON THESE CLbIHS. THEY'RE JUST NOT PA-mm, IN MY 

I ' M  GOING TO GIVE HlM A FSNAL 

JUDGMENT. 

OR HE SAYS, "YEAH, THERE'S AN INVENTTON," AHD HE XSSUE! 

WHAT'S CALLED A NOTICE OF ALLOWANCE. IT'S A THAT' GOES 

OUT. AND WHEN HE ISSUES THAT, THE HAPPY APPLICANT PAYS THE 

ISSUE FEE AND THE PATENT IS GRANTED TO HIM. 

IF HE ElAs A FINAL REJECTION, HE HAS A -- OFTEM, HE WIG 

COME BACK W I T H  ANOTHER LETTER AND SAY, "HEY, T8AT'S NOT RIGHT. 
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RECONSIDER." 

DIRECTION (INDICATING) . 
AND PENWPS HE CAN COWIIJCE HIM TO GO WfS 

IF NUT, HE GOES TO APPEAL To THE BOARD OF APPEALS. 

NOW, THERE ARE OCCASIONS, AS IS INDICATED IN THESE 

CHARTS, WHERE, AFTER THE FINAL REJECTION, THE REASOMS FOR THE 

F I N S  m E C T I O N  MAY BE CORRECl'ED BY CHAMGING THE WRITTEN 

DESCRIPTION OR SOME PART OF mE SPECIFICATION OF THE PATENT. 

YOU CANPlOT CHANGE THIS ONE (INDICATING), SO YOU EmAvE Tt 

DO IT HERE, FILE A NEW ONE, BRING IT BACK AND START ALL OVER 

AGAIN 

THE BQARD OF APPEALS E r m  SUSTAINS THE EXAMINER IN 

HIS RESECTION, AT WHICH wrm I'VE SHOWN HERE AN APPEAL TO THE 

COURT OF APPEALS OF FEDERAL CIRCUIT, OR T I B Y  REVERSE THE 

EXAMINER, SAYING, "NO, EXAMINER, YOU'RE WRONG. THERE IS AN 

INVENTION.m IT'S BACKED UP, BACK TO THE NOTICE OF X L I D W A N C E .  

Q .  THANK YOU. YOU CAN TAKE A SEAT AGAIN. 

A. (WITNESS RESUMES WITNESS STAND.) 

Q. HAVE YOU EXAMINED THE FILE% FROH THE PROSECUTION OF' THE '19 

PATENT AND '202 PATENT? 

PROCESS? 

A. YES. THEY WENT THROUGH A TWO-OFFICE ACTION PROCESS. 

Q. HOW IDNG DID THE PROCESS TAE;E POR THE '202 PATENT, JUST To 

GIVE AN rmA OF HOW LONG IT TARES? 
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A. WELL, THE PATENT -- 
Q. IET ME HEW YOU. I HAVE EXHIBIT ~ ~ 1 ,  mxm rs TKE ' 202  

- . "  --. - 1 - 
x 

PATENT. 
c 

*__ __ --- -4 
y c 

// --- . 
-- -_ 

PATENT W A S  ISSUE !b -Ip 3ULY OF 1987$ SO IT WAS SOMEWHAT SHORT OF 

Two YEARS. 

Q. WHEN MR. DE GRAND1 W A S  HERE, HE SPOKE ABOUT ONE EVENT IN 

THAT PROCESS THAT WAS CALLED A TERMIHAL DISCLAIMER. 

A. YES. 

Q. WHRT IS A TERMINAL DISCLAXBIER? 

A. A TERMINAL D I S C f r A I m  IS A DOCUMENT THAT YOU FZfiE IN THE 

PATENT OFFICE WHEN YOU HAVE TWO APPLICATIONS OF THE SAME . . . 
OWNER -- OWNER -- TRAT ARE RELATED TO EACH OTHER. 

AND TKE DOCUMEEJT SAYS, I . . f W I L L  SIGN THE 

CERTIFICATE THAT DETERMINES THE DAY OF EXPIRATION OF THE SECOND 

PATENT AT THE DATE OF EXPIRATION OF THE FIRST PATENT. 

Q. IT'S A DOCWMENT T€WT SHORTENS TWE T m  OF THE SECOND PATENT 

m mrm THE OWNER AGREES TO THAT? 

A. YES. 

Q. 

A. THERE IS A -- TRERE IS A REJECTXON USBD IN !FHE PATEEOT OFFICJ 

THAT'S CAIJZD AN OBVIUUSNESS REJECTION ON -- OH THE 
STATUTORY BASIS OF DOUBLE PATENTING. 

WHAT KIND OF SITUATION CAUS FOR T33AT? 

IT CAN OCCUR WEEM YOU HAVE TWO APPUCATfDP3S, THEY'RE 

RELATED TO EACH OTHER, AND THE EXAMINER ARGUES mfAT THE CLAIMS 

CANDACE L. FRANCIS, OFFICIAL REPORTER, U S E ,  415-431-6080 
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OF THE SECOND APPLrcxrmN ARE NOT PATENTABLE OVER THE cmms OF 

TfIE FIRST APPUCATION AWD WOULD EXTEND TWE PATENT HONOPOLY FOR A 

PERIOD OF TIME IMPRUPERLY. 

Q .  

ISSUES Af"rER THE OTHER ONE ISSUES? 

WWEM YOU SAY IT WOULD EXTEND THE PERIODF THAT'S IF ONE 

A- THAT'S CORRECT, THAT THEY ISSUE OH DIFFERENT DATES. 

Q. SO YOU'D HAVE A 27-YEAR TERM ON ONE OF AND THEN A 

17-YEAR TERM OVERLAPPING T€E OTHER. 

A. WELL, OVERLAPPING. GEHSRAUY I IT WOULD 3E A YEAR IQNGER, OB 

SUMETHIMG OF THAT NATURE. 

Q. ALL RIGHT. NOW, HOW DOES A TERMINAL DISCIAIMER SULVE THAT 

P R O B m ?  

A. WEU, IT -0 IT TERMINATES THE TERM OF THE SECOND PATENT ON 

THE SAME DAY THAT! THE TERM OF THE FIRST PATENT EXPXRES. 

Q. 

OF A REJECTION, FRUM AfJ EXMINER AND YOU DECIDE "0 USE A 

TERMINAL DISCIAIMER TO FIX IT, HOW m N C  DOES THAT TAKE? 

NOW, IF YOU GET THIS KIND OF REJECTION, THIS PARTICULAR KIN1 

A. YOU WRITE THE LETTER AND DELIVER IT THE NEXT DAY, AND 

PROBLEM XS FINISHED. 

Q.  WHAT ELSE CAN YOU DO IN THAT SITUATION? 

A* WELL, WHEN YOU GET m T  KIND OF A REJECTION' YOU 9- 

NORMALLY, YOU ARGUE, ElECAOSE TIIE -- IT ISN'T ALWAYS NECESSARlLY 

TRUE. SO YOU WILL ARGUE WITH THE EXAMINER T€IAT IT IS AN 

IF HE STAYS WITH 111s REJECTIOW, THEN I mrm -0 OR AT 

CANDACE L. m c r s ,  OFFICIAL REPORTER, USPC, 415-431-6080 
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LEAST IN MY EXPERIENCE, THEN YOU HAVE FOR THE CWENT A -- AN 

ECONOMIC DECISION: 

FROM !CHAT EXTRA YEAR OF TERM IN THE SECOND PATENT WORTH TKE 

FIGHT AND THE JEOPARDY OF WAITING lT OUT AND SO FORTH? 

IS TH3 BENEFIT TH?iT YOU'RE GUXNG TO RECEIVE 

Q. WELL, JUST TO MAKE CIIEAR WHAT THE FIGHT IS: 

IF YOU DECIDE NOT TO FILE A TERMfWAfi  DISCLAXllZX AWD 

CURE IT RIGHT AWAY, WHAT ELSE DO YOU DO? 

A. 

THE BOARU OF APPEALS AND THEN AN APPEAL To THE COURT OF APPEALS 

WELL, YOU GO OVER TO THAT FINAL REJECTION AMD THEN APPEAL TC 

OF THE FEDERAL CIRCUIT, AND YOU'VE SPENT TWO YEARS OR BETTER OF 

Trm AND A SUBSTANTIAL AMOUNT OF EFFORT TO GET YOURSELT TO THAT 

POINT. 

(PAUSE IN PROCEEDINGS 1 

Q. (BY MR, LEWIS) HAVE YOU REVIEWED YOU HAVE REVIEWED 

THE PROSECUTION FILES OF THESE PATENTS. 

A *  I H A V E -  

Q. WAS THERE TERMINAL DISCXIAX= FILED? 

A. YES, IN 3OTH OF THEM. 

Q. 

REJECTION THAT CALLED FOR THAT? 

A- YES, IN PIRST ACTION IN BOTH, AP3D THEN 2Ul ARGUMENT 

W A S  THERE THIS TYPE OF OBVIOUSNESS TYPE DOUBLE PATENTING 

AGAINST IT ON THE PART OF CETUS. 

THE EXMXNER HELD TO HIS POSITION, KHD CETUS FIIJED 

TERMINAL DISCWLIMERS WI!FHOUT ACQUIESCING TO HIS REJECTION, 

cOmfwfNG To ARGWE IT, AND SAID, BUT WITHOUT ACQUIESCING TO IT 

CANDACE L* FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 



c 

43 

17 I 

2 
-, 

3 

4 

5 

I) 

* 
6 

0 

* 

* 

,- 

.~.,. . 

7 

8 

9 

10 

11 

'I2 

k3 

14 

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

ANDERSON-DIRECT/LEWIS 14-2131 

Q- WHAT 9- WHAT IN TERMS OF PATENT PROTECTION DID CETUS GIVE UP 

BY FILING THAT TERMINAL DISCIAIMBR? 

A. WEU, IN THIS PARTXCWIAR INSTANCE, THE PATENTS ISSUED ON 

EXACTLY THE SAME m y ,  so TJIERE WAS NO EFFECT OF THE TERMINAL 

DISCLAIPIIER. 

Q. IS THERE -9 IS THERE ANY REASON TO APPEAL I W  THAT SORT OF 

SITUATION WHERE THEYcRE GOING TO ISSUE TWE SAME MY? 

A. AM'Y,  , , 

Q. ANY REASON TU APPEAL A REJECTION OF THAT TYPE WKEH YOU 

ANTICIPATE THE PATENTS W I L L  ISSUE THE SAME DAY. 

A. NO. BUT YOU NEVER CAN BE SURE THAT, IN THE COURSE OF THE 

PROCEEDINGS IN THE PATENT OFFICE, EVEN AFTER THE NOTICE OF 

ALZXTWANCE, THAT THEY'LL BE ISSUED ON THE SAPIE DAY. 

REQUEST IT, BUT YOU CAM'T BE SURE. 

YOU CAN 

(PAUSE IN PROCEEDINGS) 

Q. 

THE PATENT FROM TIME TO TIHE, AWD I ' D  LIKE YOU, WITHOUT TRYXNG 

TO INTERPRET WHAT IT MEANS OR ANYTHING, JUST TO EXPLAIN WXAT TH 

(BY MR. LEWIS) WE HAVE -- THE JURY HAS SEEN A LITTLE BlT U! 

PARTS ARE OF THE PATBNT- AETD 0 e 

IF I CAN GET THE MACHINE ON* 

(PAUSE r N  PROCEEDINGS) 
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IS THAT C A U E D  THE COmR SHEET? 

A. YES. 

Q.  OKAY. SO WE DON'T NEED TU GO TXROUGH THAT IN DETAIL. 

PATENT? 

A. 

THE PART OF DRWINGS AND O m  IS THE PART OF SPECZFICATIONS. 

THE PATENT IS MADE UP OH TWO ESSENTIAL PARTS. ONE IS 

IN THE COPY I IIAVE BEFORE ME, THB ORAWXNGS BECOKE THE 

NEXT PART OF IT. THERE &RE SEVEN SHEETS OF -- THERB ARE 13 

SHEETS OF DRRWfNGS THAT ARE HERE, THEY CAM BE XN FRONT OR THEY 

CAN -- THEY CAN BE AT THE REAR OF THE SPECIFICATION. 

BUT IF YOU GO PAST THE DRAWINGS, THZRE'S A TEXTUAL 

MATERIAL THAT STARTS TAUCING -- IT SAYS HERE, COLUMN 1, 

FOR AHPUFYING NUCfiEIC ACID 

"PROCESf 

THIS IS CALLED !THE SPECIFICATION. THAT'S THE VERY 

BEGINNING OF THE SPECIFICATION OF A PATENT. 

Q. LET'S START WITH A LITTLE EXPLANATION OF THESE MJHBERS: 

THERE'S A NUMBER AT THE TOP OF THE COLUMNS. THAT'S 

JUST A NUMBERING OF THE CWUMHS? 

A, THAT'S JUST A -RUNG SYSTEM OF COfrfTMblS. 

YOU'LL SEE NUMBERS DOWN THE CENTER, W D  THOSE ARl3 THE: 

~ E R S  OF THE Lrms. 

Q. THAT'S JVST A WAY TO REFER TO A PLACE IN THB PATENT. 

A. YES. 

Q I  O n Y .  AND YOU WERE POINTING TO THE TITLE AT THE TOP OF 

CANDACE L. FRANCIS, OFFICIAL REPURTER, USDC, 415-431-6080 
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COLUMN 1 A MOHENT AGO? 

A. THAT'S CORRECT. 

Q. WHAT CONES NEXT IN A TYPICAL PATENT? 

A. GEWERALLY, THE PART THAT IS LABELED IN THIS PATENT AS 

BACKGROUND OF THE fNVEWTIONt 

YOU WOULD PROVIDE TO THE ExApllINER A WRITE-UP OF THE PRIOR ART 

IN THAT AREA OF THE SPECIFICATION, 

KNOWN To YOU To WHICH THE -- THE INVENTION 'RELATES. 

YOU GENERALLY OR OFTEN MAY PUT IN !ElERE A STATEMEWI' OF 

THE NATURE OF, "THE PROBLEM THAT EXISTS FOR WHICH THE INVENTION 

IS DESIGNED TO SOLVE.w THE PROBLEM DESIGNED TO SOLVE. AND THA'I: 

GENERALLY, IT GfmS YOU, AS IT SAY&, THE BACKGROUND. 

IT GIVES YOU mE LITERATURE SO THAT, WHEN YOU START READING IT, 

YOU XNOW THE GENERAL FIELD YOU'RE GOING TO BE TALKING ABOWT. 

Q .  

COMES NEXT AFTER THE BACKGROUND? 

IN A TYPICAL PATENT -- IN DRAFTING A TYPICAL PATENT, WHAT 

A. WELL, YOU'LL HAVE A SUMNARY OF THE INVEW!ION, A FAIRLY 

CONCISE, AND BROAD, AND NOT . . . HOT VERY MUCH DETAIL 

GENERALLY, BUT A SUMMARY, 

XT'S NOT THE S m  AS THE ABSTRACT IN THE FRONT. IT 

GIVES YOU A BIT MORE mFomnro# m THE ABSTRACT. BUT IT'S -- 
IT'S DESIGNED TO GIVE YOU A GENERAL . . . GENERAL IDEA OF WHAT 

YOU CAN EXPECT TO 13E RJ3ADfEJC AS YOU GO THROUGH THE REST OF THE 

SPECIFICATION, 

Q. OKAY. iw IN mrs PATENT, IN c o w  3,  THE: NEXT -a 

CANDACE 2. €'RMEIS, OFFICIAL REPORTER, U s X ,  415-431-6080 





1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

14  

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 

ANDERSOPJ-DIRECT/IJ3WfS 14-2135 

LISTING OF EXAMPLE 1. 

Q. 

A. YES. fT IS . . . IT IS CERTAINLY TYPICAL, AND AT =IS 
NOW, IS IT TYPICAL To PUT EXAMPLES IN A PATENT? 

STAGE, IN A SCIENCE OF THIS NATURE, IT WOULD BE m A T O R Y ,  

FOR -- FOR GOOD READING. 

Q .  

IN A PATENT? 

A. OH, A DOZEN IS COMMON. 

PREPARED THAT ARE THAT THICK (INDICATING) THAT MIGHT HAVE 

HUNDREDS OF EXAMPLES, BUT . . . 

IN YOUR EXPERIENCE, DOES ONE NORMAUY PUT A DOZEN EXAMPLES 

X'VE SEEN PWARMACEUTICAL PA-S WE 

THE PURPOSE OF AN EXAMP= IS TO GIVE RECIPES OR, IF YO1 

WILL, SPECIFIC EXPERTMENTS THaT CAN BE FOLLOWED BY SOMEONE 

SKILIlED IN THE ART THAT CAN DEXUNSTRATE TO HIM THAT, IF HE 

FOLLOWS THIS TECHNIQUE, OUTLINE, HE'S GOING TO RECEIVE -- HE'S 
GOING TO GET THE RESULTS INDICATED IN THAT EXAMPLE, M D  FROM 

DOING THAT, HE'S GOING TO LEARN HOW TO PRACTICE THE INVENTION. 

Q. NOW, THE EXAMPLES HERE RUN THROUGH COLUMN, OH, 26 OR 27 ; IS 

TKAT RIGHT? 

A. THEY RUE3 TO COLUMN 2 7 ,  =NE 30. 

Q. 

CLAIMS? 

A. THAT'S CORRECT. 

Q. 

A. YES, AND AS IUDICATED THZM, WHAT IS CLAIMED IS, W T  IS 

CLAIMED AS INVENTfON FOR mlcH, IMPLIED IN THE LANGUAGE, 1s 

AND THEN WE GET TO WHAT WE'VE BEEN REFERRTNG TO AS THE 

IS THAT USUALLY THE IAST PART OF A PATENT? 

-CIS, OFFICIAL REPORTER, U S N ,  415-431-6080 
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FOR WHICH I REQUEST THE STATUTORY PROTECTION OF EXWSTVITY. 

Q. 

APPLIED TO CLBIMS BUT THAT I WM'T THINK HAVE BEEN DEFINED: 

f#D LIKE YOU TO EXPLAIN A COUPLE OF TERMS TH&T WE'VE HEARD 

WHAT'S AN INDEPENDENT CWLIM? 

A* WEU, AN -- ALL CLAIMS ARE WRITTEN AS A SINGLF SENTENCE. 

AN INDEPENDENT CwUm IS, AS YOU SEE HERE IN THE 

E W P L E ,  IN CLAIM 1, A FULL PARA -- A FUU l D H G  SENTENCE THAT 

DESCRIBES THE CHARACTERISTICS OF AN INVENTIOH, THE TOTALITY OF 

THE CHARACTERXSTICS IN VARIOUS PHRASES. 

A DEPENDENT CLAIM rs A CWLM THAT INCORPORATES AU OF 

THAT BY REFERENCE INTO THE DEPENDENT CLAIM, SUCH AS C U M  2, ANI 

ADDS ANOTHER CHARACTERISTIC TO THE INVENTION. 

CHARACTERISTICS ARE CALLED, BY US PATENT LAWYERS, LTKITATIOMS. 

Q. 

DESCRIBING THE INVENTXON? 

A. YES. 

!l!HESE 

SO THAT'S WHAT A LXMITATIOM IS, A C-CTERISTIC USED IN 

Q. AND ARE THXRE INDEPENDENT AND DEPENDENT CLAIMS IN THIS '202 

PATENT? 

A. YES, THERE ARE SEVERAL INDEPEHDENT AND EACH OF THEH RAVE 

SOME DEPENDENT CLAfMS. 

Q. 

BY READING IT? 

A. WELL, IF YOU LOOK AT CfiAIH 2 -- 
Q. 

HOW CAN YOU TEU A DEPENDENT FROM AN IHDBPgNDENT CUUM JUST 

TST ME PUT TFIAT ON SO WE CAN ALL LOOK AT IT. 

(PAUSE IN PROCEEDINGS) 

CANDACE L. FRANCIS, OFFICIAL REPORTER, U S E ,  415-431-6080 
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Q* (BY MR. -IS) I'M NOT AS GOOD AT THIS AS MR. PASZUPOW. 

HOW, HOW CAN YOU TELL THAT THAT'S A DEPENDENT c u m ?  

A. WELL, AS YOU SEE, IT SAYS m PROCESS OF cmm I -- AND I 

CHUCKLED TO MYSELF' BECAUSE IT 

GLASSES BECAUSE IT 'EMPHASIZES THE "1." 

IS NfCE TO WS THAT NEED 

BUT IT SAYS, "THE PFtOCESS OF CLAIM 1.# THAT MEANS 

REPEATED AT LEAST ONCE." THAT'S THE: ADDED LIHITATSON. 

Q. WE ALSO IIEARD REFEFtENCES TO SOMETHING CALLED A BROAD CIAIM. 

WHAT DOES THAT MEAN? DUES IT HA- A PRECISE MEANING? 

A. WELL, IF YOU HAVE A PIONEERING immrm, OR A . . . THE 

CLAIM . . I THE DESCRIPTION OF THE CHARACTERISTICS OF THE CWLIM 

CAN ENCOMPASS A GREAT AHOUNT OF SUBJECT MATTER. 

Q. I;ET ME INTERRUPT YOU. 

WHAT DO YOU HEW BY A PIONEERING IWENTfON? 

A. WELL, FOR EXAMPIX, X EXAMINED A PATWT APPLICATION THAT 0- 

ON THE CHEMISTRY USED BY EDWIN LXMD IN THE POLAROID CAMERA. 

I WISH I KWEW THERE W A S  A STOCK m T .  

BUT HAVfEJE EXAMINED THAT, HE 6O!T A VERY BROAD CLAIM 

OF -- ON INSTANT PHOTOGRAPHY, THE: METHOD OF FQRT4fNG THE I M S E  

WiILF, THE CAPIIERA -0 WHILE THE F I M  WAS STILL IN THE CAPLERA, AS 

WITNESSED WITH THE LITIGATION THAT WAS SUCCESSFUL AGAINST KODAK 

IT'S -- IT'S PIN INVENTION WHERE THERE HAS NOT BEEN VER' 

MUCH GONE BEFORE RELATED TO THAT PARTICULAR SUBJECT HATTER, SO 

IT'S A . . IT'S PIONEERING XW THAT SENSE. 

CANDACE L. FRMCIS, OFFICIAL REPORFER, USDC, 415-431-6080 
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Q .  ONE OTHER THING ABOUT THE CIAIMS: 

IS -RE . . . IS THERE A USUAL ARR2WGEBENT FOR -- A 

COMfENTION As TO WHERE YOU WT YOUR INDEPENDENT C L & W  MI3 

YOU PUT YOUR DEPEEJDENT CLAIMS AND WHERE YOU PUT YOUR 

cmms? 

A. NUWALLY, THE FIRST CLAIM OF THE PATENT WOULD BE THE BROAD 

CSAIM, THE BROADEST CLAIM THRT YOU WOULD BE ASSERTING, AND YO0 

WOULD Do YOUR DEPENDENT CLAIMS FROM THAT -- THaT BROAD CLkIMo 

OFTEN, YOU WOULD HAVE THE DESIRE TO C H A R A W X Z E  YOUR 

XWENTIUN IN LANGUAGE DIFFERENT FROPI THE LANGUAGE YOU USED IN 

CLAIM 1, SO YOU'D WRITE ANOTHER INDEPENDENT CIAW AT A UTER 

DATE, A LATER PLACE IN THB LISTING OF cmIm# AMD WRITE YOUR 

DEPENDENT CLAIMS TO THAT ONE. 

Q. IS -- IS THE '202 PATENT LAID OUT, IN GENXRAL, IN THAT WAY? 

A. YES. YOU HAVE AN 1NDEPENDENT CLAIM 1 AND A DEPENDENT -0 AM 

DEPENDEXT CLAIMS FROM IT, AND ONES IN THE -- XN THAT SEQUENCE, 

DOWN TO C U I M  18, AND THEN C I A I M  19 IS ANOTHER INDEPENDENT 

CLAIM, AND 20 AND 21 ARE DEPENDENT -- WELL, 20 ZS DEPEND€NT ON 

19. 21 GOES RACK TO 1. 

Q. QNE OTHER QUESTION -- ONE LAST QUESTIm ABOUT THB CLAIMS: 

WHEH YOU'RE DRAFTING A cum, AS A PATENT LAWYER, 00 
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Q m  CAN YOU EXPLAIN WHY- 

A. WELL, THE CLAIMS ARF, DESIGNED TO . - . DESCRIBE THE 

INVENTION IN I T S  ENTIRETY AWD THE COPY OF THE IWVENTION FOR 

WHICH THE PROTECTION XS BEING REQUESTED. 

THE EXAMPLES ARE TO SHOW HOW TO PRACTXCE ANY SPECIFIC 

EMBODIMENT OF TIIAT Immmrcm THAT WOULD BE EWCOHPASSED WITHIN 

THE CI;IAXMm 

Q. SO THEY ARE EExAPflES OF THE INVENTION, LITERAUY, 

A. (NODDING HEAD. ) HOW TO DO IT. 

Q. LET'S CHANGE THZ SUBJECT A LITTLE BIT: 

ARE YOU FAMILIAR W I T H  A PATENT PROCESS THAT'S KNOWN 11s 

RE-EXAMINATION? 

A. I AM. 

Q. WHAT EXPERIENCE PERTAINING TO RE-EXAMIPIATION DO YOU HAVE? 

A. WELL, r -- I WAS INVOLVED, I GUESS, AT THE EARLIEST DATE 

WHEN THE CONCEPTS AND PRINCIPLES OF RE-EXAMINATION WERE BEING 

DEVEKBPED- 

THERE WAS c WfIEN f SPOKE EARLlER OF THE ADVISORY 

COMMITTEE ON INDUSTRIAL INNOVATION DURING THE CARTER 

ADMINISTRATION, ONE OF THE SPECIFIC RECOMHEMMTIONS THAT -- 
IMPORTANT RECOMKENDATIONS THAT CAME FORWARD FROM 2HE PATENT 

GROUP OF THAT COMMITTEE WERE I- WAS TRAT TEERE SHOULD BE A 

RE-EXAMINATION PROCEEDING AVAILABLE IN THE L A W  OF THE UNITED 

STATES . 
CANDACE L. FRAXCfS, OFFICIAL RIEBRTER, USDC, 415-431-6080 
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Q. UH-HUH. 

A. A SECOND ONE WAS THAT 

APPEALS FOR PATENT HATTERS, WHICH RESULTED SM THE COURT OF 

APPEALS OF THE FED= CIRCUIT. 

SHOULD BE A SINGLE COURT OF 

THE . . IN SOME -- ABOUT THE SAHE TIHE, AND SOpllE 

LATER PERIODS OF TIHE, A GROUP OF US PATENT a m S E L ,  THE - 
HARRY W B E C K  OF GENERAL ELECTRIC, DR. PAULINE NEWMhN OF FOOD 

MACHINE -- OF FOOD MACHIWERY, ALAN W R I E  OF SMITH BOB 

BENSON OF ALICE -RS, ELDON LUKENS OF COMBUS 0- A GROUP. A 

GROUP, ANYWAY. 

HAFtRY IS NOW COMMISSIONER, AND PAULINE NEWMAN AND ALAN 

LURIE ARE JUDGES ON THE COURT OF APPEALS OF THE FEDERAL CIRCUIT, 

BUT A GROUP OF US DEVELOPED THE TEXT 'ITIAT WE THOUGflT 

APPRUFRIATE FUR RE-EXAMINATION, A RE-EXAMINATION STATaTE, AND 

SET -- AMI3 IT WAS ALSO IPOVOLVED IN THE ABA COMHITTEE ACTIVITIES 

AND ALL KINDS OF RESOLUTIONS OF SUPPORT WERE DEVEfXrPED BY THE 

PTC SECTION OF THE W R T C A N  BAR ASSOCIATION, BY THE AfPLA, 

INTELLECTUAL L A W  ASSOCIATION, AND OTHERS INTEXESTED IN THE SAME 

PmNcrPsas AND BASICAUY, ~ O U G H  SUBSTANTIAL mom OF EFFORT, 

PREVAILED UPON CONGRESS TO PASS THE -- THE LZLW PlND ADD 

RE-EXAMINATION TO THE STATUTE. 

Q. SINCE THE ENACTMEHT OF' THE STATUTE, HAVE YOU WORKED OM A 

RE-EXAMINATION? 

A. YES. AT MERCK, I WAS INVOLVED# AND I WAS INTERESTED mOUGH 

TO BE PERSONAUY rwoLvm IN ONE OF m~ FIRST RE-EXAMI~TION 

CANDACE L* -CIS, OFFICIAL REPORTER, US=, 415-431-6080 
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ANDeRsoH-DIREm]LEWIS 14-2141 

PROCEEDINGS THAT WENT ON IN THE PATENT OFFICE. 

Q. 

A. 

DON'T RECALL AM AT MONSANTO. 

LAST YEAR AND A HALF ON TWO FOR ASSISTING A LbW FIRM IPS HEN 

YORK. 

Q. 

A. WELL . . WHE3 YOU HAD AN EXAMTNAT'ION FROCEEDXNG, AS WE 

HAVE YOU BEEN INVOLVED SINCE IN RE-EXMIHATIONS? 

YES. THERE WERE -- THERE WERE A COUPLE WORE IN ma; I 

BUT I'VE BEEN CONSULTED ZN THE 

WHY WAS A RE-EXAMINATIOW PROCESS DESIRED? 

WENT m o w x  HERE, AND THE CLAIMS WERE FINALLY ALLOWED AND THS 

PATEWF WAS ISSUED, IT WAS ON THE BASIS OF THE -- THE ART, TWE 

PRIOR ART, THE REFERENCES THAT HAD BEEN FOUND BY THE EXAHIIJER 08 

PROVIDED BY THE APPWCANT, AND IT WAS wrmm THAT FRAMEWORK OF 

PRIOR ART THAT THE CLAIMS OF THAT PATENT WERE REVIEWED- 

AND WHEN YOU WOULD GET INTO A MORE -- INTO A SERIOUS 

MATTER RELATING TO THE PATENT, WETHER IT BE A LICENSING 

SITUATION OR WHETHER IT BE LITIGATION -- 
Q. THIS IS AFTER A PATENT ISSUES. 

A. AFTER T l B  PATENT HAS ISSUED. 

-- THEFtE'D BE A V E R Y  MUM MORE DETAILED SEARCH THAN 

ANYBODY MIGHT HAVE MADE BEFORE. AND THERE WW3;D BE 

NEWLY-DISCOVERED ART. 

AND THE PATENTEE WOULD BE FACED WITH SOmUm SAYING TO 
I 

HIH, '%ERE'S SOME ART I FOUND, AND IT ADVERSELY AFFECTS 

PATENTABILITY OF THE CLAIMS THAT ARE IN YOUR P A T m . #  

WELL, NOTHING bo IT, 

a* -CIS, OFFICIAL REPORTER, UsPc, 415-431-6080 
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ANDERsON-DIRECT/LrEWfS 34-2142 

WAS NOTHING THE PATEE3TEE COULD W ABOUT IT AT THAT POINT BECAUSE 

THE PROCEEDINGS IN THE PATENT OFFICE HAD 83319 CICXISED- 

Q. 

VALID CLAIM OR HOT? 

YOU MEAN NOTHING HE COULD DO TO DETERMINE WHETHER THAT WAS A 

A. WELL, THERE W A S  NOTHING HE COULD DO TO -GE H I S  CflAlXS. 

Q. RIGHT. 

A. AND WE PELT THAT THERE WERE HANY TIMES WHEN A COURT WowfiD, 

UNDER THOSE CIRCUMSTANCES, HOLD A PATENT INVALID, AND PROPmY 

INVALID, BECAUSE THE CLAIM ACTUALLY BEING ASSERTfElG -- ASSERTED 

W A S  TOO BROAD IN THE LIGHT OF THIS H E W  PRIOR ART. 

BUT THE MAN DID, IN FACT, HAVE A REAL 114VENTIOM. IT 

JUST HAD NOT BEEN PROPERLY CHARACTERIZED IN TKE CLAIMS OF THE 

AppLrcATroN. 

SO IF YOU COULD DEVELOP A PROCEEDING WHEXEBY A PATENT 

COULD BE TAKEN BACK, BY ANYONE fNTERESTED I# THE PATENT, TAKEM 

BACK I N T O  THE PATENT OFFICE, THE NEW ART CITED TO THE PATENT 

OFFICE AND A -0 A RE-EXAMINATION OF THAT PATEHT C O N D U m D ,  IF 

THERE W A S  TO 3E A RE3ECTION OF THE CLAIMS BY THE EXAMINER ON THI 

BASIS OF THAT NEW ART, THEN THE PATEISTEE WOULD HAVE AN 

OPPORTUNITY TO REVISE HIS CLAIMS AND PROPERLY DEFINE MORE 

CAREFULLY, PROPERLY DEFINE HIS INVENTION, AND HAVE THE CSAIHS 

CONFIRMED TO HIM AS BEING VAIJD 119 THE LIGHT OF THIS NSW ART, 

PATENTABLE IN !lXE LIGHT OF THIS NEW ART. 

Q. 

CHANGE YOUR CLAIMS? 

WAS THE IDEA THAT YOU'D ONLY TAKE XT BACK IF YOU WANTED TO 

CANDACE L. F W C f S ,  OFFICIAL REPORTER, USDC, 415-431-60.80 



1 

2 

3 

4 

5 

6 

7 

8 

9 

10 

11 

12 

13 

1 4  

15 

16 

17 

18 

19 

20 

21 

22 

23 

24 

25 
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AS I SAY, YOU COULD -- IT W A S  FOR AH ASSESSMEEIT BY THE A. NO. 

SKILLED ADHINLSTRATIVE AGENCY AS TO THE EFFECT OF THIS NEW PRIOR 

Q. IS -- IS THERE A LOT OF DISSATISFACTION WfTH TWE 

RE-EXAPIIINATION STATtrrE? 

A. NO. THERE'S . . . THERE HAS ALWAYS BEEN A GROUP OF THE BAR 

WHO -a FIRST OF ALL, THERE'S ALWAYS DISSATISFACTION, I MEAN, 

THERE'S ALWAYS DIALOGUE I# THE BAR ON ANY SUBJECT. 

BUT WHEN ST CONES TO THE RE-EXAMIHATION, OPJE OF THE 

PRINCIPAL ISSUES IN RE-EXAPIINATION IS WHETHER BOTH PARTIES 

INVOLVED IN THE RE-EXMINATION, SUCH AS IN HERE, WHETllER BOTH 

CETUS AND DU PONT, SHOULD HAVE . . WXETHSR OTHER THAN THE 

PATENT OWNER SHOULD HAVE A GREATER PARTICIPATION OVER A ZIONGER 

PERIUD OF TI= I N  THE 'RE-EXAMINATION PROCEEDXNGS. 

THE STATUTE PROVIDES THAT THE PETITION IS PILED. IF 

THE PATENT OWHER RESPUNDS TO TH?3 PETITION, THE OTHER PARTY HAS 3 

RIGHT TO RESPOND ONCEr AEJD THAT'S IT, AND IT GOES UM THEN DOWN 

THROUGH THE TYPICAL EX-PARTE PROCEEDING THAT WE JUST TAflKED 

ABOUT ON A REGULAR PATENT APPLICATION. 

Q. 

A. 

WHY W A S  IT SET UP THAT WAY? 

WEU, MOST OF US WHO WERE INVOLVED IN 19' HAD EXPERIENCE IN 

PATENTS OVERSEAS. 

IN EE-, FOR E2CAMPLEI THERE WAS A 0 rn A THING 

C A m D  AN OPPOSfTfON, WHICH WOULD BE COMPARABLE TO THIS SAME 

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 
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AND, XN FACT, I KAD A SITUATION IN mRCK WHERE ONE OF 

OUR QUITE IMPORTANT INVENTIONS W A S  INVOLVED IN THE GERMAN 

OPPOSITION, AND THE TERM OF THE PATENT -- TKE TESM OF THE GERpllAh 

PATENT -- EXPIRED PRIOR TO THE END UP THE OPPOSITION 

PROCEEDINGS. 

Q o  HOW IDNG W A S  THAT TERM? 

A. 16 YEARS. 

Q S  WELL, HAVING DESCRIBED IN GENERAL TERplls THE PR0CE-t THE 

REASONS FOR THAT, I'D LIKE TO GET INTO A LITTLE MORE DETAIL 

ABOUT THE PROCESS USING ANOTHER POSTER THAT WE HAVE. 

(PAUSE IN PROCEEDIHGS) 

Q. (BY MR. LEWIS) AND THIS IS EXHIBIT 8-7. 

THE COURT: IS THAT -- f THE SAME PROBLEM WITH 

GLASSES. 

IS THAT A GENERAL DESCRIPTION OF THE RE-EXAMINATION 

THE COURT: I mow THAT THAT wrm BE- APPARENT 

EVENTUALLY. 

Q. (BY MR. Lswxs) MR. ANDERSON, mum YOU COME DOWN EERE WITH 

JUST A BRIEF DESCRIPTION? 

THERE'S A IOT OF LITTLE BOXES IN THIS CHART. mYBE WE 

DON'T HAVE TO TAKE EACH ONE OF THEM INDIVIDUALLY, BUT . . . 
(PAUSE IN PROCEEDINGS) 

THE WTTNESS: YES, 

CANDACE L. FXAMCIS, OFFICIAL REPORTER, USE, 415-431-6080 
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Q. 

REQUEST FILED. 

(BY MR, LEWIS) TH% BOX WE IUt- AT THE TUP 15 THAT THESE'S A 

WHO CAN FIIIE A REQUEST? 

A. ANYONE CAN FILE A REQUEST. THEY FILE A PETXTION FOR 

RE-EXhHINATION 

THE FIRST THING THAT HAPPENS IS, IT GOES TO 

EXAMINER, AND WE HAS THE RESPONSIBILITY OF DETERMINING WHETHER 

THERE IS A SUBSTANTIAL NEW QUESTION OF PATEHTABILITY POSED BY 

THE MEWLY-CITED ART. 

Q. HOW UOES HE DECIDE TKAT? 

A. WELL, HE HAS TO mcxm WHBTHER THE -- THE NEW ART Is 

MATERIAL 

AND !FHE STANDARD HE USES FUR "MATERIAL" IS WETHER 1 

REASONABLE EXUfINER WOULD FIND THAT IT WOULD BE IMPORTANT FOR 

CLAIMS AT ISSUE, A SUBSTAHTIAL QUESTION. 

Q. NOW, WHAT -- WHAT CAN HAPPEN AT THAT STAGE? 

A. WELL, THE FIRST THING TKAT CAN HAPPEN ZS, HE CAN =OK AT TE 

TiIERE IS NO M7iTERIALITY TO THOSE REFERENCES, AND HE DENIES 

RE-EXAMINATION RND -'S NO APPEAL FROM THE DENIAL OF 

RE-EXAMINATXON . 
OR HE CAN ORDER THAT THE RE -- HE'D GRANT THE PETITION 

AND ORDER THAT THE RE-EXAMINATION PROCEED. 

Q. HOW, DOES THAT MEAN THAT THERE IS AN TWALID PART OF Tm 

-DACE L. FRANCIS, OFFICIAL =PORTER, WDC, 815-431-6080 
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ANDERSON-DIRECT/LEMIS 14-2 14 6 

PATENT? 

A. NU, BY NO MEANS. 

Q. WHAT DOES IT KEAN? 

A. IT MXANS THAT THE -- IT GOES BACK TO THE QUESTION OF AN 

EXAMINATION AS IF AN APPLICATION HZlD BEEN FILED IN THE FlRST 

INSTANCE AS SHOWN IN THE FIRST CHART. 

Q. ALL RIGHT. AFTER THE ORDER GRANTING !I!HE RE-EXWINATTON, 

WHAT HAPPENS? 

A. WEU, I: SHOWLD GO BACK UP RERE AND RECOGNIZE THAT THE 

THERE IS A REQUIREMENT THAT THE PERSON FXLfRG TEE 

PETITION PROVIDE THE 9- COPIES OF THE RE-CES AMD REASONS WH 

THOSE mFERENCES ARE HAmRIAL ON THE ISSUE OF PATENTABIfiITY. 

THESE -0 THESE ARE FAIRLY COWLEX DOCUMENTS. 

WHEN TIiE ORDER GRANTING RE-EXAMINATION COMES FORWARD, 

THE PATENT OWNER HAS THE RIGKT TO PROVIDE TO THE EXAMINER A 

STATEHEN" -- HIS STATEMENT IN RESPONSE TO ALL OF THESE AR- 

THAT HAVE BEEN PUT FQRTH BY THE PETITIONER. 

IF HE DOES SO, AS 1 SAID BEFORE, THE PERSON F X L I N G  !FHE 

REQUEST, MOT THE PATENT OWNER, HAS !IBE RIGIfT TO FILE ON?, 

STATEMENT TO RESPOND TO WHAT THE: PATENT 0- SATD. 

THAT'S THE EPFD OF ANYTHING OF AH INTER PARTES 

Q. WHAT DOES "rmm PARTES" MEAN? 

A* TWO PEOPLE FIGKTING EACH OTHER. 

CANDACE &a FRANCIS, OFFICIAL REPORTER, USDC, 415431-6Q80 
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(IAUGHTm) 

THE WITNESS: IT COMES DOWN -- THEM IT COMES DOWN, AND 

AT THIS STAGE OF THE PROCEEDING, THE RE-EXAMINATION IS JUST 

ABOUT IDENTICAL TO WHAT WE WERE -KING AT BEFORE, AS IF A NEW 

APPLICATION HAD BEEN FImD IN TFiE PATEm OFFICE* 

SO THE EXAHIWER LOOKS AT THE ART, LOOKS AT THE CLAIMS 

THAT ARE BEING ASSBRTED, OR CLUHS THAT ARE IN TKE PA" 

ACTUAUY, AND REACKES A CONCLUSION AS TO WHETfIER OR NOT THIS 

NEWLY-CXTED ART, IN THE LIGHT OF ALL THESE ARGUMENTS OR AU 

THESE DISCUSSIONS, SHOULD REQUIRE A mmroN OF THE C ~ ~ A I W .  

OR, NO, I'VE mmD IT ALL OVER. THEY'RE MATERIAL BUT 

THEY DO NOT AFFECT -- THE cmrm ARE STILL PATEHTAB~ o m  T~IAT 

ART AND ALL THE ARGUKENTS TKAT KAVE BEEN PUT FORWARD APPLY TO 

THAT ART. 

AND IF HE REACHES THAT CONCLUSION, HE COMES DOWN AND 

ISSUES A NOTICE OF IWTW TO ISSUE A RE-EXAEINATION CERTIPXCATE 

Q .  (BY KR. LENIS) WHAT'S THAT DOCUEENT? WHAT IS THAT? 

A. WEI;L, THE NOTXCE ITSELF IS HIS mcrsroN AND REASONS r n ~  m 

GIVES FOR HIS DECISION AS TO WHY HE REACKED g'HE CONCulSIQN HERE 

IF HE, IN FACT, FINDS THAT, YES, IT IS APPROPRIATE TO 

REJECT THE CIAIMS -- AND WHEN HE DOES THAT, HE'S IAOKING AT THE 

CLAIMS THE SAME WAY HE LOOKED AT THEM IN THE QRIGXHAL 

APPLICATION, IN TNE BROADER SCOPE -0 HE WRITES A REJECTION, Aw 

OFFICE Amrm, AS WE TALXED BEFORE, 

THE PATENT OWPSER GIVES A RESPOUSE, THE SAME rnm OF 
CANDXZ L* m C I S ,  OFFICIAL REPORTER, USW, 415-431-6080 
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RESPONSE, AN AMENDMENT THAT WE TAIXED ABOUT BEFORE. 

AND THEN, AGAIN, THE EXMINER HAS TkIE SAME PA!CH THAT RB 

l€&D BEFORE. 

RE-EXAMINATION CERTIFICATE, FINALLY RE3ECTS IT, T€E PATENT OWNER 

HE EITHER GIVES A NOTICE OF XNTENT OR ISSUES A 

HAS TO GO APPEAL, SO FORTH. 

SO IT'S THE SAME ROUGH PROCEDURE WE TALKED ABOUT 

BEFORE 

Q. HOW l D N G  DOES !lXIS PROCESS TAKE? 

A. WELL, THE PATENT OFFfCE, AND THE STATUTE, ENCWRAGES THAT 

THE PROCEEDINGS OCCUR WITHIN A YEAR PERIOD. 

NOW, IF IT GETS DOWN TO THIS STAGE, TBERE'S NO WAY THAl 

THIS RIND OF A SEQUENCE CAS BE COMPLETED WITHIN A YEAR. 

Q .  THAT'S THE SEQUEMCE WHERE THERE ARE REJECTIONS OF CLAIMS 

AND -- 

Q. OKAY. 

A. (WITNESS RESUMES WITNESS STAND.) 

Q. 3UWE PATEL HAS TOLD THE JURY ASOUT SOMETHING CALLED A 

PRESUMPTION OF VALIDITY IN THIS CASE. 

IS TW3RE A PRESUHPTfON OF VALIDITY IN THESE 

PROCEEDINGS? 

A. NO. IT'S E X A ~ L Y  THE SAME AS IF THE APPLICATION IS F I ~ D  ri 
THE FIRST XNSTMCE. 

Q. HOM DOES THE E M I N E R  IN A RE-EXAMINATION APPROACH THE 

CANDACE L, FRANCIS, OFFZCPALZIPORTER, US=, 435-431-6080 
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IT W A S  AN ORXGXNU APPLICATION. 

THEIR BROADEST SENSE, AND H S  INTERPRETS THE ART AND COHCWDES 

WHETHER OR NOT THE ART IS RELEVANT AND SHOULD RESULT IN THE 

HE INTERPRETS THE CIAfMS IN 

REJECTION OF THE CLAIMS. 

Q. 

A. BECAUSE IT'S . . . BECAUSE -- IT IS HIT BACK THE S m  AS IF 

IT WAS AN 0RIGINAUY-FIZ;ED APPLIeATION BEING =KED AT IN THE 

WHY DOES HE INTERPRET' THEM IN THEIR BROADEST SENSE? 

LIGHT OF THIS NEW ART. 

Q .  I ' D  LIKE TO ASK YOU: 

HAVE YOU REVIEWED THE FXZJ~S IN C O ~ E C T I O N  wrm THE 

RE-EXAHINATIONS THAT WERE -0 THAT TOOK PfiACE IN COlJNECTION W I T H  

THIS W E ?  

A. YES, I HAVE. 

Q .  LET'S SEE IF WE HAVE THOSE. 

(PAUSE XN PROCEEDINGS) 

THE COURT: WOULD THIS BE A GOOD POIm, MR. W I S ,  TO 

TAKE -- 
m. m r s :  YES, IT w o m ,  YOUR HONOR. 

THE COURT: -- A RECESS? 

THEN WE CAN CHANGE THE REPOmERS. WE XIGHT AS WELL DO 

IT NOW OR NOT AT ALL. 

OKAY. BEFORE WE GO ON TO THIS p m m c w w  

RE--INATION, DO YOU KNOW WHAT PERCENTAGE QF PETITIONS FOR 
s 

-DACE L- m a s ,  OFFICIAL REPORTER, USDC, 415-431-8080 
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E-EWILNATION ARE, IN F R m r  GRANTED? I 

THE WTTNESS: YOUR HONOR, f HAVE -- I'VE SEEES NO 

iTATfSTfCS. I HAVEH'T ADDRESSED THEM RECENTLY. f JUST REALLY 

UN'T KNOW. 

PERHAPS MR. FXGG COULD mLP. THE WASHfNGTON UWYERS 

ZENERAUY ARE MORE AU CODRANT. 

THE COURT: I'M NOT SURE EfE WANTS TO BE W D  A$ A 

NJITNESS IN THESE PROCEEDINGS. OKAY. 

THE WITNESS: BUT I: REALLY -- I R E A U Y  DON'T WOWt YOU 

HONOR. 1 THINK I -- I'D BE SPECULATING. 

THE COURT: OKAY. FINE. 

WE'U TAKE OUR RECESS MOW, AND WE'U SEE YOU AT 

CLOSE OF THE RECESS. THANK YOU. 

{JURY EXCUSED) 

[RECESS T m N  AT 11:56 A.M.] 
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(OPEN COURT, JURY PRESENT: 1 

HR. =IS: MAY 1 PROCEED, YOUR HONOR? 

THE COURT: YOU MAY PROCEED, 

Q. (BY MR. W I S )  MR. AWDERSON, HAVE YOU REVIXEWED TRE FILES IN 

CONNECTION WITH mE RE-EXAMINATION$ THAT TOOR PLACE IN THIS 

CASE? 

A. I H A V E .  

Q. LET ME, IN CASE YOU NEED TO REFER TO THEH, PUT THOSE F I U S  

BEFORE YOU. 

INTO EVIDENCE HERE AND ADMITTED INTO EVlDENCE HERE. 

THERE ARE VARIOUS EXHIBITS THhT HhVE BEEN MARKED 

I WUULD LIKE YOU TO EXPLAIN !lXE m S  ZN HE 

RE-EXAMINATION BASED ON YOUR REVIEW, AND IN THAT CONNECTION 1 

HAVE A COPY OF A CHART THAT THE JURY HAS SEEN BEFORE IN PU 

POW’S CASE. 

YOUR HONOR, MAY 3 USE TRfS? 

THE COURT: YES. 

MR. LEWIS: AND FOR IDENTXFICATIQN PURPOSES WE‘VE 

MARXED THAT AS EXHIBIT 8-249. 

Q. LET‘S START W I T H  THIS: BOW W Y  RE-EXMLrJATION PROCEEDINGS 

WERE THERE? 

A. THERE WERE TWO RE-EXMINATIUM PROCEEDINGS, ONE BROUGHT BY 

REQUEST IN DECEMBER OF 1989. IS THAT THE HOFFMAN-LA ROCHE 

REQUEST YOU WERE TALKING ABOUT? 

JAMES YEOMANS, OFFICIAL REPORTER, USDC, 415-863-5179 
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ANDERSON-DIRECI'/LEWIS 14-2152 

A. YES, IT IS. I DON'T UNDERSTAND THE TERM nF'RIENDLY." 

Q. WE'LL TALK ABOUT THAT IN A MOMENT. 

WHAT IS HUFFNM-LA ROCHE'S LZEWLTIONSHIP TO THE PATENTS? 

A. MY UNDERSTANDING WHAT r w  HEARD HERE, IS HOFFIW-LA 

ROCHE HOLDS A WCENSE UNDER !lXE PATENT. 

Q. ARE YOU FAMILSAR WITH THAT CUMPANY FROM YOUR DAYS AT 

MONSANTO AND MSRCK? 

A. 

HOFFMAN-LA ROCHE OF NEW JERSEY WHICH IS THIS COMPANY -0 WHICH f S  

THE AMERICAN SUBSIDIARY OF FiOFX;mAN-WL ROCHE OF BASEL, 

SWITZERLAND. 

I CERTAINLY AM FROM MY DAYS AT HERCK. I'M FAMILIAR WITH 

Q. 

THE WORD LICENSEE. 

ROACH IS A LICENSEE'S I'D LIKE TO fNDICA!IZ THAT ON EIERE BY 

AND IS THERE AN INDICATION IN FIHAT YOU REVIEWED OF WHY 

ROACH FILED A PETITION? 

A. LA XOCHE ACKNOWLEDGED THEY WERE A LICENSEE UNDER TH2 PATENTI 

IN THE PETITION AS THEY FXZD IT* 

Q. DID THEY TELL TEE PATENT OFFICE WHY THEY WERE FILING A 

PETITION? 

A. YES. THEY !POW THE PATENT OFFICE IN THEIR CAPACXTY AS 

LICENSEE, THIS ART SHOULD BE REVIEWED ON A RE-EXAMINATION BASIS 

Q. 

A. 

WF€AT ART DID LA ROCHE CITE XN THE PETITION? 

WELL, THEY CITED ALL OF THE ART THAT DU PONT HAD CITED WHEN 

THEY BROUGHT THE IAWSUfT 1N AN EARLIER DATE AND PROVIDED, AS 

REQUIRED BY THE RULES, REFERENCES QN WHICH THEY PWuJ TO RELY, 

JAMES YEOMANS, OFFICIAL REPORTER, U S E ,  415-863-5179 
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PLUS REFERENCES TKAT LA ROCHE OBVIOUSLY HAD DEVEIDPED IN A 

SEARCH OF THEIR OWN. 

Q* LET'S NOTE THAT, THAT m Y  CITE DU WNT ART. 

NOW, HAVE YOU REVIEWED THE COMPIAINT IN THIS CASE? 

A. YES, I €€&I%, BACK -- 
Q. WiEJ4 WAS T M T  FILED? 

A. IN AUGUST OF 1989, AS I REMEMBER. 

Q .  

SUIT AUGUST? 

A. SEEMS SO TO ME. 

Q. 

A. NOT IN COHPLAINT. THE ART DU PONT CITED W A S  PROVIDED I1 

!IXE RESPONSE TO REQUEST FOR INTERROGATORIES'OF CETUS. 

Q. AND WHEN WAS "HAT IN REWLTION TO THESE TWO DATES? 

A. IT WAS IN BETWEEN THOSE TWO DATES, IT WAS -UT A MONTH 

AND IS TIIAT AN APPROPRTATE WAY TO NOTE THAT, DU PONT FILES 

IN THE COMPLAINT DID DU PONT LIST ART? 

SUBSEQUENT* I THINK IT W A S  SEPTEMBER OF '89. 

Q. LET'S WRlTE THAT DOWN, ART NAMED. 

AND TWAT'S WHAT IA ROCHE -- TWkT'S THE ART THAT LA 

ROCRE CITED IN ITS PETITION? 

A. YES, IT WAS. PLUS OTHER ART, AS I SAID. 

Q. U3"S NOTE THAT. 

WHAT CLAIMS OF THE PATENTS DID WI ROCHE ASK TO HAVE 

RE-EXAMINED? 

A. ALL CIAIMS OF TRE PATENT. 

a. ALLCLAfMS. 

JAMES YEOMMS, OFFICIAL REPORTER, USDC, 415-863-5179 
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AND WWAT GROUNDS DID THEY ASK THE PATENT OFFICE TO 

RE-EXAMINE THEM: ON? 

A. ON TXE GROUNDS OF ANTICfPATION AND OBVIOUSNESS. 

Q.  THOSE WORDS MAY BE TOO LQNG FOR ME TO WRITE ON HERE, I'U 

LEAVE THEM OFF FOR NOW. 

THE NEXT mfEJG I N  THIS TIMI3 LINE IS THAT XA ROCHE 

OBTAXNZD A RE-EXMIMATION. WHAT DOES THAT MEAN? 

A. 

RE-EXAMINATION FlESULTED IN AH ORDER OF THE PATENT OFFICE THAT 

THAT MEANS THAT PETITION FILED BY LA ROCHE FOR 

THE PATENTS BE RE-EXAMINED. 

Q. 

DIAGRAM -- 
THAT W A S  THE ORDER THAT CORRESPONDED TO !FHE DIAMOND 

A. IT IS. 

Q. 

A. THAT'S CORRECT. 

Q. NOW, ZN THAT ORDER WHAT CLAXMS WERE ORDERED RE-EXAMINED? 

A. WELL, A LIMITED NUMBER OF THE CLAIMS, 1 COULD -- Bo YOU 

-- ON YOUR PATENT RE-EXAMINATION PROCEDURE EXHIBIT? 

W A N T  ME TO DEFINE THE -EM? I CAN FIND THEN I# THE FILES, 

BUT NOT ALL CLAIMS OF TwbT -0 OF EITHER OF THE PATENTS. 

Q. NOTALLCLAIMS? 

A. N O T A U C f r A f M s .  

Q. 

A. IT WAS OFUlF,RED ON THE GROUNDS ONLY OF ANTICIPILTION, NOT ON 

THE GROUNDS OF OBVfOUSWSS. 

Q -  SO IT DID ROT COMPLETELY DO WHAT LA ROCHE ASKED? 

AND WHAT GROUNDS WAS RE-EXAMINATION ORDERED ON? 

3AMES = O M S ,  OFPICXAL REPORTER, USDC, 415-863-5179 
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A, THAT'S CORRECT. 

Q. NOW, THE NEXT ITEM IN THE TIM3 WNE SHOWS PONT FILES A 

RE-EXAMINATION REQUEST OR RB-EWINATION REQUESTS? 

A. YES. 

Q. HAVE YOU REVIEWED THOSE? 

A. I I I A V E .  

Q o  WHAT CLAIMS DID DU PONT ASR TO HAVE RJI-EXAMLNED? 

A. 

Q. 

A. THAT'S COIlRECT. 

THEY ASKED THAT ALL C l A I W  BE RE-EXAMfNED. 

SO THAT WAS JUST LIKE LA ROCHE? 

Q. 

RE-EXAMINATION IN THE LA ROCHE PROCEEDING ON SOME BUT NOT AU 0 

AND T€€AT WAS AFTER THE PAT= OFFICE HAD ORDERED 

THEM? 

A. THAT'S CORRECT. 

(2. WHAT GROUNDS DID DU PONT A S K  TO HAVE THE RE-EXAMINATION 

OBVIOUSNESS SECTION 103. 

Q. 

PONT INDICATE I# ITS FILING WHY IT W A S  FILING A RE-EXAWINATION 

NOW, WITH THE IrA ROCHE EXAMXNATION ALREADY ORDERED DID DU 

REQUEST? 

A. YES, IT W A S  FAHfUAR WITH THE POSITION BY LA ROCHE 3 

I T S  PETITION FILED To THE PA- OFFICE. THOSE PETITIONS, AS 3 

INDICATED BEFORE, HAVE SUBSTWXAL DETAIL OF THE REASONS OF TfIl 

APPLICABILITY OF THE ART TO THE CLAfMS. LA ROCHE HAD THAT 

JAMES Y E O W S ,  OFFICIAL REPORTER, USDC, 415-863-5179 
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AVAILABLE TO mEM AT TIIE TSME THEY PREPARED THEIR PETITION FOR 

RE-EXAMINATION 

Q* f'X SORRY, YOU SAID ROACH. 

A. I'M SORRY, EXCUSE ME. DU PUNT HAD IT AVAIwlBLE TO THEM AT 

THE TIME DU PONT PREPARED XTS RE-EXAMINATIOH REQUEST AND, 

FACT, DEVOTED JUST ABOUT HALF OF &ElR PETSTION FOR 

IN 

RE-EXAMINATION TO RESPoND TO THE POINTS W E  BY WL ROCHE IN 

THEIR PETITION FOR EIE-EXAMINATION 

Q. 

A. PARDONME. 

Q. 

SO THIS PETITLUN RESPONDED TO ROAcfIE'S? 

SO THIS PETITION BY DU PONT RESPONDED TU LB ROCHE'S 

PETITION? 

A. YES. 

Q. WELL, LET'S NWTE THAT, 

STAYING ON THIS TSME LINE FOR A MOMENT, TfIERE#S RN 

INDICATION DU PONT OBTAINED RE-EXAMINATION XN MAY, XS THAT 

ANOTHER PATENT QPFfCE WUW? 

A. 

WHEN IT SAID LA ROCHE OBTAINS RE-EUSNATION BEXDW. 

Q.  

THAT'S THE SAME ORDER WE 3UST TALKED ABOUT TWiT UCCURRXD 

NOW, IN THIS ORDER WHICH CLAlMS DID THE PATENT OFFICE ORDER 

RE-EXAMINED? 

~ B E R  OF THE cmrm EXAPIINED. m wm~ I REVIEWED mm DU PONT 

PETITION FOR RE-EXAMINATION THEY ORDERED RE-EXAMZLPJATION OF THOSE 

CLAIMS THAT DU PUNT ASSERTED Ipo BE UNPATENTABLE ON THE EROIMD OF 

JAMES YEOMRNS, OFFICIAL REPORTER, U S E ,  415-863-5179 
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AMTICIPATION. 

A?4D THE CLAIMS TWT THEY DID NOT ORDER TO BE 

RE+EXAMfNED WEB THOSE THAT DU PONT ASSERTED TO BE U.NPA!IZNTABLE 

ON THE GROUND OF OBVIOUSNESS. 

Q. WELL, U T  ME GET ONE THING CLEAR FIRST. IS ANY 

DIFFERENCE BETWEEN THE CLAIMS THAT WE- ORDERED =-EXWINED IN 

THE DW PONT PETITION AND mE: C l A X M S  THAT WERE ORDEFLED 

RE-EXAMINED I1J dh LA-ROACIEE PETITION? 

A. 

.\ 
'., 

'k 

NO, TURNS OUT T'dt BE THE SAME THSNG. 

TALKING ABOUT =RE. ,: 

NOW, WHAT GROUNDS DID THE PATENT OFFICE ORDER 

RE-EXAMINATION ON IN THE DU POMT PROCEEDING? 

A. 

ANTICIPATION . 
AS IN THE XA ROCHE PROCEEDING ONLY ON THE GROUPJD OF 

Q. SO IT'S SANE CLAIMS AND 8AMX GROUNDS? 

A. YES, SIR. 

Q. 

CETUS FILES OWNER'S STATEMENT? 

NOW, NOTED HERE ON THE CSSRT THERE'S SOMETHIHG THAT SAYS 

A. YES. 

FILE THAT KIND OF A STAT-. 

Q. AND THAT W M  IN RESPONSE TO THE LA ROCHZ PETITION? 

A. THAT'S CORl?ECT. 

JAMES YEOMANS, OFFICIAL IUWORTER, WSDC, 415-863-5179 
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Pa WHAT IN FILING -0 €lAVE YOU EXAMINED THAT OWNER'S STATEMENT? 

A. XHAVE.  

Q*  DOES IT RESPOND TO THE DU POMl PETITION? 

A. WEU, IT SPECIFICALLY RESmNDS TO THE LA ROCHE PETITION, BUT 

IT -- BUT ST SAYS AND IT INCLUDES TEXT TEAT INDICATES THAT I- 

DID I SAY -- IT RESPONDS TO THE LA ROCHE PETITION, BUT IT 

INCLUDES TEXT THAT SAYS THAT IT IS WRITTEN IN THE LIGHT OF THE 

DU PONT PETITXUN FOR RE-EXAMINATION, ALSO. 

SO THAT, IN EFFECT -- THE MATERSALS IN THE CETUS 

OHNERJS STATEMENT OF -- REFLECT ARGUMENTS AGAXNST TKE POSITION 

ASSERTED BY BOTH. 

Q. 

PETITION -- 
SO THE CETUS OWNER'S STAT- ADDRESSED THE LA ROCHE 

A. SPECIFICALLY. 

Q. SPECIFfCAUY, BUT REFERRED TO DU PONT'S ARGDKENTS? 

A. YES, BUT SUCH A DEGREE OF SIMILARITY THAT THE RESPONSE HAD 

TO DO WITH -- WELL, IT STATED THEY -- THEY CAN'T SAY m Y  

RESPONDING TO DU PONT, BUT THEY WERE TAKING THE DU PUNT PETITIO1 

INTO CONSIDERATION SPJ THEIR RJ3SPONSE. 

Q. AND THE WL ROCHE PETITION XTSELF HAD EZEFERRED TO THE DU m N  

LAWSUIT? 

HAD FILED A PETITION? 

A. CORRECT. 

JAKES =OWINS, OFFICIAL REPORTER, U S E ,  415-863-5179 
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Q. NOW, THERE'S API ENTRY ON HERE THAT SAYS THAT CETUS ASKED THE 

PATENT OFFICE TO MERGE THE RE-EX?bMIMATIOHS, THAT'S AFTER ONE ILAD 

BEEN ORDERED ON DU PONT. WHAT DOES TIIAT REFER TO? 

A. THE PATENT OFFICE WHEN TIERE ARE TWO RE-EXAHINATXONS 

PROCEEDINGS BROUGHT WITH RESPECT To THE SAME P A T m S ,  WILL 

HERGE, EfTfIER ON m f R  OWN INITIATIVE OR ON REQUEST, THEY'LL 

mRGE THEM INTO ONE PROCEEDING BEFORE THE EXANINER. 

Q. LlET ME ASK YOU THIS: IF CETUS IIRD NOT FILED THIS REQUEST 

FOR MERGER, DO YOU KNUW WHAT THE PA- OFFICE WOULD HAVE DO=? 

A. 

SURE TO HAVE A CERTAIN DEGREE OF ECONOMY OF TIME FOR TRE 

WELL, AS I SAY, THEY OFTEN DO IT ON THEXR OWEX ZNITIATTVE I## 

EXAMINER. 

Q. 

THESE RE-EXAMINAT1 ONS? 

AND TfIEN TEERE'S A NOTATSON THE PATENT OFFfCE DID MERGE 

A. YES, YOU WOULD EXPECT THEM TO. 

Q b  THESE ARE NOT SEPARATE LINES OF PROCEEDING M o r n ?  

A. THAT'S CORRECT. 

Q.  U!T'S JUST INDICATE THAT. 

NOW, WHAT'S THE EFFECT OF MERGING TEE PROCEEDINGS ON 

HOW THE ARG-S OF TIIE PARTIES ARE CONSIDERED IN THE TWO 

SEPARATE PROCEEDfMX? 

A- WELL, THE EXAWINER WIU GIVE FULL ATTENTIOW TO THE 9- 

D0-S PROVIDED By BOTH PARTIES SETTING FQRW m x R  

ARGUMENTS. 

Q. HE COMSXDERS AfiL TOGETHER? 

r m m ,  OFFIclAL E-R,  USDC, 415-863-5179 
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Q. HE CONSIDERS AU OF TAE ARGUMENTS AS A SINGLE CASE? 

I A. AS A SINGLE PROCEEDING, BUT OBVXOUSLY AE READS EACH PARTIES 

INDIVIDUALLY, BUT THE PROCEEDING IS NUW ALL OF THILT SUBJECT 

MATTER BEFORE TIIE EXAMINER FOR HIS DETERHINATION OF CONCLUSION 

OF PATENTABfLfTY 

Q- SO THE EFFECT OF THIS IS THAT' ALL OF THE AR-NTS ARE 

CONSIDERED BY TfIE SAME EXAMINER IN ONE PROCEEDING? 

1 A. CORRECT. 

Q* HOW THAT MY WRITING 35 DETERIORATING, I'VE WRSTTEW AU I 
ARGUMENTS TOGETHER. IS THAT A FAIR WAY TO SHORTHMD THAT? 

A. r THINK so. 

Q. 

OFFICE CONCLUDES THE RE-EXAMINATION. DO YOU KNOW WHAT THAT 

REFERS TO? 

A. 

TSIERE'S A NOTATION HERE THAT IN AUGUST OF 1990 THE PATENT 

YES. THAT REFERS To -- WE WERE IDOKING AT W E  CHART THAT 

THE EXAMINER WOULD ISSUE THAT Y E W W  0- THE NOTICE OF 

INTENT TO ISSUE A RE-EXAMINATION CERTIFICATE IN THAT YELLOW BOX. 

Q. THAT'S A WRITTEN DZCISIOH? 

A. YES, IT IS A DECISION OF THE E W I N E R  GIVING THE REASONS FOR 
I 

H I S  DECISION 

Q. LET MX WRITE THAT DOWN. DECISION AND REASONS, 

WOW, IN THE RE-EXAMINATION PROCEEDmGS -- WELL, LET KE 

A S K  YOU THIS FIRST: 

WHAT W A S  THE RESULT OF THAT DECISION, ?dKAT DID IT 

JAMES Y E O m S ,  OFFICIAL REPORTER, WSN, 415-863-5179 
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ANDERSON-DIRECT/LEWXS 14-2161 

DECIDE? 

A. IT AFFIRPllED THE: PATENTABILITY OF THE CLAIMS OF BOTH PATENTS. 

ACTUALLY YOU END UP WITH FOUR DO-NTS, KR* =IS, ONE IN THE 

Du PONT PROCEEDING; ONE IN TfiE LA ROCHE PROCEEDING AND W I T H  

RESPECT To EACH PATEHT, SO YOU HAVE FOUR DOCUMENTS. 

Q* WELL, REFERRING TO !ISE RE-EXAMINATION CHUtT YOU DID BEFORE 

IN THESE DECISIONS, WAS THERE ANY REJECTION OF CLAIMS? 

A. NO, THERE WAS A CONCLUSION ON THE PART OF TBE ExAEdXNER 

LOOKING AT THE NEW ART AND W K I N G  AT THE CLAXMS THAT EXISTED AT 

THAT TIME IN THE PATENT, THAT THE ART WAS -- DID NOT ADVERSELY 

AFFECT THE PATENTABILITY OF THOSE CLAIMS. 

THAT THOSE CULMS, IN FACT, WERE P A m A B l i E  AND HE 

THEREFORE SET FORTK HIS NUTICE OF INTENT AND GAVE THE REASONS 

FOR THAT CONCLUSION ON BfS PART. 

Q. SO THIS PROCEEDING WENT DIRECTLY FROM A REPLY TO THE OWNERxi 

STATEMENT EKlX DOWN TO THE NOTICE OF INTENT? 

A. THAT’S CORRECT. 

Q. IT DIDN’T GO !THROUGH THE REJECTION STEPS? 

A. NOT AT ALL. 

Q. 

REFERRED To FOR RE-EXMINATXON ARXSE IN THESE PROCEEDINGS? 

WELL, D I D  ANY QUESTXON OF XMENDING THE CLA- AS YOU 

WOULD ISSUE THE REJECTION OF THE CLAfMS FOR -- FOR WHATEVER 
REASON BE ISSUED IT. 

8. SO THE UPSHOT IS TIiAT ALL OF THE CLAIMS WERE WHIELD? 

JAMES YEOWWS, OFFICIAL R E h R T E R ,  U S E ,  425-863-5179 
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A. ALL OF THE CIAIHS WERE WPHELD. 

Q* NOW, IN T m  OF-THE PROCEEDINGS THEMSELVES, WHAT IS THE 

ULTIMATE RESULT OF A RZ-EXAMINATION PROCEEDING LIKE mrs, IS 

A *  YES, THERE IS A CERTfFfCATE THAT IS GIVEN TO TIE PATENTEE 

INDICATING THAT THEZE IUS BEEN A RE-EXAMINATION AND CONFIRESING 

0. IF YOU'D m K  AT TIlE TOP OF THE STACK -* CAN YOU TELL 

ME, ARE THOSE mE RE-EXAHINATION CERTIFICATES? 

A. YES, THEY ARE. THESE PINK DOCUMENTS ARE THE =-EXANINATION 

CERTIFICATES. 

9- IS THAT A PATENT UFFXCE CUSTOM TO MAKE TBEH PINK? 

A *  IT IS* 

Q *  WE'VE GOT ONX BIOW UP ON THE ONE, ON THE 395 PATENT, JUST SI 

TWESE WZRE ISSUED ON BOTH PATENTS? 

A *  YES, THEY WERE* 

Q. I HAVE ONE QUESTION ABOUT !IBIS, MR. ANDERSON, THERE'S AN 

THAT'S THB DATE IT'S ISSUED UP AT THE TOP RIGHT-HAND 

A. YES # IT IS, 

!FHERE'S AN ASTEXXSK BY THAT DATE AND A LITTLE W E N D  

THAT SAYS PORTXON OF THE HATERXAL OF THfS PATEMT SUBSEQUENT 

JAMES YEOHAM, OFFICIAL REPORTER, U S E ,  415-863-5179 
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TO JULY 28TH 2004 HAS BEEN DISCLUWD? 

A. YES, THAT'S THE -- THAT'S AN ACKNOWLEDGMENT OF THE FACT TEAT 

THE TERMINAL DISCIAIKER HAD BEEN F1-D 1M THIS APPLICATION- 

Q. NOW, W A S  THE TERHINAL DISCLAIMER PILED IN THE 

RE-EXAMINATION? 

A. UO, IT WAS FILED IN THE ORlGINXL APPLICATION. 

Q. THAT'S THE SAME ONE WE TALKED ABOUT BEFORE? 

A. SApllE ONE -9 TKE SAME OWE WE TALKED ABOUT BEFORE TO OVERCOME 

THE JUDICIALLY CREATED DOCTRINE OF OBVIOUSNESS DOUBLE PATEHTING. 

Q. SO THIS IS OLD STUFF? 

A. YES- BUT IT'S REFERRING TO THl3 FACT THAT -- THAT'S 
TERN. AGAIN, IN mrs CASE IT DXDWT MAKE ANY DIFFEREN- TI~E 

TERM WAS THE SAME DAY IN EACH CASE- 

Q* SO THfS DATE OF JULY 28m, 2004 IS A FULL 17 YEAR TERM FOR 

THIS PATENT? 

A. FOR BOTH PATEEJTS. 

Q. 

BASED UPON YOUR REVIEW OF THE FfmS AND YOUR EXPERIENCE WITH 

RE-EXAMINATION PROCEEDINGS, DID THE PATENT OFFICE CONSIDER 

QUESTIONS OF OBVSOUSNESS & T A U  IN THESE PROCEmINGS? 

NOW, TO GET BACX TO ONE THING THAT YOU CO-D ON BEFORE, 

A. mu, MR. mxs, I THINK =T A N Y T ~  THERE'S A PA- 

APPIJCA!PION IN THl3 OFFICE, THE EXAMINER ALWAYS COHCLWDES -- 
COPJSIDERS THB QUESTIONS OF OBVIOUSNESS. 

AS I SAID BEFORE, HI3 DEUTED F'ROM RE-EXAMINATIOH C W M !  

WHERE owrousmss rn BEEN ASSERTED AS GROUND OF 

JAMES Y E W A M ,  OFFICIAL REPORTER, USDC, 415-863-5179 
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UNPATENTABILXTY. 

DID THAT. 

Q. 

A. 

SO fE MUST HAVE CONSIDERED OBVIOUSNESS WHEN RE 

DOESN'T THAT HEAH HE IGNORED OBVIOUSNESS? 

I SAID HE HAD TO CONSIDER OBVIOUSNESS AND WHETHER 

OBVIOUSNESS W A S  APPLIWLE WHEN HE ELZMINAT€D THOSE CLAMS AMD 

CONCLUDED rT WAS NOT. 

Q. SO WHERE DOES THAT PUT THE OBVIOUSNESS QUESTION IN TERMS OF 

YOUR CHART OF RE-EXAMINATION PROCEEDINGS? 

WHERE DID IT F A U  OUT? WHERE WAS IT CONSIDERED ALONG 

HERE? 

A. RIGHT AT THE TOP BAR ACROSS WHERE IT SAYS EXWIHER'S ACTION 

WEU, EXCUSE ME, THE FIRST TIHE IT WOULD HAVE BEEN CONSIDERED Si 

rw THE FIRST Y E L ~ W  BOX WHEN THE DECISION WAS W R I ~ N  ORDERING 

THE GRANT OF RE-EXAIJIINATION AND CONCLUDING MOT TO RE-EXMINE 

CERTAXN CLAIMS. 

Q. ALL RIGHT* 

A. THAT'S WHEN IT W A S  CONSIDERED. 

Q* OKAY- 

A. THEN IF YOU W K  AT THE NOTICE OF INTENT To lSSuE THE 

RE-EXMINATION CERTIFICATE, YOU SEE rM THERE mwws THE END OF 

THAT DOCUMENT WO- THAT SAY ONE REFERENCE IS CONSIDERED IN THE 

NOW, WHEN YOU COMBINE TWO REFERENCES OF THAT NATURE YO 

HAW TO BE CONSIDERIN6 A QU3STIOM OF OBVIOUSNESS, THAT'S TWE WA 

OBVIOUSMESS COMES ABOUT. 

JAMBS YEWANS, OFFICIAL REPRTER, USDC, 415-863-5179 
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Q o  WELL, LIET'S HOT GET TO FAR INTO THAT, SIR, 

A* OKAY. 

Q. 

COMPLAINT THAT DU FONT HAS HAD ABOUT THE RE-EXAMINATIONS AND 

THEY CONCERNED THE NSF GRANT PROPOSAL, THAT'S BEEN rJtARKED AS AN 

THERE ARE SOME m R  ENTRIES To THIS CBART THAT PERTAIN TO A 

EXHIBIT r N  mss CASE. 

WE'VE HEARD TESTIMONY THAT THERE W A S  SOME PROBLEM WITH 

CETUS' NOT C A I J J M G  THAT PROPOSAL, THhT NSF GRANT PROPOSAL, To 

THE PATENT OFFICES ATTENTION IN THE RE-EXAHXNATXON. XN YOUR 

oPrmoN, xs TIIAT A VALID CRITICISM? 

A. NO. THIS IS THE DOCUMSNT -- THERE WAS A GRANT PROPOSAL 

RECEIVED BY CETUS IN RESmNSE TO A SU3POENA TO M.1.T. 

Q .  HAVE YOU IXKlKEO -- 
A. I'VE SEEN THAT. 

TO IN THAT NOTE? 

IS THAT THE GRANT PROPOSAL THAT IS REF- 

Q* IT APPARENTLY IS, BUT mT'S NOT GET INTO TRAT. 

HAVE YOU YOU LOOKED AT !lXE DDCUM3NTS THAT CETUS 

RECEIVED PUR!SUlWT TO A SUBPOENA TO M.I.T.? 

A. YES, I HAVE. 

Q o  HOW, WAS THAT A G-3 

A. NO, IT WAS A DRAFT OF A PROPOSAL BY M.S.T, TO REQUEST A 

G m  OF m I N G  NATION= SCIENCE FOmMTfW, 

Q. 

GFUWI! IS INACCIURATE? 

A. IT IS. 

SO THIS THING THAT SAYS CETUS GETS SUBPOENA KHURMA BSF 

JAmEs '91Ems, ~ F F I c ~ ~  REmRmR, us=, 415-&63-5179 
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Q.  LET'S CROSS TIfAT OUT. 

BASED ON WHAT YOU SAW CETUS -- WHAT D I D  CETUS RECEIVE 

I A. THEY RECEIVED A DOCUMENT THAT WAS OBVIOUSLY A DRAFT OF A 
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PETITION FOR A GRANT. AS I SAY, IT W A S  OgVXOUS BECAUSE THE 

AUmORITY OF M.X.T. WHO WAS SUPPOSE TO SIGN THS OoCUERRP TO 

I REQUEST THE GRANT IS NOT ON THAT DOCUMENT AND IN OTHER AREAS OF 

THE DOCUHENT THERE ARE JUST MANY XANDWRITTEN NOTES. 

Q. SO IT'S DOCUMENTS RELSLTED TO A GRANT APPLICATION TEAT WERE I 
RECEIVED? 

I A. I GUESS IT WAS RECEIVED, YES. 

I Q. NO. I'M TALKIHG ABOUT WHAT CETUS RECElVED WAS DO-S 

RELATED TO A GRANT APPLICATION? 

A. RELATED TO A GRANT APPLICATION? 

Q m  NOTAGRANT,  

A. CORRECL 

Q. NOW, rs THAT THE SORT OF DOCUMENT THAT YOU IN YOUR PATENT 

PRACTICE WOULD FILE W I T H  THE PATENT OFFICE? 

A* NO, CERTAINLY A DRAFT 1- A DocupllEMT OF THAT NATURE WHICH IS 

A DRAFT WOULDN'T RISE TO THE WH0f;E QUESTION OF WHETHER IT'S 

PRIOR ART OR NOT- 
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THAT NATURE AS BEING SOMETHING OF ZNTEREST TO THE PATENT OFFI- 

FROM A PATENT I A W  STANDPOINT. 

Q. WELL, AT SOME POINIT THERE CAME TO L I G H T  THIS 19SF GRAWT 

APPWCATXON THAT'S BEEN MARKED AS HERE. IN TEIE FIms 

Y O U V E  REVIEMED HAVE YOU SEEM HOW THAT CAME To LIGHT? 

A. 

JUDGMENT MOTION FILED -0 

WELL, THAT'S A DOCUMENT THAT IS ATTACHED TO A SUMMARY 

m. PSGG: YOUR HONOR, I OBJECT To THE RXFERENCE To 

PRIORMOTIONS FrmD IN THS CASE, I THINK THE WITNESS CAN 

EXPLAIN THIS WITH SIMPLY REFERRlNG TO DOCUMENTS FILED W I T H  THE 

COURT. 

MR, =IS: TKAT'S FINE, YOUR HONOR. 

THE COURT: FINE. 

DOESN'T REFER TO THE CUNSEQUENCE OF THAT HOTION. 

Q. (BY MR. LEWIS) PLEASE DON'T REFER THE NATURE OF THE 

YOU HAY REFER TO 1%' AS XlONG AS HE 

MOTION. 

A. IN A DO- F I U D  HERB IH THE COURT AS AmACHMEMTS THE= 

TO WERE THE DO- THAT WAS A GRAMT -- A PETITION TO THE #SF 

THAT WAS ACCEPTED BY THE WSF AND FOR mra GRANT HONEY WAS GIW 

TO M.I.T. 

Q. 

YOU REVIEWED? 

A. IN SEmEMBER, I BELIEVE: ST WAS, OF THIS YEAR, 3990. 

Q- 

WHEN W A S  !EIAT FImD WITH THE COURT, ACCURDING TO THE FXU3 

WOULD XAVE BEEN IN AUGUST? 

A. IN THE COURT? 

JAMES yE0-r QFFfCIAL REPORT=, USDC, 415-863-5379 
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2. 

A. 

THE FILING IH THE COURT. 

1 WOULD ACCEPT -TI I'D HAVE TO W Q K  AT IT. 

Q .  W E  WON'T NOTE IT ON THE CHART. 

MR. FIGG: WE'LL STXPULATE IT WAS AUGUST 18W, YouEl 

HONOR. 

THE COURT: FINE. 

MR. FIGG: IF COUNSEL IS INTERESTED 1N THAT 

TIWLATION 

m. 1;EWIs: THAElx YOU. 

1 .  

L. 

2. IS THERE ANY INDICATION IN THE FILES YOU REVIEWED OF WHEN I 

WOW, WHO FILED IT WITH THE COURT? 

DU PONT PISZD IT W I T H  THE COURT. 

WNT GOT IT? 

A. YES. THEY RECEIVED XT IN THB PREVIOUS MONTH OF JULY. 

Q. AND f'M NOTING THAT AS DU POW 6ETS NSF PROPOSAL 

SaplIETIME IN JULY. 

DID W POW N E R  FILE THAT WITH THE PAT= OFFICE IN 

CONNECTION WITH THE R E - E m ?  

A. NOT TO MY KNOwIlEDGE. 

Q. 

A. 

Q -  IS T m  ANY REFLECTION THAT' CETUS TOLD THE PATENT OFFICE 

ABOWT THIS GRANT APPLICATION? 

IN THE FILES YOU REVIEWED? 

NOT IN THE FILES OF RE-EXAMINATION, NO, 

A. YES- AS INDICATED THERE -0 I'M SORRY, DID YOU a 1s 
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Q* XS THERE AN INDICATION THAT CETUS TOLD TRE PATENT OFFICE? 

A. YES. XN THE PILE CETUS DID INFORM THE PATENT OFFICE OF THE 

(INDICATING) APPARENTLY? 

A. THAT'S CORRECT, 

Q m  THAT NSF INFORMS PATENT OFFICE OF NORANA NSF GRANT? 

A. CORRECT. 

Q. W A S  THAT A GRANT OR PROPOSAL? 

COUNSEL, BUT I BELIEVE THE DOCUMENT FILED WAS THAT -- WAS THE 
GRANT. 

Q* WHY DON'T YOU TAKE A XIOK THERE. 

A. OKAY. 

(PAUSE IN !lXE PROCEEDINGS) 

Q*  (BY m- -1s) WEIJI, WE'LL PASS THAT FOR NOW, ANDERSON 

WKAT W A S  THE PAT- OFFICES RESPONSE TO THAT? 

A. WELL, IT WAS -- THE PATENT OFFICE RESPONDBD THAT THEY WOULa 

PUT TIIE DoCUMEHTS I# TBB FILE, TBEY WOULD NOT REOPEN THE 

RE-EXAMINATLOH PROCEEDINGS. AND THBY INFORHED CETUS THAT CETUS 

HAD SATISFIED ITS DUTY OF CANDOR TO THE PATEM" OFFICE IN FILING 

THESE D O ~ S .  

Q. $0 THEY -- THZ PATENT OFFICE DECLINED TO REOPEN THE RE-EXAE 

A. THZY DID THAT. BUT THEY -0 ACKNOWLEDGED THE RECEIPT OF 

TFE DOCUMENTS AWD STATED THAT CETUS HAD SATISFIED THEIR DUTY OE 
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HAVING REVIEWED WAT ?IAPFE34ED THERE, IN YOUR OPINION, 

IS THEFE ANY VALIDITY TO W POWT'S CRITICISM OF CETUS FOR NOT 

HERE TO THE PATENT OFFICES ATTENTION? 

A. NO, I DON'T BELTEVE SO. I THINK CETUS TH35 FIRST T U E  

THERE COULD EVEN BE ANY CONSTDERATIOPJ OF THAT WCWENT BEING 

APPROPRfATE FOR FORWARDXNG TO THE PATENT OFFICE WAS I13 THAT 8/1€ 

FILING WITH THE COURT. 

ALLEGATION IN THERE THAT IT WAS A PRINTED PUBLT:CATION. 

THAT'S THE FIRST KNOWLEDGE !FHERE W A S  AN 

NOW, THAT IT HAD BECOME A GRAMT 114 FACT RXFFIER TIfAw A 

DMFT OF A GRANT THE -0 fl HY PRACTICE I WOULD HAVE IDOKED AT 

THAT; 1 WOULD HAVE STUDIED TiIE QUESTION OF WHETHER OR HOT ET WAZ 

IN FACT A PUBLICATION: WHETHER XN FACT THE PATENT OFFICE WOULD 

HAVE INTERFXT IN IT OR PATENTABlLITY QUZSTXONS WOULD ARISE. 

THOUGH WE BEND OVER BACKWWS TO SATISFY OUR W T Y  OF 

CANDOR TO TEIE PATENT OFFICE, I'D AT LEAST TAKE somrm TO 

ESTABLISH TO MY O m  SATISFACTION THESE QUeSTIOmJS M D  THEN I 

WOULD FIfrE IT* 

oBvrousLy CETUS F T ~ D  IT IN AN ABUNDANCE OF CAVT~ON. 

Q.  NOW, 1% SORRY, DID DU PONT BVER S U W T  IT TO mE PATENT 

OFFICE? 

JAMES Y E O W S ,  OFFICIAL REPORTER, USDC, 815-863-5179 
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CONNECTION W I T H  THE RE-EXAMINATION? 

A. 

RE-EXAMINATION, CITED THIS ART AND, fH FACT, COULD HAVE STARTED 

YES, DU PONT COULD HAVE FILED A SECOND PETITION FOR 

IN THE NEW RE-EXAMINATION PROCEEDXNG A REQUEST rn mrm TIIE 

WHOLE MMTER AGAIN IN THAT RE-EXAMXNATION PROCEEDING. 

Q. 

THAT ARE HERE ON THE CHART? 

WOULD THAT HAVE BEEN A SEPARATE PROCEEDING FROM THE ONES 

A. YES, IT WOULD BE. WOULD HAVE 3EEN. 

Q. WOULD IT HAVE SAID SEPARATE UNDER PATENT OFFICE PROCEDURES? 

A. I DON'T KNOW YOU COULD TELL AT THIS POINT. IF IT W A S  A LATI 

DATE LIKE J U L Y  AND A PETITION W A S  FILED, I DON'T THINK THERE'S 

ANYWAY YOU KNOW WHETHER THE PATENT OFFICE WOULD DELAY ONE 

RE-EXANINATION TO TAKE IT r m  ACCOUNT OR NOT. 

Q. WHAT WOULD IT HAVE TAKEN TO FILE SUCH A PETITION? 

A. WELL, THE PREPARATION OF TXZ DOCUMENT W D  THE PAYMEPJT OF 

1,500, NOW $2,000. 

Q* ANYTHING #ORE? 

A. NO. 

Q. 

ABOUT TKIS PROCESS. €€E SAlD THERE WAS SOHBTHING UNFAIR ABOUT 

THERE WERE A COUPLE OF OTHER COMMENTS THAT MR. DE GRAND1 IIAI 

HOFFMAN-LA ROCHE AND CETUS ARGUING ON THE ONE SIDE FOR THE 

PATENTS TOGETHER AND DU FONT ON THE OTHER. Do YOU AGmE WITH 

THAT? 

IS CRITXCZZED FOR NOT FfLING AN OWNER'S STATEMENT I19 THE DU POX 

JAMES YEOMAHSp OFFICIAL =FORT=, USDC, 415-863-5179 
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PROCEEDfWG . 
THE RuI;ES PROVIDE AM ABSOLUTE O P T I O N A U m  TO THE 

QUESTION OF WHETHER YOU FILE Jw OWNER'S STATEMENT OR NOT. CETUZ 

TWE ISSUES WERE FAIRLY IN FRONT OF THE EXAMINER. 

Q. 

THIS ONE THAT'S ON THE TOP LINE -- 
IF CETUS HAD FILED AN OWNER'S STATEMENT IN THB S?U PONT CASE, 

A. YES. 

Q* -- WHBN WOULD THAT HAVE BEEN VIEWED? 

A. WELL, XT WOULD BE MADE JUNE, JULY, CETUS WOULD HAVE H?LD 

m r L  JULY TO Frxz IT. I m, THE TWO MONTH -OD. 

Q* THAT'S ACTUALLY, I GUESS, W€AT THAT WHE -St NO CETUS 

RESPONSE TO DU POW REQUEST? 

A. I ASS= SO. 

Q. 

A, 

NOW, IF CETUS HAD FILED AN OWNER'S STATEMENT IN JULY -0 

THAT WOULD HAVE GIVEM DU POWE TWO MONTHS To FILE A =PLY TO 

THAT OWNER'S STATEMENT, mrcH WOULD HAVE CARRIED IT OUT TO 

SEPTEMBER. 

Q. SO U 2 l " S  NOTE THAT TIME FOR TIE DU PONT REPLY. 

IF THAT HAD m D  TO YOU, HAVE AN OPfNIOM ABOUT 
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UNDERSTAND THE TRIAL WAS SET FOR EARLY NOVEMBER, I WOUU THfHK 

IT COULD NOT HAVE BEEN COMPLETED. 

Q.  IN CONSIDERING THE EVENTS ON THfS CHART AND YOUR EXPERIENCE 

AS A P ~ ~ f T ~ : L ) ~ ,  IN THIS SXTUATTON DO YOU SEE ANY BEASON FOR 

CETUS TO HAVE FILED AN OWNER'S STATEMZNT? 

A. NO0 AS I SAY, f THfWK I WOULD HAVE CONCLUDED THAT I W A S  

SATISFIED THAT THE fSSUE5 WERE FAIRLY PRESENTED TO THE EXAMINXR 

BY THE DOCUMENTS ALREADY BEFORE HIM. 

I WOULD BE ANXIOUS FOR THE PATENT OFFICE TO =CH A 

CONCLUSION SO THAT THE COURT COULD HAVE THE BEMEZIT OF 

CONCWSXON OF THE PATENT OFFICE. 

MYSELF IN THE POSITION OF OEWLYSNG ALL OF THE PROCEEDINGS IN 

AND I WOULD MOT WANT TO PUT 

CASE, FOR EXAMPLE, A KERGER OC-D, UNTIL WZLL AFTER THE TRIAI: 

DATE . 
Q. THERE W A S  A COMPLAINT THAT DU POWT DID NOT HAVE A CHAW= TO 

REPLY TO THE CETUS PILINGS AND THE LA ROCHE REPLY, DO YOU mINK 

TzykT'S A JUSTIFIABLE CRITICISM? 

A. I THlNK ANYBODY WHO FILES A PETXTION FOR RE-EXAMINATION 

KNOWS THAT THE LIKELSHOOD 1s A VERY STEKlNG POSSfBfWTY HE'S 

GOXNG TO GET ONE BIT AT THE APPU AND EE PROVIDED ALL H I S  

AF~GUMENTS r N  m BEST porn rn CAW PRESENT m m  AT m TIHE IIE 

FILES HIS PETITION. 

Q. 

THAT WERE MADE 3Y L& ROCHE AND CETUS? 

IN THE FImS YOU REVfEWED DID DU PONT =PLY TO ARGUHEHTS 

JAMES Y$O#AwS, OFFICIAL REPORTER, USDCN 415-863-5179 
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A. 

PETITION FOR RE-EXAHfNATfON WAS RESpo'N$IVE TO IfHE L& ROCHE 

YES. AS X INDICATED BEFORE, U O S T  HALF OF THE DU PONT 

PETITION FOR RE-EXAMINATION. 

Q* HOW -0 WKAT W A S  IH THAT DU PONT DOCVMENT? 

Do YOU HAVE IT UP THERE? HAY3E IT'S YOUR OTHER BLBOW, 

(PAUSE IN TIIE PROCEEDINGS) 

THE WITNESS: YES, I HAVE -- EXCUSE HE, WHAT W A S  THE 

QUESTION, MR. LEWIS? 

Q* (BY MR- LEWIS) WHAT DID DU mNT INCLUDE WITH ITS FXLING? 

A. WELL, THFY INCLUDED A GREAT -7 

Q. X'W SIMFLY ASKXNG YOU TO DESCRIBE WHAT THE PIECES OF THAT 

FILING ARE? 

A. WELL, THE PIECES ARE THE REQUEST FOR RE+EXAM:IHATIOPJ . . . 
THAT'S ABOUT 28 PAGES. THERE ARE LISTS OF m T ,  THERE ARE SOME 

DECLARATIONS OF DA. JOSEPH S-OOK 0 DATED MARCH 8 T H R  1990 

B. WE CAN GO PAGE BY PAGE AND IT'S GOXESG TO TAKE FOR EVERY, MR 

OF ALL THE DIFFERENT REFERENCES THAT ARE CITED IN THIS PETITSOH 

THE COURT: I THINK YOU S!FOFmD RIGm ON TIME, 

JAMES Y E O W S ,  OFFICIAL REPORTER, U S E ,  415-863-5179 
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f GUESS THAT MEANS, AS MRm ANDERSON WELL KNOWS, A 

RETURN VISIT ON . . . THIS IS THURSDAY, ISN‘T IT? 

MR. =IS: YES, YOUR HONOR. 
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-.L-----’--”c--Fr-n- --r--+< . . --- *., - ---- 

THE COURT: OH HUNDAY. 

SO, LADIES AND GEWTLEMEN, WB WILL NOT SEE YOU UNTIL 

HAVE A VERY NICE WEEXEND AND PLEASE FOLLOW THE MONDAY, 

INSTRUCTIONS YOU’VE BEEN GIVEIS ABOUT NOT DISCUSSING THE CASE 

MONGST YOURSELVES OR ANYONE EUE, OR F’ORMING OR EXPRESSING ANY 

OPINION BASED ON WHAT YOU HEARD SO FAR. AND WE‘LL SEE ON 

MONDAY, SAME TIME. 

(PROCEEDINGS HELD IN OPEN COURT, JURY NOT PRESENT:) 

THE COURT: AND YOU GET A LONG WEEKEND IN SAH 

FRANCISCO? 

THE WITNESS: I GU€SS SO, YOUR HONOR. SUPPOSED TO BE 

IN MAINE. 

THE COURT: MAINE IS VERY UIVELY, BUT THIS TIME OF YEM 

IT‘S MUCH NICER TO 3B HERE. X THfNIf IT’S PROBABLY MUCH SAFER Tc 

STAY HERE THEN GOING BACK AND FORTH. 

THE WLTWESS: EIAYBG I CAW GET WWN TO CARMEL, YOUR 

HONOR. 

THE COURT: I’m GX’VE YOU A U S T  OF GOOD RESTAURANTS. 

THEY’RE WAXTfNG, READY TO mWCE. 

m y  LUNCH. 

MR. PASNOW: I HAVE ONE SIMPLE HOUSEKEEPING HM’TER, 

JAMES YEOMANS, OFFICUU; mWRmR, USDC, 415-863-5179 
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YOUR HONOR. 

THE COURT: I GAVE UP HUUSEKEEPING A U N G  TIME AGO. 

(LAUGHTER) 

MR. PASAHOW: 1 HAVEN'T. THESE ARE THE EXHIBITS OF TAI 

CHARTS THAT WE USED DURING DR. VAN DE SANDE'S CROSS-EXMINATION 

AND THEY ARE EXHfBXTS B-206 THROWGR B-214 AND I BELIEVE MR.-- 

MR. FIGG: f THINK THAT SQUARES W l T ? €  OUR =RY AS 

WF&L. LET'SEXAKE SURE. 

(PAUSE IN THE PROCEEDINGS) 

MR. PASAHOW: THAT WAS THE ONLY THING HAD, YOUR 

HUNOR 

THE COURT: THEY ARE ADMITTED. 

(DEFENDANT'S EXHIBITS B-206 TRROX 

8-214 RECEIVED ZN EVlDmCE) 

NR. FXGG: MY COLLEAGUES REMINDED ME THAT WE HAD 

ALREADY MOVED "HZ ADMISSION AND HAS BEEN ADMITTED, THE POSTER 0 

DR. HULLIS' KM31 PAGE, BUT THE ACTUAL aocuMENT ITSELF W BEEN 

BX&RKED AS A-61 AND WE WOULD MOVE ITS ADHISSION. 

THE COURT: AS I RECALL THAT'S PART OF A PAGE, RIGHT? 

m a  FXGGt NO, IT'S THE ENTIRE PAGE. XT'S A COMpflETE 

PAGE. 

COURT: THIS O M  IS THE COKPLETE PAGE? 

MR. FIGG: HE COPIED !FHAT PAGE ONTO AHOTHER NOTEBOOK. 

TWIS W A S  A STAND AIDME. 

JAMES YEOMANS, OFFICIAL REmRTER, USDC, 415-863-5179 
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m. PASAHOW: T € m E R S  190 OBJECTfON. 

THE COURT: XT'S ADMITTED. 

(PAUSE I# THE PROCEEDINGS) 

THE CIERK: 

COURT: 

IT €i$& =EN ADMITTED -Y. 

NOW IT'S ADMITTED FOR SURE. 

mm P I S :  1 W A S  TOW) fT WASN'T. 

THE COURT: IS THAT IT? 

MR. FIGG: THAT'S LT. 

THE COURT: YOU mVE SOHE PAPERS WE IN, I GUESS, 

CONmROW 

MR. FIGG: RIGHT. 

THE COURT: 

AFTER MR. ANDERSON? 

EPR. =IS: 

WHERE DO WE STAND IN TERMS OF WITNESSES 

DR. DAHLBERG WLI;t BE Urn NEXT W I W S S  

FULIDWING MR. ANDERSON AND IlM SURE WE'LL TAKE US THROUGEi THE 

DAY ON MONDAY. 

 COURT: AND? 

MR. PASAHOW: STARTING ON . . . OUR NEXT WITHES$ ApTER 

DR. W L B E R G  W I L L  BE DR. FRENCH MDERSON. 

THE COURT: 

MR. LEWIS: 

DOES TfIAT WIHD IT UP THEN? 

WE'RE WOKING FOR A BIGGER PXCTURE THAN WE 

THOWGHT 

MR. PASAHOW: THIS W I L L  DEPEND UPOM SCEIEDUXES I13 

PARTICULAR DAYS. PREDICTING IS PROVING TO BE DIFFICULT AND 

WE'VE GOTTEN O ~ T R S E L ~ S  WELL om OF ma wrmow m ASK WITNESSES 
JAMES Y E O W S ,  OFFICIAL REPORTER, USp.II, 415-863-5179 
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14-2178 

(COURT AWClURWED AT 1:l.O P,I .  TO RECQwvENg 

MONDAY, FEBRUABY 11, 1991, AT 8:OO A . L )  

JMFS YEQMANS, OFFICIAL REPORTER, USDC, 415-863-5179 


