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MR. LEWIS: THEY'RE BOTH ON THE LIST OF DESIGNATTONS,
YOUR HONOR. |
" THE COURT: I DON’T HAVE THE BENEFIT OF A COPY HERE.
WHICH PARTICULAR PAGE AND LINE ARE YOU REFERRING TO?
MR. FIGG: PAGE 100 AFTER PAGE —- AFTER LINE 11.
THE COURT:. AFTER LINE 11?
'(PAUSE IN PROCEEDINGS)
THE COURT: PAGE 100, LINE 7 THROUGH 20 ARE DESIGNATED.
MR. FIGG: I APOLOGIZE, YOUR HONOR. OUR COPY SHOWS
THAT IT ENDED ON LINE 10, BUT IF THAT’S WHAT THE DESIGNATION
SHOWS —- | |
THE COURT: THAT'S WHAT THE DESTGNATTON SHOWS, YES.
MR. FICG: .oxari 1M SORRY FOR INTERRUPTING. |
THE COURT: OKAY.
MR. LEWIS: YOUR HONOR, MAY I PICK UP A FEW LINES BACK
S0 WE GET THE CONTEXT?
THE COURT: YES, YOU MAY.
(UNREPORTED ﬁEPﬂSITION READ)
MR. LEWIS: THAT’S THE END, YOUR HONOR.
THE COURT: SO ﬁuxcx? OKAY. FINE.
(PAUSE IN fnoczEDINGS}
MR. Lﬁwrs: THE NEXT WITNESS WE CALL, YOUR HONOR, IS
DR. JEFFREY MILLER.
|  THE cLERK: PLEASE RAISE YOUR.RIGHT'ﬁhﬂba

JEFFREY ALLAN MILIFR, DEFENDANT'S WITNESS, SWORN

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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A. MR, LEWIS.

‘REIAXED., I THINK YOU HAVE TO MCVE INTO THE MIKE A LYTTLE BIT

| MILLER-BIRECT)LEwIs . 9-1295
THE CLERK: PLEASE TAKE THE STAND.
PLEASE STATE YOUR FULL NAME AND SPELL YOUR LAST NAME
FOR THE COURT. |
THE WITNESS: JEFFREY ALLEN MILLER, M~I~L-L-E-R.
THE CLERK: COULD YOU SPELL YOUR MIDDLE NAME?
THE WITNESS: A~L~L-A-N. AND JEFFREY IS J-E-F—F—R—E-i._.
(PAUSE IN PROCEEDINGS)
.DI#ECT EXAMINATION
BY MR, LEWIS: |

Q. GOOD MORNING, DR. HiLLER¢

Q. WHAT’S YOUR OCCUPATION?

A, I'MA REQEARCHER FOR THE DU PONT MERC PHARMACEUTICAL
COMPANY.

Q. WHAT FIELD DO YOU DO RESEARCH IN?

A. NUCLEIC ACID ENZYMOLOGY, NUCLEIC ACID BIOPHYSICS.

THE COURT: YOU’RE NOT GOING TO GET TO BE QUITE SO

BECAUSE THE JURORS ARE HAVING A HARD TIME HEARING YOU.

Q. {BY MR. LEWIS) YOUR FIELD WAS NUCLEIC ACID ENZYMOLOGY AND
WHAT ELSE? | |

A. 1IN GENERAL,-ﬁUCLEIc ACID ENZYMOLOGY AND THE BIOPHYSICS OF
ﬁUCLEIC,Acrn._ |

Q. YOU HAVE A PH.D.?

A. YES.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS . 9=1296

" Q. DID YOU DO POST=DOCTORAL WORK?

A. YES, AT THE UNIVERSITY — WELL, AT . . . UNIVERSITY OF

ROCHESTER IN THE CHEMISTRY DEPARTMENT, 19 . . . *78 TO “80. .

Q. AND YOU HAVE WORKED FOR DU PONT FOR ALMOST THE LAST 10

YEARS; IS THAT RIGHT? |

A. A LITTLE OVER 10 YEARS, ALTHOUGH THE FIRST FEW nouwns-was'
ACTUnLLY FOR THE NEW ENGLAND NUCLEAR COMPANY, WHICH WAS fnsu
PURCHASED BY DU PONT.

. AND THAT WAS ACQUIRED BY DU PONT.

A. YES.

Q. 1IN 1983 OR 1984, YOU BECAME PART OF AN APPLIED CHEHISTRY

' GROUP AT DU PONT WORKING ON NUCLEIC ACID PROBE DETECTION.

A. YES, I DID. |
Q. AND AnoﬁG.YQUR OTHEﬁ DUTIES AT DU PONT, YOU'VE BEEN A MEMBER
OF THE RNA/DNA TECHNOLOGY COMMITTEE. | |

A. &Es, FOR A TIME.

Q. AND THAT’S A COMMITTEE THAT DU PONT SET UP TO FOLLOW DNA/RNA

- TECHNOLOGY.

A. IN GENERAL, YES.

Q. .EBRT OF YOUR JOB AS A RESEARCH SCIENTIST AT DU PONT IS TO

LOOK AT THE ART IN THE LITERATURE IN THE FIELDS OF NUCLEIC ACID

CHEMISTRY AND BIOPHYSIC CHEMISTRY; IS THAT RIGHT?

A. YES, THAT’S PART OF THE JOB.

Q. AND THAT’S BEEN PART OF YOUR JOB SINCE YOU STARTED AT

DU PONT?

CANDACE L. FRANCIS, OFFICIAL REPDRTER, usDe, 415-431*60ﬁq
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MILLER-DIRECT/LEWIS . 9=1297

A. YES. IT’S ESSENTIALLY PART OF THE JOB AS A SCIENTIST,

REGARDLESS OF THE TYPE OF RESEARCH YOU’RE DOING.

Q. . IT’S BEEN PART OF YOUR JOB AS, INDEED, SINCE GRADUATE
SCHOOL?

A. YES.

Q. YOU DO THAT BY READING CURRENT JOURNALS?

A. CURRENT JOURNALS,

Q. AND OLD JOURNALS?

A, AND OLD JOURNALS.

Q. AND GOING TO MEETINGS?

A. YES. GOING TO MEETINGS, SPEAKING —-

Q. AND TALKING TO YOUR COLLEAGUES?

A. YES. |

Q. AND THAT INCLUDES ASKING PEOPLE WHETHER THEY CAN SUGGEST
LIT&R;TURE ON PARTICULAR SUBJECTS THAT YOU’RE INTERESTED IN.

A. YES, IN SOME CASES.

Q. NOW, YOU ARE THE PERSON WHO AT DU PONT FIRST RAN ACROSS -ONE

OF THE REFERENCES THAT HAVE BEEN CITED EERE; IS THAT RIGHT?
A. TO MY KNOWLEDGE, YES.

Q. AND THAT WAS THE PANET REFERENCE?

A. THE PANET AND KHORANA PAPER, YEAH.

Q. YOU FOUND THAT THROUGH ANOTHER REFERENCE THAT WAS SENT TO

YOU BY ONE OF YOUR COLLEAGUES, GEORGE TRAINOR?

A. YES. I WAS READING ANOTHER PAPER HE HAD SENT ME.

Q. WHO IS DR. TRAINOR?

e R e A g e — a el —ur A
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MILLER-DIRECT/LEWIS 9-1298

& -
2 1 { a. HE IS NOW MY SUPERVISOR.
o 2 | ©. HE IS A DU PONT SCIENTIST?
" 3 | A. HE IS A SCIENTIST FOR THE DU PONT MERC mmm'rmn
| a | company.
5 | ©. AND PART OF YOUR PURPOSE ~- LET ME ASK YOU THIS:
. " " DO YOU REMEMBER WHETHER 15‘1‘4011 HAD COME ACROSS THE PANET
- 7 | ARTICLE WHEN YOU WERE TN GRADUATE SCHOOL?
& 'é_ 5. ﬁo, lI DO NOT REHEHBER
¢ | @. NOW, PART OF YOUR PURPOSE IN READING THE ARTICLE THAT DR.
| 10 | Tramnom sEnt YOU WAS LOOKING FOR PRIOR ART RELATED TO THE CETUS
* 1 PATENTS; 1S TH.H:.T RIGHT? |
12 | a. (mnnmé HEAD. ) pmr' OF THE PURPOSE.
e )
® a3 Q. AND ==
14 | A. THAT WAS -- THAT WAS ESSENTIALLY PART OF THE PURPOSE AT THAT| =
15 | POINT, FOR LOOKING AT LITERATURE. |
’ 16 Q. IN FACT, YOU HAD BEEN LOOKING FOR PRIOR ART RELATED TO THE
17 | CETUS PATENTS BEFORE READING .THAT .ARTICLE.
» 18 A. YES, THAT’S TRUE. )
19 | Q. YOU HAD BEEN —- DU PONT HAD BEEN LOOKING FOR ART m'r'wuum_."
20 INVALIDATE THE CETUS PATENTS SINEE AT Ww.'
4 21 | A. WELL, DU PONT HAD BEEN LOOKING FOR ART THAT WOULD IMPACT THE}
22 '_cm'us PATENTS, THAT WAS RELEVANT TO THE CETUS PATENTS. IF
, - 23 | vourre corNe To LIcENSE a PATENT, IT’S IMPORTANT TO KNOW WHAT
24 | IT’s WORTH.
25 | Q. BUT DU PONT HAD ALSO BEEN LOOKING FOR ART THAT WOULD

4 ..~ CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS | . 9-1299
INVALIDATE THE PATENTS SINCE SEETEﬁBER OF 1987; HAD IT NOT?
 (PAUSE IN PROCEEDINGS)
THE WITNESS: WELL, WE WERE LOOKING FOR ART THAT WAS

IMPORTANT AND THAT WAS PERTINENT TC THOSE PATENTS. I WOULDN’T

NECESSARTLY CHARACTERIZE IT AS BEING ART THAT WOULD INVALIDATE

THE PATENTS. IF YOU DON’T KNOW WHAT ART YOU'RE GOING TO FIND,

YOU DON'T KNOW IF IT’LL INVALIDATE IT.

Q. (BY MR. LEWIS) LET ME SHOW YOU A DOCUMENT THAT HAS BEEN

MARKED AS EXHIBIT B-113.

A. (WITNESS EXAMINES DOCUMENT.)

Q. CAN YOU IDENTIFY THAT AS A MEMORANDUM FROM ROBERT BELTZ TO

YOU, AMONG OTHER PEOPLE?

' A. YES, IT IS A MEMORANDUM TO ME, AMONG EIGHT OR 10 PEOPLE.

Q. OKAY. AND THAT’S DATED SEPTEMBER 8TH, 1987.

A. YES.

Q. AND YOU PROBABLY RECEIVED IT.

A. T PROBABLY DID RECEIVE IT.

Q. ROBERT BELTZ WAS A DU PONT SCIENTIST IN THE BIOMEDICAL
DEPARTMENT. |

A. YES, HE WAS,

Q. AND OTHER OF THE RECIPTENTS ON THIS DOCUMENT ARE SCIENTISTS

AT DU PONT?

| ‘A, (WITNESS EXAMINES DOCUMENT.)

I DON'T KNOW WHO THE . . .

Q. WELL, YOU RECOGNIZE SOME OF THEM AS SCIENTISTS.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415~431~-6080
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16 -

A. SOME OF THEM ARE. ONE IN PARTICULAR, "LEVI GENES," I HAVE.
NO IDEA WHO OR WHAT THAT ARE. |
Q. BUT MR. TRAINOR -- DR. TRAINOR IS ON THERE, FOR INSTANCE?
A. DR. TRAINOR IS ON THERE.
MR. LEWIS: YOUR HONOR, I MOVE THE ADMISSION OF THIS
DOCUMENT IN EVIDENCE.
(PAUSE IN pRDcEEnINGS}_
-HR. FIGG: ONE MOMENT, YOUR HONOR. I’M SORRY.
(PAUSE IN PROCEEDINGS)
MR. FIGG: NO'oﬁJEcrxuN.
THE COURT: ADMITTED.
MR. LEWIS: THANK YOU, YOUR HONOR.
| (DEFENDANT’S EXHIBIT B-113
RECEIVED IN EVIDEﬁcEJ
 MR. LEWIS: CAN YOU PUT THAT ON THE SCREEN?
(PAU#E IN pnbcEEnINGS)

Q. [.BY MR. LEWIS) NOW, YOU SEE, DR. MILLER, IN THIS MEMORANDUM

" WE’VE BEEN DISCUSSING, IT/S ASKED:

"DOES - ANYONE KNOW OF SPECIFIé PUBLIE&&IOKS OR
OTHER INFORMATION THAT WOULD INVALIDATE THE CETUS
CLAIMS ON TARGET nHPLIFI¢ATIOH?“ -
A.. YES, IT SAYS —-—
Q. DO YOU SEE THAT?
A. --— THAT.

Q. AND DOES THAT REMIND YOU THAT, AS EARLY AS SEPTEMBER OF

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS 9=-1301

1987, DU PONT WAS LOOKING AT ART THAT WOULD INVALIDATE THE
PATENTS? |

A. THAT’S WHAT DR. BELTZ WROTE. HE CLEARLY WAS INTERESTED IN
THAT. TD-HY KNOWLEDGE, NO ONE AT THE TIME KNEW OF ANY SUCH ART.
Q. NO ONE KNEW OF ANY SUCH ART?

A. NO ONE AT DU PONT KNEW OF ANY SUCH ART. CLEARLY OTHER

PECPLE DID.

Q. AND YOU HAVEN'T =- YOU DON’T KNOW OF ANY RESPONSE TO THIS

MEMORANDUM, FINDING SUCH ART?

'A. NO, I DON'T KNOW OF ANY SUCH RESPONSE TO THIS MEMORANDUM.

Q. AN IN FACT, AS FAR AS YOU KNOW, NO ONE HAD FQUND.ANX UNTIL

DECEMBER OF 1988 WHEN YOU FOQUND THE PANET REFERENCE.

_ A. THAT’S CORRECT, NO ONE AT DU PONT HAD.

'Q. NOW, YOUR EXAMIRATION OF ART RELATING TO THE CETUS PATENTS

WENT BACK EVEN BEFORE THIS DATE, BACK THROUGH A TIME BEFORE THE |
PATENTS HAD EVEN ISSUED; ISN‘T THAT TRUE? | |
A. I DON‘T KNOW THAT I HAD A -- I CERTAINLY DIDN'T HAVE A COPY
OF AN ISSUED PATENT BEFORE THEY ISSUED,. SO I WOULDN’T -- WOULD
NOT HAVE HAD SUCH A THING TO LOOK AT BEFORE THE ISSUE DATE.

Q. PERHAPS I DIDN'T MAKE MY QUESTION VERY CLEAR.

| YOUR EXAMINATION OF ART RELATED TO THE SUBJECT MATTER
OF THESE PATENTS, THE AMPLIFICATION TECHNOLOGY, WENT BACK TO A

TIME EVEN BEFORE THE PATENTS ISSUED.

. A. CERTAINLY THE INTEREST DID. I DON‘T KNOW THAT I WOULD

CALL == QUALIFY I'' AS AN EXAMINATION 'OF THE ART.

CAHDACE'P. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS 9-1302
Q. ALL RIGHT. BUT YOU HAD BEEN LOOKING AT ART --
A. YES. |
Q. =- IN THAT FIELD.
A. vES.
Q. OKAY. NOW, YOU KNOW THAT OTHERS AT DU PONT WERE ALSO
LOOKING AT THE ART RELATED TO THE SUBJECT MATTER OF THE PATENTS
DURING THE TIME YOU WERE.
A. YES, OTHERS WERE.
Q. THERE WERE OTHER MEMBERS OF THE GROUP THAT YOU WORKED IN WHO
WERE LOOKING FOR IT.
A. YES, IN GENERAL.
Q. AND DR. TRAINOR WAS LOOKING FOR IT.
A. PEOPLE LIKE DR. TRAINOR WERE INTERESTED IN SUCH ART.
Q. AND MEMBERS OF DR. TRAINOR’S GROUP WERE LOOKING FOR IT.
A. I WOULD SUPPOSE S0.
Q. 1IN YOUR GROUP, HOW MANY MEMBERS WERE THERE; DO YOU RECALL?
A. IN WHAT -- AT WHAT TIME? IN . . .
Q. THIS WOULD BE IN THE . . . IN THE 1988 PERIOD AFT?R THE
PATENTS Issﬁzn. |
h; THE GROUP TENDED TO CHANGE WITH TIME, BUT ROUGHLY FIVE OR
SIX. |

Q. ORAY. WAS ONE OF THE MEMBERS DURING TEIS TIME DR. GERALD

LITT?

' A. IN ’88, BE WAS, I BELIEVE. ILATER. I THINK IN MID-SUMMER

#88, STARTING RIGHT IN THERE.

= - —e ——
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- 12

18

Q. AND HE’S A SCIENTIST AT DU PONT.

A. YES, HE 1IS.

Q. AND ANOTHER MEMBER WAS DR. THOMAS HARRIS?

A. YES.

Q. AND HE’S A SCIENTIST.

A. HE WAS WITH nﬁ PONT. HE’S PART OF THE JOINT VENTURE.

Q. AND ANOTHER ONE WAS DR. JOE SALSCABER (PHONETIC)?

A. YES, AND SHE’S A SCIENTIST AT nﬁ PONT.

0. AND THEN THERE wznﬁ OTHER PEOPLE WHO DIDN'T HAVE PH.D.’S BUT
wnb WERE ALSO SCIENTISTS WHO WERE IN THE GROUP?

A. WELL, THEY WERE TECHNICIANS OR BACHELOR STUDENTS, AND THEY
WOULD HAVE BEEN LOOKING OR INTERESTED IN THESE THIncs':N
GENERAL, BUT NOT LOOKING CERTAINLY IN THE:SAHE'WAY THAT A PH.D.
WOULD HAVE BEEN LOOKING AT THE TIME. |

Q. AND THERE ARE ALSO -- LET’S SEE, THERE WERE AT THE TIME 10
OR 12 PEOPLE WHO WORKED FOR DR. TRAINOR. |

A. AS A ROUGH APPROXIMATION. AND NOT ALL OF THOSE WERE

. 'PH.D.’S, EITHER.

Q. CERTAINLY.
NOW, YOU HAD BEEN LOOKING AT THE ART PRIOR TO THE TIME
YOU FOUND THIS ARTICLE ON A CONTTINUING BASIS AND HAD SPOKEN WITH

PEOPLE -~ OTHER PEOPLE ABOUT IT.

A, YES.

Q. AND YOU HAD SPOKEN WITH PEOPLE IN YOUR WORKING GROUP.

A. YOU MEAN THE GROUP THAT I WORKED IN?

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS 9-1304

& .
3 1 | @. ¥=s.
4 2- | A. YES, OF COURSE.
o i 3 | @. amp MEMBERS OF THE CENTRAL RESEARCH AND b'rrmn nﬂ?mmm as|
4 | wewse |
5 A. AT LEAST CENTRAL RESEARCH, WHICH IS WHERE DR. TRAINOR
¢ 6 | WORKED, ALONG WiTH THE COLLEAGUES 'THAT WORKED FOR HIM.
7 | @. AND YoU HAD SPOKEN -- YOU’D ALSO SPOKEN WITH conéumms-m- -
¢ 8 | THE company. |
9 | a. ¥ES, A FEW.
10 | @. IN FACT, DO YOU REMEMBER, DR. MILLER, m*r-innnn ﬁns a
¢ 11 | SYSTEMATIC SEARCH FOR ART RELATED TO THE CETUS PATENTS? B
12 | A. THERE WAS ONE —- I HAVE ONE SUCH RECOLLECTTON THAT I THINK
® co 13 | DR. PEARSON ASKED FOR SOME TYPE OF SEARCH TO BE RUN, PROBABLY A
14 | COMPUTER SEARCH. AS I SAY, AS I.'.['OI..D YOU AT THE DEPOSITION,
15 | THAT’S THE ONLY RECOLLECTION I HAVE. |
¢ 16 | Q. OKAY. YOU REMEMBFER SEEING A MEMO ALONG m LINES OF “RUN A |
17 | RESEARCH ON THE COHPU‘I'ER FOR LITERATURE"?
° 18 | A. YES, THERE WAS SOME KIND OF MEMO.
19 | Q. AND DR. PEARSON IS WHAT? THE DIRECTOR OF MOLECULAR -- OR
20 | WAS THE DIRECTOR OF MOLECULAR BIOLOGY FOR THE CENTRAL RESEARCH
S 21 DEPARTMENT? |
22 | A. YES, HE Was. |
o 23 | g. amp m'r WAS ABOUT A YEAR OR SO BEFORE YOU FOUND THE PANET
24 | REFERENCE.
25 | A. THAT HE WAS DIRECTOR? HE WAS DIRECTOR --

* """ CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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18

Q. NO. THAT THIS SYSTEMATIC SEARCH WAS UNDERTAKEN.

‘A. THAT’S A REASONABLE TIME FRAME.

(PAUSE IN PROCEEDINGS)
0. (BY MR. L?HIS) ) w:qg THIS SEARCH GOING ON FROM PRIOR TO
SEPTEMBER 0F£*a7, 1T wnsuir UNTIL DECEMBER 1988 THAT SOMEONE
ACTUALLY Fownn THE REFER?HCE, AND THAT WAS YOU.
A. YES. éﬁr WHEN YOU SAY SEARCH,* IT‘S NOT A SEARCH AS SUCH.
IT‘S AN INTEREST IN THE ART. IT’S NO MORE A SEARCH FOR THIS
THAN IT WOULD BE A SEARCH FOR PROBE HYBRIDIZATION TECHNOLOGY
pApEns,'wHIcn ﬁas ANOTHER AREA THAT WE WERE INTERESTED IN AND IS|
PART OF THIS, OR HOW TO PROCESS SAMPLES. IT’S NO MORE OR LESS A
SEARCH THAN THOSE OTHER AREAS WOULD HAVE BEEN, WHICH WERE ALSO
OF INTEREST TO US.
(PAUSE IN PROCEEDINGS)

0. (BY MR. LEWIS) LET ME MAKE -- LET ME SEE IF I UNDERSTAND
THIS:

THERE HAD BEEN A REQUEST FOR INFORMATION SPECIFICALLY
PERTAINING TO THE PATENTS. | |
A. BY DR. BELTZ.
Q. BY DR. BELTZ?
A. WHO DID NOT WORK IN THE GROUP I WORKED IN.
Q. DO YOU RECALL A MEMO ABOUT A SYSTEMATIC SEARCH ON COMPUTER

DATABASES?

' A. YES, ONE SUCH MEMO.

Q. OKAY. AND YOU RECALL THAT YOU AND OTHER PEOPLE WERE LOOKING|

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS §-1306

FOR ART IN THIS AREA.

A. YES, LOOKING FOR ART.

Q. NOW, YOU FIRST HEARD OF PCR IN CONNECTION WITH THE SAIKI
PAPER THAT WAS PUBLISHED IN DECEMBER OF 1985, IS THAT YOUR

FIRST SOURCE?

" A. YES, THAT’S MY FIRST SOURCE.

Q. AND YOU THOUGHT THAT WAS A VERY INTERESTING PROCESS AT THE

TIME; DIDN'T YOU?
A. OH, YES, cﬁRTAINLY.
Q. AND IN JUNE OF 1986, YOU RECOMMENDED TO YOUR SUPERVISOR THAT
DU PONT ATTEMPT TO LICENSE THE CETUS DNA AMPLIFICATION SYSTEM.
A. WELL, THAT -- YES, I DID, AND THAT'S A Rssutm-nr SOME WORK I}
HAD DONE WITH THE HYBRIDIZATION ASSAY.

THE HYBRIDIZATION ASSAY IS A WAY OF DETECTING DNA.

WHAT I WAS FOCUSED ON IN MY RESEARCH WAS FINDING WAYS THAT wﬂULD'_

MAKE THE DETECTION OF DNA SIMPLE AND EASY; IN PHR‘I'_‘ICUIAR, SIMPLE

AND EASY AND AUTOMATABLE, SO THAT THEY COULD BE DONE IN CLINICAL|
REFERENCE LAB.

_ AND I MAD JUST DEMONSTRATED AND HAD WRITTEN A REPORT .
THAT DESCRIBED MY EFFORTS TO DEVELOP SUCH A SIMPLE AUTOMATABLE
ASSAY THAT DID NOT USE RADIOACTIVELY-LABELED PROBES BUT USED

CHLOROMETRIC FLUORESCENT TURNOVER SO THEY WOULD BE = WOULDN’T

NEED RADIOACTIVITY AND THAT WOULD BE AUTOMATABLE, AND, TO MY

KNOWLEDGE, THAT IS CERTAINLY THE FIRST ATTEMPT AT DEVELOPING A’

SIMPLE AUTOMATED ASSAY AT DU PONT AND.PROBABLY == POSSYELY THE

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080.
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MILLER-DIRECT/LEWIS © s-1307
a .1 | FIRST ONE EVER DONE. o
2 : AND 1T WAS -~ JUST MADE GOOD SENSE THAT SOMETHING ALONG
3 THE LINES OF AN AMPLIFICATION PROCESS WOULD BE A GOOD FIT WITH
s+ | sucm an assav movE.
5 | Q. AND SO YOU RECOMMENDED TO YOUR SUPERVISOR THAT DU PONT
6 | ATTEMPT TO LICENSE.
7 | a. yEs. |
8 | (PAUSE IN PROCEEDINGS)
@ | Q. (BY MR. LEWIS) NOW, YOU’RE AWARE OF OTHER PEOPLE AT
10 | Du PonT, OTHER GROUPS OF WHICH YOU -- WITH WHICH YOU WERE
11 | ASSOCIATED, THAT ALSO EVALpAiEn THE PCR TECHNOLOGY AND THE
12 'PATENTS; ARE YOU NOT?
13 | A. OTHER GROUPS AT DU PONT? OTHER THAN THE ONES WE’VE TALKED
14 | aBoure | |
15 Q. PERSONS OTHER THAN YOU.
16 | A. WELL, YES, OTHER PEOPLE WERE INTERESTED IN LOOKING AT THE
17 | AMPLIFICATION PROCESS. |
18 | @. LET ME SHOW YOU EXHIBIT B-115, WHICH IS IN EVIDENCE.
19-_' A. (WITHESS EXAMINES nocduzum.)
20 | Q. AND THE FIRST PAGE OF THIS HAS YOUR NAME -- HANDWRITTEN NAME
21 | AT THE ToP. o
22 IS THAT YOUR HANDWRITING?
23 | A. YES. I APPARENTLY RECEIVED A COPY OF THIS AT SOME POINT.
2¢ | 0. ORAY. AND THIS IS MINUTES OF THE DNA/RNA TECHNOLOGY

25 | COMMITTEE.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC,; 415-431-6080
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- Q. OKAY. WOULD YOU LOOK AT THE LAST PAGE.

"A. (WITNESS COMPLIES.)

Q. IT’S A LIST OF THE MEMBERS?

A. YES.

- Q. AND YOU‘RE ONE OF THE MEMBERS?

A. YES. WE‘VE TALRED ABOUT THIS BEFORE.
0. NOW, IN THE LIST OF ATTENDEES, YOUR NAME DOESN’T APPEAR FOR |
THIS PARTICULAR MEETING.

A. NO, AND I HAVE NO RECOLLECTION OF EVER BEING AT THIS

MEETING.

| ©. BUT YOU WERE SENT THE MINUTES.

A. YES, I WAS SENT THE MINUTES.
Q. OKAY. AND THE . . . YOU READ ‘THE REPORT OF THE COMMITTEE
THAT:

HECETUS AMPLIFTCATION TECHNOLOGY IS UNDER

REVIEW.

VALID. ™

HE PATENT WILL PROBABLY BE CONSIDERED

- A. WELL, IT WAS UNDER REVIEW BY SOMEONE, AND WE DIDN’T KNOW OF

ANY SUCH REFERENCES AT THE BOINT =- OR AT THAT TIME POINT, S0
THERE WAS NO REASON TO BELIEVE THAT THEY WEREN'T VALID.

Q. BUT, AT ANY RATE, YOU WERE AWARE THAT OTHER PEOPLE WERE ALSO
REVIEWING THIS TECHNOLOGY.

A. WELL, I WAS AWARE THAT SOMEONE HAD WRITTEN THIS, YES.

Q. AND THIS IS IN OCTOBER ‘87, WHICH IS ABOUT A MONTH AFTER THE

" CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, #15-431-6080
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- MEMO WE LOCKED AT BEFORE.

A, YES.

Q. THESE PEOPLE ON THE COMMITTEE, THEY’RE SCIENTISTS WITH

DU PONT?

"A. IN GENERAL, YES, THEY ARE OR WERE SCIENTISTS WITH DU PONT.

Q. AT THE TIME, THEY WERE —--

I a. ¥=s.

Q. =— WITH DU PONT, AND THEY ARE, FOR THE MOST PART,

SCIENTISTS?

A. FOR THE MOST PART, SCIENTISTS.

'Q. OKAY. ARE THERE ANY OF THEM WHO ARER'T?

A. I'M NOT EXACTLY SURE OF DR. SANDBERG’S BACKGROUND, BUT, IN
GENERAL, I THINK HE‘S PROBABLY STILL A SCIENTIST, YES.
Q. AND THIS COMMITTEE OF SCIENTISTS MET ON A REGUIAR BASIS TO

DISCUSS DEVELOPMENTS IN RNA AND DNA TECHNOLOGY?

"A. WELL, MAYBE A SEMI-REGULAR BASIS IS A BETTER WAY TO PUT IT,

B J—

Q. TEEY MET PERIODICALLY?

A. IN GENERAL, YES.

Q. ORAY. AND THESE WERE SCIENTISTS WITHIN DU PONT THAT WERE

- WORKING ON -—- IN THAT hRE& OF TECHNOLOGY.

A. WELL, THESE WERE SCIEHTISTS IN DU PONT THA'I‘, IN GENERAL,
WERE EITHER WORKING ON OR INTERESTED IN THAT AREA OF TECHNOLOGY.
I‘M NOT SURE WHAT WALTER KEIRANS WAS DOING AT THAT POINT, FOR

EXAMPLE AND =~

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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- NOT? .

Q. BUT YOU KNOW, FOR INSTANCE, WHAT MR. TRAINOR wﬁs_noINce
A. YES, I DO,

Q.-,DR.-Tnaxnbn. EXCUSE ME.

A. DR. TRAINOR.

Q. NOW, YOU VISITED CETUS DURING THE SUMMER OF 1988; DID YOU
A, YES, TWICE.

Q. DKAY. YOU WERE INVOLVED IN NEGOTIATIONS, MEETINGS, WITH

1 CE'I‘US THAT SUMMER IN WHICH DU POHT WAS ATTEMPTING TO DBTAIN A

LICENSE. |
A. I WAS INVOLVED IN TWO MEETINGS WHERE WE WERE INTERESTED zﬁ'
OBTAIHING THE LICENSE IN TﬁE-FIELD OF CLINICAL hzncmoswxés-
Q. OKAY. DO YOU RECALL WHAT THE FEELING OF YOUR coLLEAGUEs
WAS -- WELL, LET ME BACK up FOR A MINUTE.

YOU DIDN’T GO ALONE,

A. NO, I DID KOT.

Q. OKRAY. YOU HAD OTHER COLLEAGUES FROM DU PONT, OTHER

SCIENTISTS FROM DU PONT, TO GO ALONG WITH YOU.
A. YES.

Q. ORAY. DO YOU RECALL WHAT THE CONSENSUS WAS AMONG YOUR

COLLEAGUES THAT SUMMER ABOUT THE DESIRABILITY OF HAVING PCR

AVAILABLE TO DU PONT?
MR. FIGG: CALLS FOR HEARSAY, YOUR HONOR.
MR. LEWIS: YOUR HONOR, I THINK IT’S PROBABLY A PARTY

ADMISSION, WHICH IS NOT HEARSAY.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080 o
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MILLER-DIRECT/LEWIS o 9-1311
nn.'r:gcﬁ WELL, I DON'T SEE ~- |
' THE COURT: WELL IT MAY —-
MR. FIGG: I DON'T SEE WHAT ==
THE COURT: IT MAY BE, DEPENDING UPON WHO SAID IT.

WHY DON'T YOU TRY TO GET IT IN ANOTHER WAY 50 WE AVOID |

MR. LEWIS: ALL RIGHT.

MR. FIGG: YOUR HONOR ~- WELL, OKAY.
MR. LEWIS: I‘LL BE —— |

MR. FIGG: I‘LL RESERVE MY OBJECTIONS.

MR. LEWIS: I1’LL BE EAPPY TO TRY IT ENOTHER WAY, YOUR

HONOR.
THE COURT: OR YOU CAN DROP IT COMPLETELY .
(LAUGHTER)
THE COURT: I‘M NOT SUGGESTING YOU HAVE TO. IT’S UP TO
You.

Q. (BY MR. LEWIS) LET ME aéx_rou THIS, DR. MILLER:

THE GROUP THAT WENT TO CETUS w#RE THE PEOPLE WHO WERE
NEGOTIATING WITH. CETUS.
A. 1IN GENERAL, YES. THEY WEREN‘T THE SAME GROUP AT BOTH OF THE
MEETINGS THAT I WAS AT. THEY WERE — I DON'T BELIEVE WE WERE
ALL THE SAME FOUR PEOPLE AT BOTH MEETINGS.
Q. BUT AT EACH HEETING, THEY WERE THERE AS REPRESENTATIVES OF
DU PONT NEGOTIATING -- NEGOTIATING FOR A LICENSE TO THE -- UNDER|

THE PATENTS.

CANDACE L. FRANCIS, OFFICIAL. REPORTER, USDC, 415-431-6080
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. MILLER-DIRECT/LEWIS : 9-1312
1 | a. y¥Es. |
2 - : (PAUSE IN PROCEEDINGS)
'3 { @ (BY MR. LEWIS) AND IS IT TRUE THAT THE NEGOTIATORS WHO WENT
4 | VISITING CETUS FELT THAT IT WAS IMPORTANT FOR DU PONT TO OBTAIN
5 | PCR == A LICENSE UNDER THE PATENTS?
6 | a. YES, I THINK THAT’S A FAIR STATEMENT. BUT NEGOTIATORS =~
7 I’M NOT SURE I -~ I‘M COMFORTABLE WITH THAT.
8 | ‘I WENT TO LISTEN TO CETUS AND TO EXPLAIN, AT LEAST AT
‘o | ONE MEETING, SOME OF THE WORK THAT I HAD BEEN DOING. -I°M A |
10 | SCIENTIST: I‘M NOT A BUSINESSPERSON. I REALLY PON'T DO
11 NEGQTIATIONQ. I DIDN’T THEN; I DON'TlHUW.
12 SO I JUST WANT TO MAKE SURE I =-- THAT WE UNDERSTAND
13 WHAT WE’RE TALKING ABbUT'WHEN'WE SAY "NEGOTIATIONS."
14 | Q. YOU WERE ASSISTING THE PEOPLE WHD WOULD ACTUALLY DO THE
15 | DEAL.
16 | A. YES. THAT'S A BETTER WAY OF PUTTING IT.
17 | @. ¥OU WERE GIVING THEM SCIENTIFIC -- ADVICE ON THE TECHNOLOGY
18 ITSELF -- |
19 | A. YES.
20 | Q. -- AS OPPOSED TO BUSINESS ASPECTS OF THE nnaﬁ.
21 A. THAT’S CORRECT. |
22 - (PAUSE IR PROCEEDINGS)
23 | o kax MR. LEWIS) LET Mg SHOW YOU EXRIBIT B-130.
24 | A. (WITHESS EXAMINES DOCUMENT.) N

25 | Q. AND YOU RECOGNIZE THIS AS A MEMORANDUM THAT DR. TRAINOR

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080

Matn ) e e e o e R R T T p—r —r T LTy - - - Sr—y———— - il Tok o g - g ke T




L]

10

11

12

13

14

15

16
17
18
_19
20
21
22
23

24

25

A e s ot L PR s r——— - —r » ey

MILLER-DIRECT/LEWIS _ 9-1313

WROTE TO DR. PEARSON ABOUT ONE OF THOSE MEETINGS THAT YOU
ATTENDED? -

A. YES, THAT'S WHAT THIS IS.

Q. AND YOU nacszvab A coré OF 1IT.

A. YES, I’M SURE I RECEIVED A COPY.

Q. OKAY.
l_'.A. IT’S AN E~MAIL, WHICH IS AN ELECTRONIC MAIL COFY¥, S50 IT’S

TYPED INTO A COMPUTER, AND I‘M CONFIDENT I GOT A COPY AT SOME

POINT.
Q. AND ON THE SECOND PAGE, IT’S COT THE BATES STAMP 501,747.
A. YES.
{ PAUSE IR-PRocEEDIﬁGS}
Q. (BY MR. LEWIS) THE BOTTOM PARAGRAPH ON THAT PAGE STARTS

WITH "THE CONSENSUS"?

'A. (NODDING HEAD.)

Q. COULD YOU READ WHAT THE CONSENSUS WAS?

A. "THE CONSENSUS OF THE VISITING GROUP IS THAT WE HAVE TO
HAVE PCR."

o AND Y"WE HAVE TO HAVE PCR" IS IN CAPITAL LETTERS?

A. THOSE WORDS ARE IN CAPITAL LETTERS.

Q. AND THAT WAS THE CONSENSUS.

“A. 1IN GENERAL, I THINK THAT’S A REASONABLE CONSENSUS BUT,

 AGAIN, THAT WAS CERTAINLY BEFORE WE KNEW ABOUT ANY OF THE

REFERENCES.

(PAUSE- IN PROCEEDINGS)

CANDACE L. FRANCIS, OFFICIAL REPGRTER, USDC, 415-431-6080
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¢
5. 1 | Q. (BY MR. LEWIS) LET ME SHOW YOU EXHIBIT B-91, WHICH Is IN
\ | 2 | EviDEwCE. o | |
® 3| A, (WITNESS EXAMINES DOCUMENT.)
4 | Q. ON THE PIRST PAGE OF THAT ONE, AFTER THE COVER SHEET,
. 5 | THERE’S SOME mnwﬁ_mmc THAT _sﬂs . . . THAT sAvs:
6 . ®MILLER’S COPY STOLER FROM JERRY LITT."
7 | A | YEAN, THAT IS IN PARENTHESES. THAT’S A JOKE TO MYSELF.
® 8 | I USED TO WORK AS A GRADUATE STUDENT IN A . . . IN A
| 9 | DEPARTMENT AT Hous*roil, AND WE WERE RATHER CRAMPED, RATHER LIKE
10 | THE KHORANA LABORATORY APPARENTLY. AND ONE OF THE PROFESSORS
* 1 | ALWAYS PUT ON HIS PQUIPMENT "STOLEN FROM ROOM 22% SO THAT NO
12 | MATTER wHAT vou USEb, HE KNEW WHERE TO FIND IT AND WHERE TO FIND|
> " 13 | vOU. AND THAT’S JUST A JOKE To MYSELF. |
14 | Q. SO WHAT THIS INDICATES IS THAT THIS IS A -- THIS IS A
15 | DOCUMENT YOU GOT FROM MR. -- FROM DR. LITT?
’ 16 | A. YES, AT SOME POINT.
17 | Q. m DR. LITYT WAS A RESEARCH FELLOW AT DU PONT?
> | 18 | a. ves. srizu is.
19 | ©. AND YOU GOT THIS DOCUMENT BECAUSE YOU WERE INTERESTED IN
20 | READING WHAT HE HAD SAID ABOUT IT m' THE DOCUMENT,
> 21 | a. ¥ms. - |
22 | @. OKAY. AND LET ME ASK YOU TO LOOK AT THE BATES NUMBERED PACE
> . '23_' .-'.',.502,734. | |
- 24 A. (WITNESS couyuns.-j |
25 | Q. DO YOU HAVE THAT PAGE? - - -

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS  9-1315

5 1 | A. 502,784, YES.
z | e. aﬁn, AMONG OTHER THINGS, HE SAID:
3 "NONE OF THE SYSTEMS AVAILABLE TODAY ARE AS
4 PLEXIBLE AND POWERFUL AS PCR."
5 | A. YES, BE SAYS THAT.
6 | o. oxkav.
7 | a. amp --
8 Q. DO Ybu DISAGREE WITH THAT?
9 | A. NO, NOT IN GENERAL, BUT YOU HAVE TO UNDERSTAND THAT THAT'S
10 | TAKEN IN CONTEXT WITH THE TYPE OF ASSAYS THAT WE WERE |
11 DEVELOPING. IT WOULDN’T NECESSARILY BE TRUE IF TAKEN IN CONTEXT
12 | WITH OTHER TYPES OF ASSAYS, OR . . . IN EVEN A MORE GENERAL .
13 | SENSE, FOR DIFFERENT PATHOGENS OF INTEREST.
14 | WE WERE INTERESTED IN INFECTIOUS DISEASES. WE WERE
-15 | WORKING ON AN ASSAY METHOD TO DETECT HIV, THE IMMUNO AIDS VIRUS,
16 IN A PARTICULAR FORMAT, IN AN AUTOMATED Inswnnnzﬂf.
17 IF YOU WERE GOING TO DD THAT nnn/bn -— OR IN THE
18 Non-nﬁTOHATED-INSTRUMEHT, PERHAPS, OR AT LEAST -LOOK AT SOME
19 OTHER ORGANISM, SALMONELLA, THINGS IN FOOD, YOU WUULDH’T
20 | NECESSARILY NEED THIS, AND SO THIS COMMENT WOULD NOT NECESSARIEY
21 | APPLY FOR THAT. |
22 Q. BUT --
23 | A. AND THOSE WERE, IN FACT, THINGS OF INTEREST TO US. .

- 24 | @. SO -- BUT, AT LEAST IN YOUR VIEW, FOR THE PURPOSE OF LOOKING|

25 | FOR HIV OR INFECTIOUS DISEASES, USING AN AUTOMATED SYSTEM, NONE

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, A15-431-6080 = .
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Q.

DO YOU HAVE THAT PAGE?

| oF THE SYSTEMS AVAILABLE WERE AS PLEXYBLE AND.POWERFUL AS PCR.

AT THE TIME, NO. THEY WEREN'T AS ADVANCED.

LET ME ASK YOU TO LOOK AT PAGE 785.

(WITNESS COMPLIES.)

YES.
(PAUSE IN PROCEEDINGS)
MR. LEWIS: I SEEM TO HAVE THE WRONG PAGE.
(PAUSE IN PROCEEDINGS)
MR. LEWIS: soﬁnx, THAT WAS THE RIGHT PAGE.
AND YOU READ THERE: |
“THERE ARE A NUMBER OF KNOWN ALTERNATIVES TO
PCR, BUT NONE OF THEM APPROACH THE FLEXIBILITY,
'ACCEPTANCE OR WIDESPREAD APPLICABILITY OF PCR."
YES, BUT, AGAIN, THE CONTEXT IS STILL THE éonwsxm OF == OR
PERSPECTIVE OF LOOKING AT IT FROM THE TYPE OF ASSAYS OR FOR
TYPE OF ASSAYS WE WERE INTERESTED IN DEVELOPING.
SO FOR THAT CONTEXT, YOU AGREED WITH THAT STATEMENT?

YES.

YOU DID AT THE TIME AND YOU DO NOW.

YES.

NOW, IN FACT, DR. MILLER, Y¥YOU HAVE DONE QUITE A BIT OF WORK

WITH ASSAYS THAT INCORPORATE A STEP USING PCR; HAVE YOU NOT?

A.

Q.

YES, AS WELL AS ASSAYS THAT DO NOT.

OKAY. 1IN FACT, YOU’VE APPLIED FOR SEVERAL PATENTS ON WAYS

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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* 6 1 | TO DETECT NUCLEIC ACID SEQUENCES IN WHICH ONE OF THE STEPS Is
- 2 | Pcr. - | |
.-\ 3 | a. tEs. :;ND'I HAVE 'onz ISSUED PATENT THAT USES AN ASSAY .-:mmon
4 | THAT DOES NOT USE PCR. |
5 | Q. HOW MANY DO YOU HAVE THAT COMBINE SOME SORY OF —- EXCUSE ME.}
. 6 HOW MANY app;._::emrmns DO -YOU HAVE THAT COMBINE NUCLEIC
7 | acip perEcTION TECHNOLOGY WITH PCR?. -
Py 8 | .A. U.S. APPLICATIONS, WHICH IS PROBABLY THE ONLY ONE TEHAT WOULD
9 KNOW ABOUT IT, PROBABLY WOULD BE THREE OR FOUR. |
10 Q. AND ALL OF THOSE mrmb PCR WITH SOME STEP TO DETECT
o 11 | WHETHER A SEQUENCE THAT’S suséﬁcn':n OF BEING PRESENT HAS BEEN
12 | AMPLIFIED, THAT COMBINE A DETECTION STEP WITH PCR.
o g 13 | A. PERHAPS WITH THE EXCEPTION OF ONE.
14 | ' ' (PAUSE IN PROCEEDINGS)
15 | THE WITNESS: IT’S NOT A DETECTION_STEP FOR =-- IN THE
° 16 | STANDPOINT WE WERE TALKING ABOUT AS A HYBRIDIZATION DETECTION
17 lETEP. IT’S DIFFERENT, So -
. 18 | Q. (BY MR. LEWIS) KOT ALL OF THEM ARE, YES.
19 | A. (NODDING HEAD.)
20 | ©. BUT ALL OF THEM USE PCR. AND, IN FACT, YOUR APPLICATIONS
T 21 | ALL REFERENCE THE r202 PATENT; DO THEY NOT?
22 | A. YES, AND PERHAPS /195 AS WELL.
o 23 | 0. amp THEY USE THE ‘202 PATENT TO DEFINE WHAT IS MEANT BY THE
24 | TERM "PCR."
25 | A. ¥Es.

® CANDACE L. FRANCIS, OFFICIAL REFORTER, USDC, 415-431-6080
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MILLER-DIRECT/LEWIS . 9-1318

(PAUSE IN PROCEEDINGS)
THE WITNESS: BUT THOSE PATENT APPLICATIONS, FOR

EXAMPLE, WERE WRITTEN ARD SUEMITTED, I BELIEVE, BEFORE I ENEW OF

THAT REFERENCE.

Q. (BY MR. LEWIS) ARE YOU SURE OF THAT, DR. MILLER?

A. THE FIRST ONE -- THE FIRST ONE, I BELIEVE, WAS WRITTEN IR

MAY OF 1988, OR JUNE.

(PMJSE IN pRon:mGS}
Q. {BY MR. LEWIS) LET’S JUST BE CLEAR:
YOU FOUND THE REFERENCE AT THE END OF -- THE PANET

REFERENCE AT THE END OF 1988.

" A. (NODDING HEAD.) DECEMBER 21ST OR SECOND, 1988.

Q. OKAY. AND IS IT YOUR RECOLLECTION THAT NONE OF THESE

APPLICATIONS THAT WE'VE BEEN TALKING ABOUT, PATENT APPLICATIONS i
YOU FILED, WERE FILED IN 19897

A. NO. PERHAPS SOME OF THEM WERE. BUT THE ONE IN PARTICULAR,
THE ONE WHICH I CONSIDER THE MOST INTERESTING, WHICH IS THE ONE |
WITH THE HYBRIDIZATION TECHNOLOGY THAT I WAS DISCUSSING EARLIER,
WAS, IN FACT, F:;Eh'xn MAY OR Junﬁ OF 1988.

Q. BUT OTHERS WERE FILED IN 19869.

A. YES.

Q. AND THOSE ALSO REFERENCE THE 7202 PATENT FOR THE ﬁEFIN:TIon
OF PCR AS USED IN YOUR PATENT APPLICATIONS. |
A. YES, THEY DO. - BUT THOSE —- THE 202 AND ’195 REFERENCES

ARE ~~ DESCRIBE THE SAME. PROCESS AS THOSE 0‘I'HER - ﬁfE PAPERS,

CANDACE L. FRANCIS, OFFICIAL REPORTER USD'C.' 415-431*6080
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TO DEFI-ﬂE WHAT IS MEANT BY PCR IN THE hPPLIChTIDH.

‘GIVING CREDIT FOR CREDIT DUE, WHERE 1T SHOULD BE DUE,

THE KLEPPE PAPER, THE PANET PAPER, €0 THEY ARE NO KORE DR L'ESS

RELEVANT.

=4
=,
v'

Q. BYT YOUR PATENT APPLICATIONS DON' T USE THE KLEPPE REFERENCE

A. No, gﬁEY DO NOT. BUT THE SPECIFIC EXAMPLES ARE ONES THAT
WERE -- WELL, THE SPECIFIC EXAMPLE CITED, I THINK, IN THOSE ARE

EXAMPLES WHERE WE HAD USED A CETUS GENEAMP KIT, AND WE WERE

©. YOU’RE SAYING YOU CITED THE CETUS ‘202 PATENT IN tdnn.pawﬁaw
APPLICATIONS SIMPLY AND onrv'ntcausn YOU USED A GENEAMP KIT IN
YOUR APPLICATION?
A. NO. I’M SAYING THAT WE CITED THEM AND WE, IN FACT, DID ﬁsx-
A GENEAMP KIT, AND IN THOSE EXAMPLES, THE GENEAMP KIT WAS USED,
AND IT’S PROPER T0. CITE WHERE YOU GOT THE MATERIALS Tﬂgr-fou
USED IN THAT EXPERTMENT.
Q. YES. AND IN YOUR APPLICATIONS, YOU SAID YOU USED A GENEAMP
KIT IN YOUR EXAMPLES IN THE APPLICATION. |
A. YES.
Q. BUT IN ADDITION TO THAT, IN THE DEFINITION SECTION, YOU
DEFINED PCR AS THE PROCESS OF AMPLIFICATION SET FORTH IN CETUS’
7202 PATENT.
A. YES.
MR. LEWIS: I HAVE NO FURTHER QUESTIONS, YOUR Houon;
THE cdunm: THANK YOU.

m. FI'GG.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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»
7 1 (PAUSE IN PROCEEDINGS)
- 2 | CROSS-EXAMINATION
C'f” 3 BY MR. FIGG: |
s | q GOOD AFTERNOON, DR. MILLER.
8 | A, MR. FIGG. |
6 | 0. MR. LEWIS ASKED YOU A NUMBER OF QUESTIONS ABOUT YOUR
7 | SEARCHING FOR LITERATURE. |
® s | " AT ANY TTME DURING THIS PERIOD THAT HE WAS ASKING YOU
9  ABOUT,.WERE YOU INVESTING ALL OF YOUR TIME TO SEARCHIHG.FdR
10 | LITERATURE? |
’ 21 | A. NO, NOT ME. NOT EVEN -- CERTAINLY NOT ALL MY TIME SEARCHING
12 FOR THIS LITERATURE. AND THAT WAS ONLY A SUBSET OF ALL THE
._,R- ETE 'OTHER LITERATURE I WAS SEARCHING FOR, AND EVEN THAT ﬁns'h $HALL_
| 14 | PERCENTAGE OF THE TIME, OR OF u& TIME.
) 15 | . HOW MUCH OF YOUR TIME DID YOU SPEND IOOKING FOR LITERATURE?
4 16 | A. 1IN GENERAL, 5 PERCENT, 10 PERCENT POSSIBLY SOME WEEKS, MAYBE
17 | LEss SOME OTHER WEEKS. ”
-- - 18 | . DID -- DO YOU KNOW OF ANYONE AT DU PONT WHO WAS SPENDING ALL
19 | OF THEIR TIME LOOKING FOR LITERATURE? |
20 | A. I DON’T KNOW OF ANYONE WHO Eﬁﬁn_nxn THAT.
» 21 | Q. NOW, YOU INDICATED TO MR. LEWIS THAT YOU RECALLED A
22 MEMORANDUM FROM DR. PEARSON annﬁsrznc A SYSTEMATIC SEARCH?
. 123' A, YES, I DO.. - : |
24 | Q. DO YOU KNOW IF THE SYSTEMATIC SEARCH WAS EVER DONE IN
25 | RESPONSE TO THAT REQUEST? |

N ~ CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6086
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MILLER-CROSS/FIGG 9-1321

q .
(X

A. NO, I DON’T KNOW IF IT == IF IT WAS EVER RUN AT ALL.
2 o | ' (PAUSE IN. PROCEEDINGS)
3 | Q. (Bﬁ MR. FIGG) DR. MILLER, DO YOU HAVE ANY FEELING rUR wH! 
¢ | THE KEORANA PRIOR ART THAT YOU FOUND AT THE END OF 1988 DIDN'T
5 | PoP OUT MUCH SOONER? | '
6 A. WELL, IT’S JUST THAT THAT ART WAS AN ART FROM A TIME ABOUT
7 10 YEARS REMOVED FROM WHAT WAS GOING ou; .
8 " MY WORK IN THE LATE ~- MIDDLE /707§ AND LATE — AND
s | EARLY /80’S WAS WORK FOCUSED ON A nIFFERﬁnT_EnzYHE, RNA
10 | POLYMERASE, BUT IT WAS FOCUSED ON MOSTLY THE CURRENT LITERATURE,
11 | WHICH IS WHAT PEOPLE FOCUS oﬁ'wonar. -THEY FOCUS ON THE MOST
12 | CURRENT LITERATURE AND SLOWLY WORK THEIR WAY BACK THROUGH.EHEIR'
13 | KNOWLEDGE BASE. | | |
14 ART THAT WAS IN ‘84, ‘85, 15 YEARS OLD IS ART THAT MOST
15 | PEOPLE DON‘T THINK ABOUT NECESSARILY, CERTAINLY NOT ALL THE
16 | TIME. ALSO, IS VERY HARD TO SEARCH FOR ART THAT an.'
17  COMPUTER nnmaaasns,-x.uﬁnEnswann, ONLY GO BACK TO 67,
18 | So YOU CAN‘T USE A caupuwﬁnlugraaasE TO SEARCH POR ART BEFORE
19 | THAT. YOU HAVE TO GO BACK AND LOOK THROUGH THE CHEM ABSTRACTS,
20 | WHICH ARE BIG MANUALS, AND DO IT BY HAND. |
21 | THE naianasz GOT BETTER; I THINK, AFTER 74 OR '75,
22 | BUT, EVEN SO, IF THE KEY WORDS AREN'T PROPERLY INTRODUCED IN e
23 | DATABASE FOR EACH ARTICLE, YOU CAN MISS IT. AND THERE’S BEEN AN
24 | EXPLOSION IN THE NUMBER OF ARTTCLES WRITTEN IN THIS TIME FRAME

25 | IN BIOTECHNOLOGY.

CANDACE L. FRANCLS, OFFICIAL REPORIER, USDC, 415-431-6080
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MILLER-CROSS/FIGGE . 9-1322

Q.  MR. LEWIS ASKED YOU WHAT THE CONSENSUS OF YOUR COLLEAGUES

‘| was ABOUT THE WEED FOR A LICENSE IN 1987, 1988. DO YOU RECALL

THAT?

"A. ¥ES.

Q. WHAT WAS THE CONSENSUS OF YOUR COLLEAGUES AFTER YOU FOUND
THE KHORANA PRIOR ART?

A. THAT WE SHOULD RECONSIDER SUCH A LICENSE UNTIL WE UNDERSTOOD

WHAT THE ART MEANT.

MR. LEWIS: YOUR HONOR?

THE COURT: - YES.

MR. LEWIS: I BELIEVE THAT QUESTION IS COVERED BY A
MOTION IN LIMINE THAT MR. FIGG MADE ABOUT EVENTS AFTER FINDING
OF THE ART.

MR. FIGG: WELL, YOUR HONOR ==

THE COURT: I DON'T KNOW IF THIS FALLS SQUARELY WITHIN -
THAT.

MR. FIGG: PARDON?

THE COURT: I DON’T THINK THIS QUESTION —

MR. FIGG: NO.

THE COURT: -- FALLS SQUARELY WITHIN THAT.

MR. LEWIS: IT FALLS WITHIN THE SCOPE OF THE MATTER
THAT WE WERE NOT ALLOWED TO PRESENT. | |

'THE COURT: MAY I ﬁﬁfn THE QUESTION READ BACK AGAIN,
.BECAUSE, AS I REARD IT, IT WOULD -- IT STILL WAS NOT --

GO AHEAD AND READ THE PRIOR QUESTION.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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MILLER-CROSS/FIGG _ 9-1323

_ (RECORD READ)

MR. FIGG: YOUR HONOR, 1 DON‘T THINK THAT THAT HAS
ANYTHING TO DO WITH THE MOTION THAT MR. LEWIS IS TALKING ABOUT.

MR. LEWIS: YOUR HONOR, IT —- I BELIEVE IT nons.

THE COURT: WELL, THAT WENT TO ESSENTIALLY TWO ISSUES,.
AND —- THE LICENSING AND THE OTHER ISSUE, AND THE DISCOVERY OF
THE KHORANA PRIGR ART WAS THE -- SORT OF THE CUTOFF DATE, THE
BRIGHT LINE.

BUT I‘M NOT SURE THAT WHAT YOU’RE LOOKING FOR REALLY --

" REALLY GOES TO THAT.

PROCEED WITH THE QUESTION.

MR. FIGG: OKAY,

THE COURT: BUT I THINK CLARIFY IT IN TERMS OF THE
CONSENSUS ABOUT WHAT, AND LET ME HEAR HIS ANSWER.

 (PAUSE IN PROCEEDINGS)

MR. FIGG: MAYBE I CAN LIMIT IT TO DR. WTLLER:
Q. WHAT WAS YOUR REACTION, DR. MILLER, WHEN YOU FOUND. THE
KHORANA r%mn ART?
A. I WAS ?i'mzzn._ I HAD FOUND WHAT I THOUGHT WAS A REFERENCE TO
PEOPLE WHO m DONE WORK 10-PLUS YEARS BEFORE THAT m HAD |
DESCRIBED ngs:cmr THE SAME PROCESS.

AND SINCE ~- T ACTUALLY WAS ABSOLUTELY AMAZED THAT THIS
HAD ACTUALLY BEEN DONE. AND I THOUGHT IT WAS IMPORTANT ENDUGH

[HAT WE SHOULD CONSIDER WHAT THIS MEANT BEFORE WE TOOK A

LICENSE, WHICH IS NOT AN UHCOSTLY THING.

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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'yoU LOOKING FOR ART, THEN, IF YOU THOUGHT YOU WERE GOING TO GET.

THIS PARTICULAR PIECE OF INFORMATION, IT WAS MY UNDERSTANDING WE

'THAT, IN FACT, AT THE TIME THAT I HAD ALREADY -- HAD FOUND THE

DU PONT WAS INFORMED THAT CETUS WAS GOING FO LICERSE SOMEONE

MILLER-CROSS/FIGG = | 9=1324
Q. NOW, WHILE YOU WERE CONSIDERING TAKING A LICENSE PRIOR TO |

YOUR FINDING THIS REFERENCES -~ REFERENCE, WHY WERE == WHY WERE |

A LICENSE?
A. AGAIN, IT'S BECAUSE IF YOU'RE soInG'10 TaxE A LICENSE FOR
SOMETHING, THAT -- THAT souﬁmn:ne, THAT PATENT, IS WORTH A —-
IT’S A VALUE -- IT HAS A-VALUE.: IT’S WORTH SOMETHING. WE WERE :
GOING TO HAVE TO PAY FOR THIS LICENSE. YOU NEED TO kﬂow - YOU.
NEED TO UNDERSTAND WHAT IOU'RElPAYIHG FOR, WHAT IT’S WORTH.

| (PAUSE In'fnncnﬂnzncs}

THE WITNESS: I WOULD ADD, THOUGH, THAT WHEN I FOUND
WERE STILL NEGOTIATING FOR A LICENSE, AND I FOUND OUT LATER

REFERENCE, CETUS HAD ALREADY TOLD THE BUSINESS PEOPLE PHAT THEY |
WOULD NOT GRANT US A LIﬂEHSE FOR THESE PATENTS. 80 IT WAS A
DOUBLE SURPRISE FOR ME.

Q. (BY MR. FIGG) I THINK DR. GERBER TESTIFIED THAT EE -- THAT

ELSE IN THE FALL OF ’‘88.

IS THAT YOUR RECOLLECTIOH?
A, MY UNDERSTANDING IS THAT WE WERE INFORMED EARLY IN DECEMBER
OF ’88. I THINK THE 12TH OF DECEMBER IS THE DAY I WAS TOLD THAT |
WE WERE IHFORHED, AND T WAS NOT INFORMED UNTIL AFTER

CHRISTMAS -~ AFTER NEW YEAR'S ACTUALLY.

—CANDACE L. FRANCIS, OFFICTAL REPORTER, USDC, 415+431-6080
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MILLER-CROSS/FIGG _ 9-1325 -

PRIOR ART AT THE TIME THOSE STATEMENTS WERE MADE?

(PAUSE IN PRGCEEDIﬂGS)
Q. (BY MR. FIGG) MR. LEWIS SHOWED YOU SOME OVERHEADS WHICH
INDICATED THAT CERTAIN PEOPLE AT DU PONT THOUGHT ‘THAT THE CETUS
PATENTS WERE PROPERLY GOING TO BE VALID. '

DID ANYONE, TO YOUR KNOWLEDGE, KNOW ABOUT THE KHORANA

A. TO MY KNOWLEDGE, I’M THE FIRST PERSON AT DU PONT TO KNOW
ABOUT THOSE REFERENCES, OR THAT REFERENCE, ALTHOUGH APPARENTLY
ROCHE KNEW ABOUT THEM BEFORE I DID. |
MR. FIGG: NOTHING FURTHER, YOUR HONOR.
(PAUSE IN PROCEEDINGS)
MR. LEWIS: I HAVE NO FURTHER QUESTIONS, YOUR HONOR.

THE COURT: OKAY. FIKE. THANK YOU. YOU MAY STEP

(WITRESS EXCUSED)

THE COURT: YES?

MR. PASAHOW: YOUR HONOR, THAT WAS WHAT WE PLANNED FOR
TODAY, AWAITING MR. VAN DE SANDE’S RETURN AND COMPLETION OF
DU PONT’S CASE. ‘

THE COURT: OKAY. WELL, THE JURY GETS A -- OFF 10
MINUTES EARLY. '

(LAUGHTER)
THE COURT: FOR A LONG WEEKEND.

I HAVE TO KEEP MY DAYS STRAIGHT NOW. THIS IS YOUR -

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-~431-6080
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9-1326

¢ 8 -1 | WEEKEND; RIGHT?
~ 2 | . THE JURORS:. (NODDING HEAD.)
® T 3 THE COURT: SO WE WILL BE, AS YOU RECALL, IN SESSION
4 | NEXT MONDAY® ONLY, AND THEN oFF FOR THE REST OF THE WEEK, AND |
5 | THEN =-- AND THEN BACK THE FOLILOWING WEEK FOR A FULL -- FOR THE
* 6 FULL SCHEDULE. SO THAT MEANS MONDAY THROUGH THURSDAY AT 8:00
7 | o’crock.
° 8 " BUT WE WILL SEE YOU OM MONDAY AT 8:00 O‘CEOCK.
s | PLEASE FOLLOW THE INSTRUCTIONS YOU’VE BEEN GIVEN ABOUT
10 | NOT DISCUSSING THE CASE AMONGST YOURSELVES OR WITH ANYONE ELSE.
b 11 | HAVE A VERY NICE WEEKEND AND WE’LL SEE YOU ON MONDAY.
12 | mHANK vou.
o . |
® - 13 | (JURY EXCUSED) |
14 (OPEN COURT, JURY NOT PRESENT:)
15 | - THE COURT: ANYTHING ELSE THAT NEEDS TO BE TAKEN CARE
L 16 | OF? | |
17 MR. LEWIS: YOUR HONOR, I WOULD LIKE TO RAISE ONE THING
. 18 | THAT WE MENTIONED .BRIEFlLY YESTERDAY.
19 THE COURT: YES.
20 MR. LEWIS: OUR NEXT WITNESS WHO WILL FOLLOW DR. VAN DE
L 21 | SANDE IS MR. ANDERSON --
22 | THE COURT: UH-HUH.
o’ 23 MR. LEWIS: -- WHO AT LEAST PLANS PRESENTLY -- WHO wn.:.
| 24 | BE COMING FROM VERMONT =-- |
25 THE COURT: UH-HUH.
o - _ mmcn L. #mcrs, OFFICIAL REPORTER, USDC, 415-431-6080
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9-1327

MR. LEWIS: -- AND IT APPEARS THAT MR. VAN DE SANDE’S
TESTIMONY WILL TAKE MOST OF THE DAY ON MONDAY.
THE COURT: UH-HUH.

" MR. LEWIS: IF YOUR HONOR WOULD CONSIDER INDULGING Us .

1 By LETTING US DO THE VAN DE SAHDE TESTIMONY !ND NOT HAVE MR. . an

AHDERSOH CO!‘IE FOR MAYBE 45 HINUTEQ OR AN HOUR TESTIHOHY ONLY TO

'COME BACK A WEEK LATER, I WOULD APPRECIATE IT.

THE COURT: NO, THAT DOESN’T MAKE SENSE.

18 THERE SOMEONE ZLSE YOU COULD PROCEED WITH AT THAT
POINT OR . . . A DEPOSITION THAT COULD BE READ?

MR. LEWIS: I DON'T . . . |

MR. PASAHOW: WELL, THE DIFFICULTY, YOUR HONOR, IS THAT
WE THEN TURN TO A GROUF OF SCIENTISTS WHO WE'RE GOING 0 PROCEED|
WITH OUR SCIENTIFIC EXPLANATION THAT THEIR TESTIMONY KEYS OFF
OF, AND THAT'S MR, FALKINHAM, WHO ALSO IS AN EAST COAST WITNESS.

THE COURT: UH-HUH. | |

MR. FIGCG: WE HAVE ALL THE WEST COAST WITNESSES; THEY
HAVE ALL THE EAST COAST WITNESSES.

(LAUGHTER)
MR. LEWIS: I THINK —-

THE COURT: PROFIT IS WITHOUT HONOR IN HIS OWN COUNTRY,

OR SOMETHING LIKE THAT?

MR. LEWIS: MY IMPRESSION, YOUR HONOR, IS THAT WE ARE
PROBABLY GOING O FILL MOST OF THE DAY ON MONDAY WITH DR. VAN DE

SANDE. IF I DIDN’T THINK THAT, IT WOULD BE WORTHWHILE TO BRING |

CANDACE L. FRANCIS, OFFICIAL REPORTER, USDC, 415-431-6080
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9-1328

' MR. ANDERSON OUT TO TESTIFY.

THE COURT: HOW LONG WILL IT TAKE ON DIRECT FOR MR.

| ANDERSON; DO YOU KNOW?

MR. LEWIS: HE’S COING TO BE ON THE ORDER OF AN HOUR

AND A HALF, SOMETHING LIKE THAT, MAYBE TWO HOURS.

MR. FIGE: I DON’T XNOW. WE HAVE ABOUT AN HOUR LEFT

WITH DR. VAN DE SANDE, SO OBVIOUSLY CETUS EXPECTS A LENGTHY

- CROSS=-EXAMINATION.

THE COURT: WELL, WE’LL JUST HAVE TO MAKE THE MOST OF

THAT DAY.

YOU THINK, THEN, IT DOESN’T MAKE SENSE TO, FOR EXAMPLE,
TRY TO READ IN SIR AARON -- IS IT AARON KLUG’S DEPOSITION? .

MR. PASAHOW: THAT’S CORRECT, YOUR HONOR. WE WANT TO

PUT THAT IN WHERE T7T‘LL MAKE MOST SENSE TO THE JURY.

THE COURT: WHAT’S YOUR EXPECTATION OF TIME NOW, GIVEN |

WHERE WE ARE AND WHERE WE WILL BE IF -- IF WE HAVE ONLY MR. VAN

PE SANDE?
{PAUSE IN PROCEEDINGS)

MR. PASAHOW: WE WOULD EXPECT TO FINISH ON THE 13TH,

* YOUR HONOR.

THE COURT: OF FEBRUARY, I TRUST.
MR. PASAHOW: YES.
THE COURT: OKAY.

| ‘(PAUSE IN PROCEEDINGS)

MR. PASAHOW: THAT’S ASSUMING =~

CANDACE L. FRANCIS, OFFICIAL REFORTER, USDC, 415-431-6080
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THE COURT: THAT'S =- THAT'S WHAT DAY? I HAVE TO --

| LET ME GET THE CALENDAR HERE.

MR. PASAHiOW: THE 13TH IS A WEDNESDAY, YOUR HONOR.

THE CLERK: WEDNESDAY.

THE COURT: UH-HUH. THAT MEANS ~-

MR. PASAHOW: WE’RE ASSUMING THE FOLLOWING —

THE COURT: ~-- ABOUT SIX, SEVEN DAYS =~ NO -~ SEVEN
DAYS OF TESTIMONY LEFT? |

MR. PASAHOW: nol_ fﬂERE's.nR. VAN DE SANDE’S
CROSS-EXAMINATION AND THEN ‘f. |

THE COURT: NO. 17M TALKING ABOUT FOR YOU. ONCE WE
COME BACK ON iHE-4TH, Anbur SEVEN DAYS OF TESTIMONY LEFT? YEAH.

MR. PASAHOW: YES.

THE COURT: HOW ABOUT —- ANY cmrus'supmorﬁns-mﬂaw-tou N
INTEND TO CALL THAT YOU . . . CAN CALL AT THAT -—
| MR. FIGG: I WDULb POINT OUT THAT WE’VE HAD A 1OT OF

WITNESSES JUST COOLING THEIR HEELS AROUND HERE FOR THE -LAST

THREE WEEKS, 80 . . .

. THE COURT: I DON'T WANT THEM TO COOL THEIR HEELS FOR Al

‘| WEEK AND FLY BACK AND FORTH.

MR. PASAROW: LET US TRY TO FILL IN WITH --

THE COURT: YES, WITH SOMETHING OR OTHER, RELEVANT TO

THE PROCEEDINGS, PRESUMABLY.

OKAY. THEN WE'LL SEE YOU MONDAY AT 8:00 .0/CLOCK.

AND YOU WERE GOING TO GET SOMETHING IN BEFORE I RULED

CANDACE L. FRANCIS, OFFIiCIAL REPORTER, USDC, 415-431-6080




Y 2 | ox IS woIE 185UE nﬁsm:me --

2 MR, LEWIS: ¥ES.

o | 3 THE COURT: =—- MARTINELL?
| 4 . MR, PASAHOW: YES, YOUR HONOR. e emuk
5 THE COURT: OKAY. WHEN WILL YoU B GETTING 'rmm?u
6 | (PAUSE IN PROCEEDINGS) B
7 MR. PASAHOW: WE’LL BE READY T0 FILE THAT TOMORROW, - -- -
e -8 | YouR HoNOR. | |
s | THE COURT: -OKAY. FINE. FINE. =~ . ks
10 | I WILL BE IN SESSION THIS —- THIS AFTERNOON ' ALL DAY
11 TOMORROW IN HERE, SO IT‘S FINE FOR YOU TO LEAVE YOUR THINGS, BUTY{.
12 | I THINK GET THEM OFF TO THE SIDE AS MUCH AS POSSIBLE.. . .. ..
13 | ~ OKAY. THANK YOU. |

14 | MR. FIGG: THANK YOU.

15 MR. PASAHOW: THANK YOU, YOUR HONOR. o SURTIN
16
17
18

ER)

20

22
23
24 - (COURT ADJGURNED AT 12:57 P.M. TO RECONVENE .

25 | MONDAY, JANUARY 28, 1991, AT 8:00 O’CLOCK A.M.)
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